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PART I 


SOME REFLECTIONS ON DILUTION 
By George E. Middleton* 


In the spring of 1951 a group of trade-mark lawyers and their wives were 
dining in the pleasant and spacious Wedgewood Room of Haddon Hall in Atlantic 
City when, over the coffee, the conversation turned to you-know-what. One of 
the men, after a perfunctory apology for mixing business with pleasure (although it 
was plain enough that he, at any rate, found nothing unpleasant in the prospect) 
asked whether anyone present thought dilution a good ground for cancellation. 
His glance swept the table; then without pausing for an answer he expressed his 
own view with such assurance that it was easy to see that the matter was one to 
which he had given some more or less profound thought. It was not a good ground 
he asseverated with a touch of that dogmatism which advocacy engenders. Con- 
fusion, yes, as everyone knew, but dilution, no. Naturally there was disagreement 
and considerable talk, unintelligible for the most part, except to the initiate. At 
length one of the ladies, adroitly inserting a word edgewise into the jargon which 
lay thick upon the table, timidly sought enlightenment. What, she wanted to know, 
was the difference between confusion and delusion anyhow? Were they not very 
much the same thing after all, or at least intimately related, the one often giving 
rise to the other? Thus was truth revealed, albeit unwittingly. For as a casus belli 
in trade-mark controversies dilution is delusion. 


SCHECHTER’S PAPER 


Nevertheless there is respectable authority to the contrary, or at any rate 
there are those whose opinions are entitled to respect who believe that dilution 
ought to be actionable even if it isn’t. It was just twenty-five years ago, come 
April, that Schechter, perhaps the foremost proponent of this view, published his 
famous article in the Harvard Law Review on The Rational Basis of Trade- 
Mark Protection,’ and introduced the concept of trade-mark dilution, as well as 
the term itself, to American jurisprudence. But Schechter did not claim to have 
invented the concept or to have coined the term; the invention and the coinage 
were (as he showed) the work of a German court, the Landesgericht at Elberfeld, 
which in 1924 had cancelled a registration of the trade-mark “Odol” for various 
steel products at the instance of the owners of the same mark for a mouth wash. As 
Schechter wrote: 

“# # * The court held that the use of the mark ‘Odol’ even on non-competing goods 

was ‘gegen die guten Sitten’; pointing out that, when the public hears or reads the 

word ‘Odol’, it thinks of the complainant’s mouth wash, and that an article designated 

with the name ‘Odol’ leads the public to assume that it is of good quality. Conse- 


quently, concludes the court, complainant has ‘the utmost interest in seeing that its 
mark is not diluted [verwdassert]: it would lose in selling power if everyone used it 


, 99 


as the designation of his goods’.” (pp. 821-32). 


This was the text of Schechter’s homily, his “rational basis of trade-mark protection,” 
although oddly enough he himself did not use the word “dilution” which is now 


* Member of the New York Bar. 
1. 40 Harvard Law Review 813, April, 1927. 
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commonly employed to define te offense he inveighed against. However, he was 
not at a loss for words, and in the following passage evolved no fewer than four 
synonyms for it. He wrote (italics mine) : 


“# # * The real injury in all such cases of unfair competition between non-com- 
petitors}] can only be gauged in the light of what has been said concerning the 
function of a trade-mark. It is the gradual whittling away or dispersion of identity 
and hold upon the public mind of the mark or name by its use upon non-competing 
goods. The more distinctive or unique the mark, the deeper is its impress upon the 
public consciousness, and the greater its need for protection against vitiation or dis- 
sociation from the particular product in connection with which it has been used” 


(p. 825). 


It is the purpose of this essay to examine briefly the validity of Schechter’s 
thesis after the passage of a quarter of a century and to note to what extent, if at 
all, it has influenced the development of trade-mark law in this country. What 
follows makes no pretense to scholarship, nor have I exhausted the subject. I am 
simply stating a point of view with annotations. 


Wuart Is DimutTion? 


First, let us consider further the nature of trade-mark dilution. According to 
Callmann :? 

“The gravamen of a dilution complaint is that the continuous use of a mark 
similar to plaintiff’s works an inexorably adverse effect upon the distinctiveness of the 
plaintiff’s mark, and that, if he is powerless to prevent such use, his mark will lose 
its distinctiveness entirely. This injury differs materially from that arising out of 
the orthodox confusion; * * * Such confusion leads to immediate injury, while dilu- 
tion is an infection which, if allowed to spread, will inevitably destroy the advertising 
value of the mark. The uniqueness or singularity of the trade-mark will sometimes 
be more important to the success of an advertising campaign than the quality of the 
product with which it is connected.” 


Thus to dilute a trade-mark is not to create confusion between it and another, or 
to cause it to lose its significance as a mark, but rather to cause it to lose caste, so 
to speak. It becomes tarnished, commonplace, banal. For example: your client— 
or more likely his public relations counselor—has come up with a very paragon 
of a mark; it has euphony, symmetry, novelty, and maybe even sex appeal; it is 
suggestive without being descriptive—and it probably ends in “tex.” People flock 
to buy, not because they need your client’s product—not even because they want 
it—but simply because they are titillated by his glamorous trade-mark and cannot 
resist its allure. For, as Callmann points out above, the “uniqueness or singularity” 
of the mark used on a product may be more important to the success of an adver- 
tising campaign than the quality of the product itself—an illuminating commentary, 
by the way, on the theory and practice of advertising.* Naturally enough, other 
traders fall under the spell of such a mark and the next thing you know it appears 
on this man’s lipstick and that man’s steam shovel—to borrow Judge Learned 


2. Callmann, Unfair competition and Trade-Marks, Vol. 3, p. 1643-44. 
3. For further commentary see Brown, advertising and the Public Interest: Legal Pro- 
tection of Trade Symbols, 57 Yale L. J. 1165 (1948). 
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Hand’s ultimate disparity. Soon the bloom is off the peach, the dew is off the rose, 
the sales are off the ledger. Still, no one has been confused, mistaken or deceived. 
Nobody thinks your client is making or sponsoring either lipsticks or steam shovels, 
and his reputation remains unsullied. It’s just that the public taste for your 
client’s trade-mark has become jaded. The mark has been verwassert, watered down, 
diluted. Is that bad? Very, according to Schechter. 

This exalting of the mark above the trade, which is at the heart of Schechter’s 
“rational basis of trade-mark protection” is the antithesis of the orthodox view, 
which considers that the trade is more important than the mark which symbolizes 
it—that the Sabbath was made for man, and not man for the Sabbath. “It is the 
trade, and not the mark, that is to be protected,” the Supreme Court had said in 
the Tea Rose case.* And the year before Schechter wrote, the same court had reit- 
erated the applicable law in the Simplex case°: 

“The mere fact that one person has adopted and used a trade-mark on his 
goods does not prevent the adoption and use of the same trade-mark by others on 


articles of a different description. There is no property in a trade-mark apart from the 
business or trade in connection with which it is employed.” 


If it were not so, then once a trade-mark had been adopted and used by one trader, 
it could never afterwards, during such use, be adopted and used by another, no 
matter how different the goods of the parties might be or how remote the likelihood 
of confusion as to their origin or sponsorship. But this was not the law, as Assistant 
Commissioner Moore had pointed out,® squarely rejecting Schechter’s thesis; as 
Schechter himself candidly noted. Said the Commissioner: 

“The contention that the use of the mark by another, ‘even for another class of 

goods,’ would be calculated to rob the mark of its distinctive character and quality 

and cause the mark to become common-place, could be made in every case in which 

the same mark is registered by different parties upon goods having different descriptive 

properties, and if sustained would result in but a single registration for each mark. 

This is not the law.” 


Schechter, of course, knew all this and more, but was undaunted in his heresy. 
However, he did make one concession to orthodoxy by drawing a distinction 
between “arbitrary, coined or fanciful marks or names” such as “Rolls-Royce,” 
“Aunt Jemima’s,” “Kodak,” “Mazda,” “Corona,” “Nujol,” “Blue Goose,” and 
“words or phrases in common use” such as “Blue Ribbon,” “Simplex,” “Star,” 
“Anchor,” “Universal.” The latter because of their widespread use have lost their 
distinctiveness and so are incapable of further harmful dilution, while the former be- 
cause of their distinctiveness can be seriously impaired by dilution through use on 
non-competitive goods. Thus the orthodox view is good enough for the commodity 
of marks, but not for the aristocrats for whom a special law is applicable. 

One may accept Schechter’s disparagement of marks like “Blue Ribbon,” “Star,” 
“Universal,” and the rest, as incapable of further measurable dilution, while ques- 
tioning his glorification of the marks in the other category. “Kodak” and “Nujol” 


4. Hanover Milling Co. v. Metcalf, 240 U. S. 403, 416 (1916). 

5. American Foundries v. Robertson, 269 U. S. 372, 380 (1926). 

6. Three in One Oil Company v. The Lobl Mfg. Co., 151 M. D. 243, 248; 16 T. M. Rep. 
411, 413 (1926). 
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are admittedly synthetic neologisms and “Rolls-Royce” is obviously a collocation of 
two surnames, but surely it is not true that the others “have been added to rather 
than withdrawn from the human vocabulary by their owners.” Schechter’s choice 
of “Blue Goose” as the outstanding example of a fanciful mark is particularly hard 
to justify. He wrote: 
“# # * When the public hears or sees the phrase ‘Blue Goose’ it thinks, not of ‘a 
North American wild goose having a grayish plumage resembling that of the young 
snow goose found chiefly during its migrations in the Mississippi Valley, but of 


oranges or grapefruit with a certain trade-mark and certain meritorious qualities” 


(p. 830). 


But it all depends on the particular segment of the public doing the hearing, seeing 
and thinking. A pomologist, or at any rate, a grower or purveyor of citrus fruit, 
may think of oranges and grapefruit when he hears or sees “Blue Goose,” but not a 
poultryman, or an ornithologist specializing in the anatidae. 


This difference between “strong” and “weak” marks, and the extent of their 
projection into unoccupied spheres of use in advance of occupancy, although fre- 
quently alluded to, is, at best, only a difference in degree, as Judge Learned Hand 
pointed out in the Universal case.’ Trade-marks, like opaque heavenly bodies, cast 
shadows and those shadows are fringed by penumbrae of varying compass. The 
penumbrae of common or weak marks are of narrow compass, said the Judge, while 
those of coined or strong marks are wide.* To avoid infringement one has, in any 
case, only to remain in ultrapenumbrageous safety, which is simple enough in theory 
if frequently perplexing in practice. It is frequently perplexing because these 
penumbrae are discernible and delimited only by the sometimes myopic eye of the 
court. If any given penumbra stretch as far as the judicial eye can reach until it 
embrace the whole landscape, as is probably true of the “Kodak” penumbra, for 
example, then dilution and confusion merge and become indistinguishable. To that 
extent tortious dilution is a reality, but its postulate unnecessary. 


TrapvE-Marks, CopyriGHTs AND THEIR DIFFERENCES 


The trader seeking to protect a unique mark from dilution, is in much the 
same position as the high-class dress designer whose “creations,” intended for the 
exclusive shops on Fifth Avenue and Madison, soon appear in the more democratic 
emporia of 14th Street. A dress worn by a few of the elite will remain pristine (or 
almost pristine) for a season, but when worn by a thousand housemaids it quickly 
loses caste and becomes commonplace. Its distinctiveness has been diluted. The 
Court of Appeals for the Second Circuit, in a sympathetic per curiam opinion® has 
stated the plight of the dress designer and suggested a remedy: Congressional action. 


The trade-mark owner complaining of dilution, like the dress designed deploring 
the copyist, is seeking some means for protecting property in an idea embodied in 
a catchy word, an original design; but under our Constitution this can be done, 


7. Landers, Frary & Clark v. Universal Cooler Corp., 85 F. 2d 46, C. C. A. 2 (1936). 

8. Compare the same judge’s opinion in L. E. Waterman Co. v. Gordon, 72 F. 2d 272, 
273 C. C. A. 2 (1934). 

9. White et al. v. Leanore Frocks, Inc., 120 F. 2d 113, 114 C. C. A. 2 (1941). 


Ne nn ew ee ee ee 
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if at all, only by invoking the patent or copyright laws, which, in their present form 
seem to be inadequate. I am not here concerned with whether this is a good thing 
or a bad thing. I am concerned only with pointing out that we are not now discussing 
trade-mark rights at all in the commonly accepted meaning of that term in this 
country. For trade-mark rights have nothing to do with property in ideas. A trade- 
mark is only a symbol that cannot exist apart from the trade which it symbolizes. 
Invention and originality have no part in it. Yet those who write about dilution as 
a tort seem to think so. Schechter did, at any rate. He wrote: 

“# #* * Tf ‘Kodak’ may be used for bath tubs and cakes, ‘Mazda’ for cameras and 

shoes, or ‘Ritz-Carlton’ for coffee, these marks must inevitably be lost in the common- 

place words of the language, despite the originality and ingenuity in their contrivance, 


and the vast expenditures in advertising them which the courts concede should be 
protected to the same extent as plant and machinery.” (p. 830) 


But “originality and ingenuity in * * * contrivance” are the requisites of patentable 
inventions and copyrightable writings, not of valid trade-marks. This preoccupation 
with ingenuity and its protection is attested by Schechter’s distinction between com- 
monplace marks which have lost their distinctiveness (fallen into the public domain?) 
and marks that are “coined, arbitrary or fanciful words or phrases that have been 
added to rather than withdrawn from the human vocabulary” (invented?). Here 
again we have language culled from the patent and copyright cases. It is the word 
or phrase contrived with originality and ingenuity that has been added to the sum 
of human knowledge and is entitled to protection as such. 


To claim the right to hold one’s mark free from dilution is to claim “property 
in a trade-mark apart from the business or trade in connection with which it is 
employed,” and is, in effect, to assert a copyright in it. Yet as Mr. Justice Holmes 
said in the Coty case: 1° 


“Then what new rights does the trade-mark confer? It does not confer a right to 
prohibit the use of the word or words. It is not a copyright * * *.” 


The same judge, when sitting on the Supreme Judicial Court of Massachusetts, had 
said very much the same thing more than thirty years earlier.” 


“Undoubtedly, the exclusive right to use a certain collocation of words or signs 
to designate a certain class of goods may have a considerable money value as an adver- 
tisement, but the fact that a right would have a money value, if it existed, is not 
a conclusive reason for recognizing the right. The exclusive right to particular 
combinations of words or figures for purposes not less useful than advertising, for 
poetry or the communication of truths discovered for the first time by the writer, 
for art or mechanical design, has needed statutes to call it into being, and is narrowly 
limited in time. When the common law developed the doctrine of trade-marks and 
trade names, it was not creating a property in advertisements more absolute than 
it would have allowed the author of Paradise Lost * * *.” 


And Judge Learned Hand in the much later Johnson case!” warned of the danger 
of granting a monopoly “based upon the notion that by advertising one can obtain 
some ‘property’ in a name.” 


10. Prestonettes, Inc. v. Coty, 264 U. S. 359, 368 (1924). 
11. Chadwick v. Covell, 151 Mass 190, 193, 23 N. E. 1068 (1890). 


12. S.C. Johnson @ Son v. Johnson, 116 F. 2d 427, 429, C. C. A. 2 (1940. 
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An original, ingenious trade-mark, protected because of those qualities, is a hybrid 
creature, part trade-mark, part copyright. It is more than a trade-mark because 
a trade-mark need be neither original nor ingenious; it is less than a copyright because 
its life-span is not fixed by statute, but is determined by the exigencies of trade. It 
may endure for more than fifty-six years but, on the other hand, it will surely cease 
upon the midnight with no pain on the demise of the trade it had symbolized. For 
not even the most ardent Schechterian would contend, I suppose, that a trade-mark, 
however ingeniously contrived, survives the extinction of the trade that bore it. 
And does this not point up the underlying fallacy of the whole dilution rationale— 
the irrationality of the “rational?” 


THe LANHAM AcT 


If the remedy for dilution lies with Congress, that body has felt no compulsion 
to supply it. There is nothing in the 1946 Act, enacted and largely formulated after 
the publication of Schechter’s paper, about dilution. The test of infringement stated 
in section 32 (1) is likelihood of confusion as to source of origin. Miss Robert (than 
whom none knows more about the Lanham Act) does not believe that this creates 
a statutory cause of action for dilution.!* It is interesting to note in this connection 
that although the Trade-Mark Coordinating Committee, dedicated to the Act’s 
revision, has proposed amending section 32 (1) so as to make actionable the employ- 
ment of “a registered mark in commerce otherwise than as a trade or service mark 
in such a manner as to be likely to cause the mark to lose its significance as a mark,” 
it has made no attempt to make dilution a statutory tort. 

The situation in the Patent Office is, if anything, even clearer. Section 2 of 
the Act states unambiguously that 

“No trade-mark by which the goods of the applicant may be distinguished from 


the goods of others shall be refused registration on the principal register on account 
of its nature unless—”’ 


Whereupon the section lists those disabilities or defects because of which the Com- 
missioner can—and indeed must—refuse registration. The list is definitive; in the 
absence of any of these disabilities or defects the duty of the Commissioner to grant 
registration is clear—and mandatory: “No trade-mark * * * shall be refused regis- 
tration * * * unless—.” But dilution is not one of the specified disabilities or defects; 
therefore dilution is not a ground on which registration may be refused. As a corol- 
lary, dilution is not a ground on which a successful opposition can be based; the 
Commissioner may not be asked by an opposer to refuse registration on a ground 
not stated in section 2 of the Act; to do so would be futile. 

The recent Greyhound case!* is in point. There the Greyhound bus lines 
opposed the registration of the figure of a running dog as a trade-mark for machinery 
for grinding eyeglass lenses. The opposition was based on the ground that the regis- 


13. Robert, The New Trade-Mark Manual, p. 163. 

14. Greyhound Corp. v. Robinson Houchin Corp., 89 U. S. P. Q. 621, 622, 625 (Patent 
Office Examiner in Chief—1951). See also Graybar Electric Co. Inc. v. Bretton Shirt Corp., 
87 U. S. P. Q. 119 (1950) in which the Commissioner dismissed an opposition to the 
registration of the fanciful “Graybar” for shirts at the instance of the owner of the same mark 
for a line of electrical equipment. Although dilution was not in issue, it obviously existed. 
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tration sought “will tend to dilute the distinctiveness of opposer’s well recognized 
distinctive trade-mark comprising the symbol of a running greyhound * * *.” The 
Examiner dismissed the opposition on a motion under Rule 12 (b) (6) F.R.C.P. and 
was sustained on appeal, the Examiner in Chief, Mr. Frederico, saying: 
“Any dilution of the trade-mark value furnishing a basis for the refusal of 

registration to a later user of the same mark on different goods or services can only 

be such dilution as results from likelihood of confusion or mistake or deception of 

purchasers in the use of the mark by the second user.” 


But in that case the non-statutory ground of dilution is superfluous. 

Similarly, a registered mark can be cancelled only on a ground stated in section 2, 
or on one of the grounds enumerated in section 14, among which dilution will not 
be found. Callmann, alone among the text writers known to me, holds that dilution 
is a ground for cancellation,!> but cites no authority in support of his position and, 
so far as I know, there is none. For reasons stated above, I think he is mistaken. 
And so does the Patent Office. I recently represented a respondent whose regis- 
tration had been attacked in a cancellation proceeding because it “would seriously 
dilute the trade-mark significance” of the petitioner’s mark. On a motion to dismiss, 
the Examiner wrote: 


“In so far as the petition for cancellation is predicated merely upon the theory 
of ‘dilution’ of the petitioner’s mark, the examiner concurs in the argument presented 
in the respondent’s brief on its motion that the petition does not state a claim on 


which relief can be granted.” 


In response to the motion the petitioner asked for and was given leave to amend 
to allege likelihood of confusion, but the allegation of dilution was ordered stricken. 
(Thus did the Examiner vindicate the opinion—if not the manners—of our man 
from Haddon Hall whose post-prandial asseveration and the piquant inquiry it 
evoked served as an introduction to this essay. 


THe Law In MASSACHUSETTS 


The situation in Massachusetts calls for special consideration, because unlike 
Washington, Boston has passed a law that, in so many words, makes trade-mark 
dilution a tort. Section 7A, Chapter 110, Massachusetts General Laws (Ter. Ed.) 


approved May 2, 1947, provides that 


“Likelihood of injury to business reputation or of dilution of the distinctive 
quality of a trade name or trade-mark shall be a ground for injunctive relief in cases 
of trade-mark infringement or unfair competition notwithstanding the absence of com- 
petition between the parties or of confusion as to the source of goods or services.” 


This is the law in Massachusetts, where it stands as a tribute to Schechter’s 
prescience. However, it is the courts who determine ultimately what a statute 
really means, so let us examine the decisions of the Massachusetts courts construing 


this section of the Commonwealth’s General Laws. 
In The Pep Boys case,!® the plaintiff owned a chain of retail stores specializing 


15. Callmann, Op. cit. Vol. 4, p. 2178. 
16. The Pep Boys—Manny, Moe @& Jack v. Pilavin, 77 U. S. P. Q. 265, 266, 268, 


D. C. D. Mass. (1948). 
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in automobile accessories and allied goods operated under the trade name “The 
Pep Boys,” and although it operated no store in Massachusetts, its stores were 
known there. The defendant used the same name “in substantially the same form 
of lettering” in the same line of business in Boston. The Court said: 
“TI find that it would be reasonable for a person to confuse the respondent’s place 
of business with one of complainant’s stores. The name is the same, the business 
and the type of products are similar, and the general outward appearances of the 
stores are alike.” 


Judge Healey in finding that the plaintiff had made out a cause of action under 
the 1947 Law, said: 

“# #* # there is sufficient likelihood of injury to the business reputation enjoyed by 

the complainant in this area and sufficient likelihood of dilution of the distinctive 


quality of its trade name, by the continued use of ‘Pep Boys’ by the respondent to 
require the issuance of an injunction in accordance with the provisions of the statute.” 


But the effect of this finding of likely statutory dilution, is itself diluted by being 
bracketed with likely injury to the plaintiff’s business reputation, which could arise 
only out of confusion as to the defendant’s identity, and by the specific finding that 
persons would probably be confused. 

The Food Fair case’? was another one arising under the 1947 Massachusetts 
Law, and like The Pep Boys case, involved potential competitors. The plaintiff 
operated a chain of super-markets in seven eastern states, under the trade name 
“Food Fair,” and although it had no store in Massachusetts it was, nevertheless, 
known there. 

“In December, 1947, defendant began to operate the store on Harvard Street 


of which complaint is made. Defendant called the store ‘Food Fair’. It bore a sign 
in plain large Egyptian lettering similar to that used in the newer stores of plaintiff.” 


The Court found actual confusion in the past and likelihood of confusion in the 
future: 
“# * # defendant in the past has confused a few average customers and inthe future 


is likely to confuse some average customers into believing they were dealing with 
plaintiff’s chain.” 


Judge Wyzanski found that “the law [the 1947 Law] was designed to create and 
does create new substantive rights. * * * The first of these new substantive rights 
is protection against ‘likelihood of injury to business reputation’ * * * The second 
new substantive right * * * accords protection against ‘likelihood of dilution of the 
distinctive quality of a trade name [or trade-mark].’” He found that the plaintiff 
was entitled to relief for invasion of both substantive rights, but as to the second, 
he made the following significant reservation: 
“# * * T expressly avoid passing on problems that would be raised if an outsider used 


plaintiff’s trade name in such a way that with respect to customers, retailers, whole- 
salers and investors there was absolutely no ‘likelihood of deception’ (see 265 Tremont 





17. Food Fair Stores, Inc. v. Food Fair, Inc., 83 F. Supp. 445, 448, 449, 451, 452, 
D. C. D. Mass. (1948). See the following comments on this case: 17 The George Washington 
Law Review, 576, June 1949; 24 New York University Law Quarterly Review, 929, Oct. 1949; 
28 Texas Law Review, 283, Dec. 1949. 
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Street, Inc. v. Hamilburg, 321 Mass. 353, 357, 73 N. E. 2d 828, 831) or used it on 
goods or services unrelated to super markets.” 


Furthermore, the injunction which he ordered was incompatible with a finding of 
tortious dilution. 


““#* * * T direct that an injunction shall issue which while it prohibits defendant from 
using the words Food Fair simpliciter leaves defendant free to use the two words if 
it prefaces them by as distinctive a first word as the name of the chief officer of 
defendant or the name of the town, so that the enterprise is called something like 
Rodman’s Food Fair or Brookline Food Fair.” 


The judgment of the District Court was affirmed on appeal.'!® The Court of 
Appeals, after citing the District Court’s finding of confusion, went on to say: 


“#* * * In addition the statute under consideration provides that dilution of a trade- 
mark or trade name is a ground for injunctive relief in cases of trade-mark infringe- 
ment or unfair competition ‘notwithstanding the absence of competition between the 


999 


parties or of confusion as to the source of goods or services’. 


It can be argued from this that the Court of Appeals was stating an alternative 
ground for relief, but the fact remains that confusion of source was the primary, 
if not the only, ground. 

One month after he had decided the Food Fair case, Judge Wyzanski filed his 
opinion in the Cole of California case.1® Here again the Massachusetts dilution 
statute was invoked and cited by the Court, but here again the parties were com- 
petitors and there was confusion: 


“Defendant has applied to goods which are of the same character as those manu- 
factured by plaintiff and which reach the same types of ultimate consumers in the 
same area a name which, except for alterations of the most minor significance, re- 
sembles plaintiff’s in sound, in appearance and even in lettering. There is no credible 
explanation for this resemblance except deliberate copying by defendant. And the 
purpose and effect of the copying have been to confuse potential ultimate customers, 
to divert to defendant trade which would otherwise go to stores carrying plaintiff's 
merchandise, to dilute the distinctiveness of plaintiff's mark and to injure plaintiff's 
reputation. Plaintiff’s right to relief against the meretricious conduct of defendant 
is obvious.” 


In the Parkway case,?° a suit between two competing garages on Revere Beach 
Parkway, the Massachusetts Supreme Judicial Court said: 


“The word ‘Parkway’ having acquired no secondary meaning as designating the 
plaintiff’s place of business, his rights are not enlarged by G. L. (Ter Ed) c. 110 § 7A, 
inserted by St. 1947, c. 307.” 


But if “Parkway” had not acquired a secondary meaning, that is to say if its use 


18. 177 F. 2d 177, 185, C. A. Ist., (1949). See comment in 98 University of Pennsyl- 
vania Law Review, 604 Mar. 1950, the commentator concluding: “The appellate court 
barely mentioned dilution and did so only to introduce its statement that competition is no 
longer of the essence. In almost passing over the most prominent feature of the new act, 
the courts reflected judicial repugnance to employment of the dilution theory even in the 
presence of legislation warranting its application. This would seem to be a clear indication 
that the force of this theory is about spent.’ Although true, this overlooks the fact that the 
parties were potential competitors and that confusion was present. 

19. Cole of California, Inc. v. Collette of California, Inc., 79 U. S. P. Q. 267, 269, 
D. C. D. Mass. (1948). 

20. Mann v. Parkway Motor Sales, Inc., 81 U. S. P. Q. 264, 267, D. C. D. Mass. (1949). 
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on a garage indicated merely its location and was available to anyone operating 
a garage or any place of business on Revere Beach Parkway, then quite obviously, 
the plaintiff had no exclusive rights that could possibly be enlarged by the Law. This 
construction was followed by the federal court in the Sterling case,*! involving the 
registered trade-mark “Sterling” for ale. Judge McCarthy held that the mark had 
not acquired a secondary meaning and then, paradoxically, held the federal regis- 
tration valid and infringed. 

None of these cases presents a clean-cut issue of dilution unaffected by the 
vitiating effect of confusion because all were controversies between competitors or 
potential competitors. It remains to be seen what will happen when, added to the 
defendant’s “dilution” of the plaintiff's mark, there is “absolutely no ‘likelihood of 
deception’ ””—when dilution exists “notwithstanding the absence of competition 
between the parties or of confusion as to the source of goods or services.” 


Some Courts AND SCHOLARS 


The courts generally have shown little enthusiasm for Schechter’s “rational 
basis,” and I know of no trade-mark litigation that has turned squarely on dilution 
or the lack of it. The Annotation of the Lady Esther case,** discusses the subject 
of trade-mark dilution, reviews the then extant cases, and concludes: “no cases 
have been found in which there was not present an element of confusion.” 

The Tiffany case,?* was one of the first to quote the Schechter article with 
approval and for that reason is frequently cited as holding that dilution without 


confusion is actionable. It is difficult to justify this conclusion, however, in view 
of the evidence of confusion noted by the Court: 


“A number of witnesses testified for plaintiff that defendant’s motion pictures, marked 
as indicated above [with a diamond in conjunction with name Tiffany], its programs, 
electric signs and lobby displays, have in fact caused confusion in their minds and 
led them to believe that plaintiff was connected with the production of defendant’s 
pictures.” 


In the later Philco case** the same Court, although finding confusion of source 
inevitable, nevertheless cited Schechter with approval: 


“* * * A mark, it has been pointed out, is more than a symbol of existing good will 
or a mere commercial signature; it has a creative function; it serves as a ‘silent 
salesman’ to attract custom. The dilution of its selling powers and ‘the whittling away 
of its uniqueness’ by use on noncompeting products constitutes a real injury for which 
there should be redress.” 


Then it went on to say: 


“* * * Tt was largely on this theory that Dore, J., in Tiffany @& Co. v. Tiffany Pro- 


21. Sterling Brewers, Inc. v. Cold Spring Brewing Corp., 90 U. S. P. Q. 242, D. C. D. 
Mass. (1951). See also R. P. Hazzard Co. v. Emerson’s Shoes, Inc., 89 F. Supp. 211, D. C. D. 
Mass. 

22. Lady Esther Ltd. v. Lady Esther Corset Shopps, Inc., 317 Ill. App. 451, 46 N. E. 
(2d) 165; 148 A. L. R. 12, 75, 77 (1944). 

23. Tiffany & Co. v. Tiffany Productions Inc., 264 N. Y. S. 459, 461, Sup. Ct. Special 
Term, N. Y. Co. (1932). 

24. Philadelphia Storave Battery Co. v. Mindlin, 296 N. Y. S. 176, 179, 180, Sup. Ct. 
Special Term N. Y. Co. (1937). 
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ductions, Inc. * * * restrained the use of the name ‘Tiffany,’ at the suit of the 
well-known jewellers, in connection with the defendant’s motion pictures. There 
was specific evidence of public confusion, but the court, in part at least, rested its 
decision on the broader ground.” 


In part at least. There’s the catch. 

The more recent Bulova case,”° like the Tiffany case, might possibly have turned 
on dilution, but actually did not. A shoemaker by the name of Stolzberg had hit 
upon the happy idea of calling his shoes “Bulova” shoes, any relation to the watch 
being purely coincidental. The watch people promptly sued and Mr. Stolzberg 
was enjoined. But not because he was diluting a well-known trade-mark. He was 
enjoined because, said Judge Sweeney: ‘Watches and shoes, while non-competing, 
are not so remote as to foreclose the possibility that they come from the same 
source.” True, he went on to say “Defendant, by using the trade-mark on low 
price shoes, stands to injure plaintiff’s reputation and dilute the quality of his 
trade-mark * * *,” but here again this bracketing of dilution with injury to the 
plaintiff's reputation leaves us in doubt as to the Court’s meaning. Yet the quoted 
language seems to have adumbrated the wording of the Massachusetts General 
Law approved four months later in May 1947 and discussed earlier in this paper. 
In view of the disparity between shoes and watches, and the complete absence of 
competition between the parties, it is interesting to speculate how this case might 
have been decided had it come on for adjudication in June instead of January. 

There are in the books many other cases of unfair “competition” between 


non-competitors where both had been using the same mark and the second comer 
was enjoined. But always on some theory of sponsorship which puts the plaintiff's 
reputation in jeopardy; never clearly because of dilution of the mark. The recent 


Seventeen case*® is in point. There the publisher of “Seventeen,” a magazine 
for teen-age girls, succeeded in enjoining a girdle maker from selling his product 
under the trade-mark “‘Miss Seventeen” on the theory that the teen-age readers 
of the magazine, encountering a Miss Seventeen girdle, would mistakenly assume it 
had been sponsored by the magazine. The plaintiff argued dilution (or whittling 
away) of its mark as a further ground for relief but the Court ignored the argument. 


There are probably even more cases involving non-competitors using the same 
mark in which the complaint was dismissed because the court found no reason- 
able likelihood of confusion, and not all of them involved commonplace marks. But 
if in such cases there was no reasonable likelihood of confusion, there was certitude 
of dilution. Take the recent Sunkist case.** The defendant used the mark on 
bread, the plaintiff on citrus fruit. The Court found no likelihood of confusion, but 
dilution was manifest. Yet the complaint was dismissed. 


The Stork Club case*® has been cited as an instance of dilution enjoined, but 
Judge Garrecht’s opinion, though excellent, gives little comfort to the antidulition- 
ists. For the litigants, though not in actual competition because of geography, 


25. Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543, 547, D. C. D. Mass. (1947). 

26. Triangle Publications v. Rohrlich, 167 F. 2d 969 C. C. A. 2 (1948). 

27. California Fruit Growers Exch. v. Sunkist Baking Co., 166 F. 2d 971, C. C. A. 
7 (1947). 

28. Stork Restaurant v. Sahati, 166 F. 2d 348, C. C. A. 9 (1948). 
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were, nevertheless, engaged in the same line of endeavor and there was lacking 
that disparity which is the sine qua non of true dilution. The facts were of classic 
simplicity. The defendants, having for unmistakable reasons, chosen Stork Club 
as the name of a small bar and tavern which they operated in San Francisco, 
were sued by the older and better known Manhattan homonym. The renown of 
Mr. Billingsley’s establishment having reached the Golden Gate and its purlieus, 
nostalgic gourmets sojourning in that outpost of civilization and chancing upon 
defendants’ bistro, would wistfully, though mistakenly, assume some connection 
between it and the famous night spot on East 53rd Street. For although the Court 
talked about “dilution,” it also talked about “confusion of source,” and it is 
abundantly clear that this was simply another case of confusion, a masquerade 
operating to the detriment, or possible detriment, of the plaintiff’s reputation. The 
defendants, by boldly appropriating not only the plaintiff's name but its insigne 
(a stork standing on one leg and wearing a high hat), were so obviously seeking to 
trade on its good will that nothing more was needed to justify an injunction.?® 

Professor Brown of Yale in his recent interesting and erudite article on Adver- 
tising and the Public Interest: Legal Protection of Trade Symbols®® subtitles one 
section Dilution and in it briefly reviews and analyzes the cases. Elsewhere he 
distinguishes between what he calls the informative and persuasive functions of 
trade symbols. As for dilution: “The clearest, most candid and most far-reaching 
claim on behalf of persuasive values is summed up in the word dilution.” As he 
disbelieves in the social utility of persuasive advertising he obviously does not share 
Schechter’s enthusiasm for the latter’s rational basis of trade-mark protection. Brown 
recognizes that “no plausible interpretation of the reputation rationale would ade- 
quately serve serve the interest against dilution. The damage is done by the mere 
use of the symbol by another, regardless of whether the advertiser’s reputation is 
likely to be tarnished; * * *.” He is here considering the use of “like symbols on 
unlike goods,” which is true dilution, but he also considers “the equally important 
possibility of dilution among competing goods by the use of imitative symbols which 
drain off the advertiser’s selling potential without falling afoul of conventional 
canons of confusion of source.” He then gives as an example, ‘Dromedary’ on 
cigarettes as a diluent of “Camel,” averring that faced with such competition the 
manufacturers of “Camels” “would be hard put to prove that buyers were confused.” 
I think the Professor underestimates the resourcefulness of the “Camel” people. In 
any case, this is not my idea of dilution; it clearly falls “afoul of conventional canons 
of confusion of source.” 

Callmann, an avowed Schechterian on this issue, believes that the theory of 
dilution is sound, contending that the courts, subconsciously perhaps, apply it 
when necessary to do justice, even where the orthodox rules of unfair competition 
would compel a different result.*! 


29. To test the dilution theory let us suppose that the defendants had used “Stork Club” 
as the name of an enterprise having nothing to do with the purveyance of food or drink: an 
iron foundry, for instance—or more to the point, a maternity hospital! What then? Would 
they have been enjoined? 

30. Brown, Op. cit. pp. 1191, 1192, 1194, 1195. 

31. Callmann, Op. cit. p. 1650. 
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“Thus we find opinions which pay lip service to orthodoxy, but covertly adopt the 
result that would obtain if the ‘heresy’ were accepted. The holdings, dictated by the 
interests involved, are sound but the reasoning analytically fails to explain why the 
relief sought is granted.” 


One of the cases cited in support of this contention is the Bulova case supra; and 
indeed shoes and watches would seem as disparate as the classical lipsticks and 
steam shovels. And yet I suspect that the instinct which leads courts to “pay lip 
service to orthodoxy” while doing substantial justice is sound and in the great 
tradition of Anglo-American jurisprudence. To adopt Schechter’s rational basis 
of trade-mark protection as the declared ratio decidendi of trade-mark cases, to pro- 
tect the mark rather than the trade which it symbolizes, would be to remove an 
ancient landmark which our fathers have set. I think we should let that landmark 
stand. And just extend the penumbrae when necessary. 


InN CONCLUSION 


The federal Trade-Mark Act of 1946 does not make dilution a statutory tort, 
nor a statutory ground on which registration may be refused or a registered mark 
cancelled. 

Dilution is a statutory tort in Massachusetts, but no court in that state has 
found dilution in a case in which confusion was not also present. 

The courts generally have not regarded dilution as a common law tort in its 
own right, although they have occasionally used it as a makeweight in cases where 
confusion or its likelihood was the ratio decidendi. So far as I know no case has 
turned on dilution alone. Despite its vigorous espousal by such eminent authorities 
as Schechter and Callmann, the dilution concept remains alien to the law of 
trade-marks as that law has developed in this country, so that although courts may 
sometimes reach the same conclusions they would have reached had they recognized 
dilution as a wrong against a trade-mark, their instinct to find likelihood of confusion 
rather than dilution is sound. For dilution in the last analysis is a non-statutory form 
of patent or copyright infringement and as such has no legal sanction. 
















TRADE-MARK BULLETIN 42 T.M.R. 


RECENT BRITISH DECISIONS IN TRADE-MARK CASES* 
By Hugh Fletcher Moulton** 


When I was asked a few weeks back to read a paper to your Institute on 
recent cases affecting Trade-Marks I accepted rather precipitately, influenced 
perhaps too much by the honour done me by the invitation and considering too 
little whether my production would be worthy of that honour, and doubt on this 
point increased as I settled to my task. 


I decided to adopt as a definition of recent cases from approximately the 
date of the coming into force of the 1938 Act (say Vol. 56-65 R. P. C.) and I soon 
found that the number of cases that could be considered as laying down broad 
principles was very limited. (References have now been added up to Vol. 68 
Part 8). 

There are no doubt cases that bulk largely in the Reports that I have the 
honour to edit, and to the decision of which much time has been devoted, but this 
is no criterion of their importance as a guide to those who have to advise or argue 
future cases. Take for example the application to register the mark “Rysta” which 
fills 46 pages of the Reports and occupied 18 days of judicial time apart from the 
Office hearing. Yet the final result was that four Law Lords held as a matter of 
first impression that the sounds of the words “Rysta” and “Aristoc” were like 
enough to produce confusion—a point on which I doubt, without any disrespect to 
their legal knowledge, whether they were any more competent—if as competent— 
to decide than the Registrar himself. Therefore, although I propose to deal with the 
decisions in one or two cases separately, it has appeared to me more useful that 
I should take certain headings and draw your attention very briefly to decisions 
that have dealt with points coming under such headings. 


The most interesting case is that of Bismag Ltd. v. Amblins (Chemists) Ltd. 
(57 R. P. C. 209) dealing with the function of a Trade-Mark and the rights given 
to its proprietor by Section 4 of the 1938 Act. Broadly, the question treated in the 
judgment was whether the above Act had “effected a radical alteration” in these 
respects, or whether the function of a trade-mark was “‘still to indicate the origin” 
of the goods though, perhaps, in an enlarged sense, so as to cover wider indications 
as to the hands through which the goods had passed. Simonds, J. held that there 
had been no such radical change, principally founding his judgment on the general 
principle that an Act of Parliament is not presumed to have intended or effected 
such a change unless expressed in the clearest words, and McKinnon, L. J. expressed 
the same opinion on the same ground in a judgment that contains the forcible de- 
scription of the 253 word sentence that constitutes 4 (1): “I doubt if the entire 
Statute Book could be successfully searched for a sentence of equal length which is 
of more fuliginous obscurity.” The Master of the Rolls, Lord Greene, held in clear 
terms that there had been such a radical alteration, and Lord Clauson, though not 


* Address delivered before Institute of Trade-Mark Agents, January 26, 1949, reprinted 
by special permission. 
** Barrister-at-Law, Editor of Reports of Patent, Design and Trade-Mark Cases. 
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actually using this phrase, held that use of a mark might infringe though it made 
no statement or implication as to the origin of the defendant’s goods. 


Though leave was given to appeal to the House of Lords the Defendants did 
not avail themselves of it, but in the “Aristoc” case (62 R. P. C. 65) the question 
was considered whether a trade-mark was still to be regarded as indicative of origin 
or whether the 1938 Act had effected that “radical alteration” in the law referred 
to in the “Bismag” case. Viscount Maugham clearly expressed the opinion that it 
had not and, in fact, stated his dissent from the “Bismag” case, and Lords Thank- 
erton and Macmillan concurred. Lord Wright did not refer to the “Bismag” case 
nor did Lord Simonds, but as it was his own judgment that was reversed by the 
Court of Appeal in that case there can be little doubt of his views. The law 
is thus left in the very unsatisfactory position that whilst the interpretation of Sec- 
tion 4 as a “radical alteration” of the law has been affirmed by a judgment of 
the Court of Appeal the majority of the Lords who heard the “Aristoc” case 
seem to have held a contrary opinion. They did not, however, overrule the 
“Bismag” judgment—a course tat is, in general, only taken where the earlier case 
has dealt with a point substantially identical with that arising in the later decision— 
so that the judgment in the “Bismag” case would be binding on a First Court or 
a Court of Appeal. 

There might, however, be a considerable dispute as to what the judgment 
covers. Lord Clauson, for instance, found that there was only infringement if 
the defendants’ acts were such that the mark was used to indicate the origin, 
not of a specific object offered for sale, but of the goods advertised; that is of 
products, whether at the moment in physical existence or not, that have or will 
have their origin in the owner of the mark. If a trader placed in his window 
say three sets of 50 bottles of medicine, each clearly marked with the proper trade- 
mark, name of manufacturer and price, with the announcement “All the bottles 
in this window contain medicines of substantially identical chemical composition 
though of different manufacture, and we will sell any bottle at the price marked,” 
it might well be contended that according to the judgment of the majority of 
the Court of Appeal this did not amount to infringement. 

The only other case dealing with infringement to which I would draw atten- 
tion is Saville Perfumery Ltd. v. June Perfect Ltd. (58 R. P. C. 147) where the 
registered mark, being a label with the word “June” written in script in a floral 
decoration, was held infringed by the use of “June” as a brand name on goods, 
which suggests that in many cases the registration of a word written in a “dis- 
tinctive manner” may in effect obtain protection for the word itself. (See also 
Aktiebolaget Manus v. Fullwood and Bland, 65 R. P. C. 329 and 66 R. P. C. 71; 
Morny Ltd’s Trade-Mark 68 R. P. C. 55 and 131. As to goods covered by a 
registration, see Everest v. P. Camm, Ltd 67 R. P. C. 120 and 200). 


Registrable Words 


The next question of which I will treat is that of registrable words. There 
have been surprisingly few decisions on the question of invented words, “Scotch- 
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lite” for light reflecting material was held equivalent to the words “Scotch” and 
“Light” and, therefore, not to be an invented word but a combination of two 
words, one of which was geographical and the other descriptive (Minnesota 
Mining and Manufacturing Company’s Application 65 R. P. C. 229) and there 
will, I think, be few who would quarrel with this decision. “Trakgrip” for tyres 
was held not to be an invented word but in a fact a new or “coined” word (Dunlop 
Rubber Company’s Application 59 R. P. C. 134) and though the application was 
refused by the Registrar the decision was reversed on appeal, the main reason 
guiding the Court being that it was not a word or combination of words that 
other traders would be likely to use and, therefore, fell within the principles of 
the “Sheen” decision (Coat’s Limited’s Application 53 R. P. C. 355). “Dex” for 
bolts was also rejected as being equivalent to “Decks”—deckbolts being a well- 
known article (National Machinery Company’s Application 58 R. P. C. 128). 
“Whisqueur” for liqueur containing whisky was registered—Hallgartens Applica- 
tion 66 R. P. C. 108—a list of other words recognised as invented is given in the 
report. “Oomphie” also was held not to be invented, but a mere variant of the 
American term “Oomph,” which we learn from the judgment has replaced “It” 
as a synonym for Sex Appeal (La Marquise Footwear Company’s Application 64 
R. P. C. 27). The decision recognised that the influence of American films is 
not only to be measured by their price in dollars but also by their beneficent effect 
in broadening and beautifying our mother tongue. The word “Oomph” was, how- 
ever, held to have no direct reference to the character or quality of the goods. 
“Chemico” was regarded as being a common combining form (County Chemical 
Company’s Application 66 R. P. C. 268). 

The “Oomph” case raised another point. One of the grounds that the 
Applicants alleged had been taken by the Registrar for its rejection (may I say 
here that throughout I use the word “Registrar” impersonally to indicate the 
office and not the particular official who gave the decision) was that words 
indicating Ssx Appeal were not appropriate for registration as Trade-Marks. 
Evershed, J. in allowing the appeal, whilst recognising the right and duty of the 
Registrar to refuse objectionable marks, differed from this broad principle. 

Another mark rejected by the Registrar on account of its implications was 
“St. Columba” in script with a Celtic Cross (Green’s Application 64 R. P. C. 14). 
This mark was held to indicate Irish origin and was rejected unless confined to 
goods of such origin. There are apparently conflicting decisions in reference to 
such marks, e.g. “St. Patrick” has been registered on two occasions, and those 
decisions might seem to raise complicated questions of comparative hagiology but 
in fact depended on more prosaic considerations, such as whether the Applicant 
could show use or whether there had been any opposition. 

“Shredded Wheat” has been held by several Courts to be descriptive and 
not distinctive (Shredded Wheat Company’s Trade-Mark 57 R. P. C. 137). There 
could, of course, be no question of the prima facie descriptiveness of the words, 
and the case turned on whether it could be shown that this meaning had been 
displaced and a secondary meaning acquired. 

A decision that has aroused very considerable interest is the refusal of the 
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application by Swallow Raincoats Ltd. for registration in Part A of the word 
“Swallow” on the ground that the word was in its ordinary significance a surname 
(Official Ruling 1947 (A) ). 

The decision makes it clear that the Office reads “its ordinary signification” 
as meaning “any of its ordinary significations” and the view that an ordinary 
signification of the word is a surname was supported by reference to the fact that 
there are 28 “Swallows” in the London Telephone Directory. 

The decision says in effect that only a word that very rarely occurs as a sur- 
name will be registered in Part A without evidence of distinctiveness, and that 
in other cases either evidence of distinctiveness is required or registration will only 
be permitted, if at all, in Part B. This seems good sense, and to accord with 
the dictum in the “Teofani” and “Burford” cases that an application to register 
a surname must be closely scrutinized and only allowed on clear proof of dis- 
tinctiveness. 

The registration of a surname undoubtedly puts other traders, actual or 
potential, at a serious disadvantage. A manufacturer or shopkeeper may legiti- 
mately seek to get his wares known by his name—often in the possessive case— 
and the very limited liberty given him by Section 8 to use his own name on the 
goods would not—or might not—be held to cover such a use. (Compare the 
cases of “Cash’s Frillings” and “Rodger’s Cutlery”). The purpose of a trade-mark 
is to relieve the Plaintiff from showing that the use by a rival of his registered 
mark would deceive, and though in the case of a Part B mark, this inference may be 
rebutted, it is not right that the burden of proof should be shifted from Plaintiff 
to Defendant without strong cause. 

Yet one is inclined to ask, is the surname rule always applied? or does the 
fact that it is the name (or part of the name) of the applicant lend weight to it? 
E.g. there are 30 entries of the name “Sheen” in the Telephone Directory against 
28 of “Swallow,” yet this was not one of the objections taken to the word “Sheen.” 
A point that I do not think is covered by any reported decision is as to the meaning 
of “Surname.” Webster defines it as “an addition to a Christian name,” though 
he gives one quotation from Shakespeare “My surname Coriolanus.” Does it 
cover names no longer likely to indicate living persons or firms e.g. Eusebius, 


Cleopatra, etc.? (See also Morny’s Trade-Mark, 68 R. P. C. 55 and 131.) 


Comparison of Trade-Marks 


On the general principles of comparison the House of Lords in the “Aristoc” 
case emphasised that likeness or dissimilarity is largely a matter of first impression; 
that weight should be laid on the effect of any strong syllable such as “rist,” and 
that a Tribunal must take into account the tendency to slur certain parts of words 
e.g. an initial “a” (cf. on this point the decision in Smith Hayden’s Application— 
63 R. P. C. 97—that “Ovax” was not too near to “Ovi’”). 

Some dicta (which should not be pressed too far) occur in recent decisions 
e.g. that generally, for distinctive purposes, the first parts of words are the most 
important e.g. “Aristoc” (Rysta Ltd’s Application supra), a rule that was not 
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followed in Bayer Products Application 64 R. P. C. 125 (Diasil; Alasil) ; that short 
words are more easily distinguished and remembered (Darwin’s Application 63 
R. P. C. 1); and that invented words are more difficult to remember, which may 
make confusion more likely (Bayer Products Application supra). 

When one of the word marks is English and the other foreign, confusion is 
less likely, but an element to be considered in such a case (or in the case of two 
foreign words) is, how extensively is such language known in England. (Marcos 
Bale y Hnos Application 65 R. P. C. 17). 

An argument sometimes put forward is that confusion would occur in certain 
hypothetical forms of orders, e.g. a request on the telephone to send some “more Rex 
tools” might be misunderstood as an order for “Morex” tools (Darwin’s Application 
supra). This Argument was not accepted in that case, but one of the reasons given 
for rejecting “Scotchlite” for light reflecting materials was that an order for 
“Scotchlite reflecting materials” might be taken as for “Scotch light reflecting 
materials,” which seems a little far-fetched. Also in the “Aristoc” case it was sug- 
gested that possible confusion might arise between a “Rysta stocking” and an 
“Aristoc stocking” and one of the reasons for refusing “Dex” for bolts was a 
possible confusion between “Dex Bolts” and “Deck Bolts.” 


Confusion 


In the “Hovis-Ovax” case (Smith Hayden’s Application supra) the question 
as to the probability of confusion under Section 12 was stated thus: “Assuming 
user by Hovis of their marks ‘Hovis’ and ‘Ovi’ in a normal and fair manner for 
any of the goods covered by the registration of those marks (and including par- 
ticularly goods also covered by the proposed registration of mark “Ovax”) is the 
Court satisfied that there will be no reasonable likelihood of deception or con- 
fusion amongst a substantial number of persons if Smith Hayden also use their 
mark “Ovax” normally and fairly in respect of any goods covered by their pro- 
posed registration?” This is a criterian that will probably be freely cited and 
should be remembered, though I confess that I am not too clear what user by 
the trade-mark owner of a word mark such as “Hovis” would not come within 
the definition of “fair and normal.” Weight was, however, laid on these words 
in the “Eastex”—‘“Lastex” case to which I will refer on another point. The 
“Black Magic” case (Hack’s Application 58 R. P. C. 91) is notable for the ruling 
that “confusion” would be caused if persons, without being deceived, were led to 
ask themselves the question “whether the two sets of goods bearing the mark 
“Black Magic” emenated from the same source?” 

Several cases have turned on the class of persons likely to be affected or con- 
fused, e.g. engineers ordering machine tools were considered less liable than lay 
persons ordering articles of household use (Darwin’s Application supra). So in the 
“Panda” case (Jellinek’s Application 63 R. P. C. 59) it was held that although 
the opponents had used the mark in communication with retailers, and had even 
supplied shoes bearing the mark before Jellinek’s application for registration, since 
no member of the public had seen these articles there was no practical danger 
of confusion from such use prior to Jellinek’s application. 
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In the case of marks intended to be used on goods for exportation to the 
Argentine it was held that the question to be decided was whether confusion would 
be produced in this country amongst those engaged in export to the Argentine 
(Marcos Bale y Hnos Application supra). In general, user of a mark, not regis- 
tered here, outside the U. K., does not in itself give a locus to oppose another 
registration (Gaine’s Animal Food Ltd’s Application 68 R. P. C. 178). 

Normally, of course, the confusion or deception considered is that arising 
before the goods reach the hands of the ultimate purchaser, but in the case of 
Edward’s Application (63 R. P. C. 19) where a mark “Jardex” was applied for in 
respect of disinfectants and the registration was opposed under Section 11 by 
Jardox Company who sold meat extracts, the Registrar, although finding that the 
goods were so different that there was no danger of confusion in the market, 
refused the mark because of the danger that might occur in a hospital or private 
house by confusion between a meat extract and a disinfectant. 

On the other hand in Bayer Products Application (supra) for the registration 
of “Diasil” for pharmaceutical products, opposed by the proprietors of “Alasil” 
registered for such products, the Registrar held that there was a danger of con- 
fusion if the goods were sold in the ordinary way, but upon the Applicants 
restricting their Application to sulphadiazine preparations, which under the Phar- 
macy and Poisons Act and the Rules made thereunder could only be supplied 
on a doctor’s written prescription, held that there was no tangible risk of confusion 
if the goods were supplied under those circumstances and allowed the limited 
registration. This decision was upheld on appeal both by Wynn-Parry J. and 
the Court of Appeal. In the latter Court the possibility of confusion after the 
two products had reached the ultimate purchasers was strongly pressed, it being 
argued that both products might be dangerous drugs and might be in the medicine 
cupboard or on the bedside table of some patient, and here they would or might be 
mishandled by non-expert hands, but this danger was considered to be too remote. 

In the “Aristoc” case one of the reasons given for rejecting the registration 
of “Rysta” was the probability of confusion if it were used both to indicate the 
origin of the stockings and also the persons by whom they had been repaired. 

Where the conflicting marks contain a common part, the question arises 
whether we should compare the two words as living entities or dissect them and 
compare the skeletons anatomically. The latter course was adopted by the Privy 
Council in the case of Coca-Cola Co. v. Pepsi-Cola Co. (59 R. P. C. 127) and 
the rule was laid down that where the two words have a part in common that is 
both descriptive and common to the trade attention may be focused on the 
parts that are different—therefore it was held that Pepsi-Cola was not an infringe- 
ment of Coca-Cola and this rule was followed by holding that “Soda-Seltzer” 
might be registered notwithstanding the prior registration of “Alka-Seltzer.” But 
“Alkavescent” was refused as too near to “Alka-Seltzer” (Broadhead’s Application 
67 R. P. C. 113 and 209). But, to show that a part of the mark is common to 
the trade, (Demuth’s Application 65 R. P. C. 342) evidence of actual user of 
marks comprising such part must be given—mere registration is not enough (ibid). 
This also applies where the opponent argues that, because he has a series of marks ' 
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including a common part, any mark with this part would be taken to be a new 
mark adopted by him—as was argued in the “Pliophen” case (Beck Koller’s 
Application 64 R. P. C. 76) where it was held that the Opponent failed in his 
suggestion of the “series” idea, and that the Applicant in the allegation that 
“Plio” was common to the trade—in each case for lack of evidence of user. The 
series argument was also brought forward in the “Vivicyllin” case—where, how- 
ever, the Court in deciding that the Applicant should proceed to advertisement 
referred to the use of the name “Penicillin” as being in the Applicant’s favour 
(Enoch’s Application 64 R. P. C. 119). It is not an absolute objection to a word 
mark that it includes the whole of the opponent’s mark, e.g. “Morex” held not 
likely to be confused with “Rex” c.f. also “Vivicyllin” and “Cyllin.” A signature 
may be refused registration if likely to be confused with other marks (Parison’s 
Application 66 R. P. C. 217 Marly Laboratory Ltd’s Application 68 R. P. C. 51 
and 151). 


Goods of the same description 


In Darwin’s Application (supra) the Registrar made a very careful analysis 
of the points to be taken into account in deciding whether or not goods of the same 
description, e.g. nature, characteristics, objects, purpose—whether normally made 
by the same manufacturer or distributed by the same wholesalers, whether sold in 
the same shops over the same counters to the same class of customers in the same 
season, and whether goods are considered to be of the same class by those con- 
cerned in their manufacture and distribution. 


From these principles he deduced that, normally, raw materials are not 
of the same description as goods manufactured from them, and this rule was 
followed in the “Pliophen” case (supra). 


In the “Darwin” case the Registrar held that steel in bulk and steel tools 
were not of the same description, but that rotary steel brushes and steel cutting 
tools were. In the “Panda” case (Jellinek’s Application supra) shoes and shoe 
polishes were held to be different descriptions chiefly on the ground of different 
channels of distribution. 


There have been a number of other decisions on this subject, but generally 
they have turned on matters individual to the particular case and I do not think 
it would be useful to refer to them in detail. 


There is, however, one general point and that is, that in the specification of 
goods for which registration is sought it is advisable to avoid the phrase “and goods 
of the same description” either as a means of expanding the registration or of 
excluding goods from it. As we all know there is difficulty enough in deciding 
whether goods A are of the same description as specified goods B, but if the 
question put is: “Is A of the same description not merely as B but of any goods 
that are of the same description as “B” the difficulty may be multiplied many times. 
(See on this point Peddie’s Application 61 R. P. C. 31: Marshall’s Application 
60 R. P. C. 147: Crowther’s Application 65 R. P. C. 369). 





| 
) 











42 T.M.R. RECENT BRITISH DECISIONS 


Honest Concurrent User 


The decision in Pirie’s Application (50 R. P. C. 147) that user may be honest 
although the user knew of the earlier registration, was followed in Peddie’s Appli- 
cation (supra). Where, however, the prior mark has been copied it is almost 
impossible to prove the user honest (Subbiah v. Kumaraveh, 63 R. P. C. 187; Park- 
ington’s Application, 63 R. P. C. 171). 

In the “Peddie” case 2% years user was considered sufficient user to justify 
registration, since the opposing mark had not been used during that period. Twenty 
months was held too short in Darwin’s Application (supra). Nine months was 
held too short in the “Hovis” case (Smith Hayden’s Application supra and see also 
Zenith Radio Corporation’s Application, 68 R. P. C. 160). 


There is one point to be noted as to concurrent user viz., that although an 
applicant for registration may show that his user of the mark ante-dated both the 
Opponent’s user and his “A” registration—a state of facts that would afford him 
an absolute defence against an action by the Opponent for the infringement of the 
mark and bar any objection by the Opponent to the Applicant being registered on 
the ground of honest concurrent user—the Applicant must still show such a period 
of user as will satisfy the Registrar that he is entitled to registration under Section 
12(2) (See Darwin’s Application supra). It has recently been held that Section 7 
does not prevent the Opponent relying on Common Law rights not depending on 
his registration. Filton’s Application 66 R. P. C. 110. In Everest v. Camm the 
Court refused to suspend an injunction to permit the Defendant to apply to be regis- 
tered on concurrent user 67 R. P. C. 200). 


As of course you all know there is no absolute right to the registration of a 
trade-mark and the Registrar has always discretion to refuse registration. ‘There 
have been two cases in the period in question where the Registrar has exercised this 
discretion: first, that of the mark “Oomphie” as having an objectionable significa- 
tion—a point on which he was overruled (La Marquise Footwear Application 
supra)—and secondly, where the ground of refusal was that the applicant had mis- 
used the word “registered” and had made reckless and untrue statements in his 
evidence (Burcombe’s Application 65 R. P. C. 179). 


Defensive Registration 


The first reported application is that of Ferodo Ltd. (62 R. P. C. 111), which 
application was refused on the ground that the evidence failed to convince either 
the Registrar or the Court that the public were likely to be confused or misled by 
the use of the mark ‘“‘Ferodo” on goods of the kind for which defensive registration 
was sought. 

I think that perhaps too much importance is attached to that decision as unduly 
restricting the possibility of defensive registration. The parent article “brake linings” 
would have a comparatively restricted and selective clientele, and the articles for 
which the defensive registration was sought (i.e. drugs and tobacco) were so dif- 
ferent that a Court might well refuse to presume confusion except on the strongest 
evidence. If the owner of the parent trade-mark were a multiple product firm e.g. 
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I.C.I. or a big retailer such as Woolworth’s, the probability of confusion might well 
be held over a very wide area. 

In the “Ferodo” case the Court complained of the paucity of the evidence and 
suggested that evidence of persons with knowledge of the trade in the articles for 
which defensive registration was sought would have been valuable on the following 
matters: the non-use of “Ferodo” in such trades; the importance paid to brands 
in the articles concerned; the effect “Ferodo Aspirin” would have on the mind of 
the deponent. Evidence from members of the public was classed as of little value. 

There were certain observations of general importance in the decision: (a) that 
though defensive registration is not necessarily confined to articles of the same 
description as those covered by the parent mark, it would be easier to obtain it in 
such cases; (b) that the onus is on the Applicant to establish the likelihood of con- 
fusion and is heavier than if he were opposing the registration of the mark by 
others; (c) that user of a mark on articles merely for the purpose of advertising 
(e.g. “Ferodo” used on match packets given to customers) would not imply a con- 
nection in the course of trade. A further unsuccessful application for a defensive 
registration was made by Vono Ltd. (See 66 R. P. C. 305). 

What protection does the registration of a defensive trade-mark give the 
proprietor against the registration of similar marks? In the “Eastex” case (64 R.P.C. 
142) Wynn-Parry J. decided—as I think must be the clear intention of the Act— 
that defensive registration affords a ground of opposition under Section 12, but he 
held that it was a ground of opposition limited by the possibilities of confusion 
based on a “notional user” by the proprietor of the defensive trade-mark. In this 
case the effective trade-mark of the Opponent related to elastic yarn, the defensive 
registration to women’s garments, a class of goods for which an application for 
the mark “Eastex” was made, and the Court held that the “notional user” of the 
“Lastex” trade-mark on garments must be confined to indicating that “Lastex” 
yarn was used in them, and not as indicating the origin of the garments. 

This to my mind introduces great difficulties. If the Opponent had registered 
an ordinary trade-mark for women’s garments, even if he had not actually used it, 
I cannot help feeling that the “notional user” that would have been considered 
would be a user to indicate the origin of the goods. It is very difficult to visualise 
the application of this “notional user” in other cases, e.g. if a pipe maker registered 
a defensive trade-mark for other smokers’ requisites, such as tobacco pouches, what 
“notional user” can be suggested linking up the two classes of goods? 


Rectification 


There have been several decisions of importance on the question of rectifica- 
tion. Primarily, the right to rectification depends on the circumstances prevailing 
at the date of registration, except in cases of non-user or misconduct of the pro- 
prietor of the mark. Thus, in Pan Press Publications Ltd.’s Application to remove 
the mark Pan Press registered by another person, although it was found that the 
use of the mark would be liable to produce confusion owing to its similarity to 
the name of the Applicant’s for rectification, rectification was refused because at 
the time of registration of the mark the Pan Press Publications Ltd. were not trading 
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and there was, therefore, no risk of confusion (65 R. P. C. 193). So a mark found 
to be so like an earlier registration as to be liable to cause confusion was retained 
on the Register because at the date of registration there had been sufficient user 
to justify its registration, though it was not registered on those grounds (Peddie’s 
Application 45 R. P. C. 31—also Morny’s Trade-Mark 68 R. P. C. 55 & 131). 

On the other hand in the Peddie case a similar mark was removed although 
at the time of removal (but not at that of registration) it might have qualified for 
registration on the ground of concurrent user—we thus have the curious result 
that the lateness of its registration put the mark in a stronger position. The Regis- 
trar cannot be ordered to give his grounds for allowing registration (Morny Ltd.’s 
Trade-Mark 67 R. P. C. 221). 

One important point decided in the Pan Press case was that Section 32, which 
gives power to remove a mark remaining wrongly on the Register, is purely pro- 
cedural, i.e. the grounds for alleging that a mark “remains wrongly” must be based 
on some other section of the Act, or on some legal or equitable principle. 

A case that possibly may have unexpectedly far reaching results in the future 
is Aktiebolaget Manus v. Fullwood & Bland (65 R. P. C. 329 and 66 R. P. C. 71). 
Here, Swedish manufacturers of a milking machine, who had registered a mark in 
Part B, of which the distinctive feature was their name “Manus,” being unable to 
export machines to Britain during the war, granted a license under a patent to 
their selling agents here to manufacture the machine and made it a condition that 
they should be marked “Manus.” 

In a case in 1914 the Bowden Wire Co. granted a license, under a patent, to 
the Bowden Brake Co. and gave the latter leave to put their trade-mark on the 
goods so made. On the expiration of the patent and license the Wire Company 
required the Brake Company to cease using the trade-mark, and when the latter 
refused to do so brought an action to which the Brake Company replied by a 
motion to expunge the trade-mark on the ground that by granting a license for 
it to be used on goods that were not their goods they had destroyed its significance 
and the Court of Appeal and the House of Lords unanimously decided that this 
was so (Bowden Wire Ltd. v. Bowden Brake Co., 31 R. P. C. 385.) 


It would appear at first sight that there was a strong similarity between the 
circumstances of the two cases but in the Aktiebolaget Manus case four judges 
have found that one has no bearing on the other. The chief point of distinction 
seems to have been that the object of the trade-mark proprietors in requiring the 
licensees to mark the goods “Manus” was to keep the name before the British 
Public. It is, however, difficult to see how this would affect the result on the 
public of the application of the name to goods with which the trade-mark proprietors 
had no connection. A second point of distinction suggested was that the license was 
not to use a trade-mark but only the name of the proprietors, viz., “Manus,” but 
this distinction is rather subtle seeing that the Court held that the use of this name 
“Manus” was an infringement of the trade-mark. 


There have been several recent decisions as to “persons aggrieved,” see Lever 
Bros. (Port Sunlight) Ltd. v. Sunniwite Products, 66 R.P.C. 84; Gardinal Chemical 
Co.’s Application 67 R.P.C. 95; Morny Ltd.’s Trade-Mark 68 R.P.C. 151; Zenith 
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Radio Corporation’s Application 68 R.P.C. 160; Noblitt-Sparke’s Application 
68 R.P.C. 174. In the Gardinol, Morny and Zenith cases discretion was exercised 
in favour of the proprietors of the Trade-Mark. 

Several rectification applications were founded (wholly or partially) on non- 
user. The most important decision is that in Thom’s Application (63 R.P.C. 161) 
viz. that the “special circumstances” need not extend over the whole five years, 
but that if they exist during part of that period the five years only begins to run 
when the special circumstances cease to operate. This decision, based on a variation 
between the wording of the 1905 and 1938 Acts, shows that the decision to the 
contrary effect in the Columbia Graphophone Company’s Trade-Marks (49 R.P.C. 
621) is no longer law and this view had been taken by the Court of Appeal in 
the Aktiebolaget Manus case (supra). See also Morny’s Trade-Mark 68 R.P.C. 
55 and 131; Zenith Radio Corporation’s Application 68 R.P.C. 160. : 


“Special circumstances in the trade” may mean in one particular branch of 
a trade e.g. foreign importers of special articles (ibid). The Court here stressed 
the contrast “special circumstances” and “intention to abandon” but indicated that 
circumstances affecting a single trader, e.g. destruction of his factory, would not 
save his mark. It is for the trade-mark owner to show that, but for the special 
circumstances, the mark would have been used (Marshall’s Trade-Mark supra). 


In the Aktiebolaget Manus case the Applicants for rectification suggested 
that the proprietors might have used the mark by means of advertisements. Har- 
man J. took the view that advertising a mark unattached to goods would destroy 
the mark, but the Court of Appeal did not affirm (or contradict) this view. Taken 
broadly such a view would profoundly affect the practice of trade-mark owners, 
but in the circumstances of the case it may be taken as obiter. There is, however, 
no doubt that the primary purpose of a trade-mark is its use on goods, and that it 
is to such use that Section 26 refers. 


Use on Samples exported to this country for trade purposes is user for the 
purposes of Section 26 (Official Ruling 1944 (A) and intention to use when trade 
circumstances permit justifies registration, although the Applicant may have known 
that immediate user was not possible (Peddie’s Application supra but compare 
Gaine’s Animal Foods Ltd.’s Application 68 R. P. C. 178). Where the mark is 
enemy owned non-user after the outbreak of war does not give ground for rectifi- 
cation (Gardinol Chemical Coy’s Application 67 R. P. C. 95). 


A certificate of validity has been given in two cases in respect of a “B” mark 
(Pan Press Publications Application supra and Aktiebolaget Manus v. Fullwood and 
Bland supra). In a case where limitation of the registration was sought and refused 
the Court declined to grant a certificate, mainly, I think, because the Applicant for 
rectification had failed to prove the honest concurrent user on their own part 
necessary to found an application for limitation of the registration (Parkington’s 
Application supra). This decision indicates a difference in the practice as to cer- 
tificates of validity between Trade-Mark and Patent cases. 


A certificate was refused where the application for rectification was under 
Section 26: Lever Bros. v. Sunniwite Products, 66 R.P.C. 84. 
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Evidence 


There have been a good many dicta bearing on the questions of evidence in 
actions and other proceedings relating to Trade-Marks—most of them tending to 
make the preparation of satisfactory evidence, especially on such questions as the 
significance of a mark, probability of confusion etc. even more onerous than before. 
On these questions it is often necessary to offer evidence covering a consider- 
able area of the country and from various classes of persons. Evidence merely from 
the trade is liable to be criticized on the basis that the knowledge of such witnesses 
puts them in a different category from that of the public at large, who are after 
all the people to be protected from confusion, and in the “Glastonbury” case Lord 
Russell in the House of Lords stated that he considered evidence of members of 
the public most valuable (Bailey & Co. v. Clarke, Son @ Morland, 55 R.P.C. 253). 
The difficulty is that the public is large in numbers and unclassified—a dozen dec- 
larations from 40,000,000 inhabitants would seem very unrepresentative—whereas 
with a trade witness the description of his position and experience generally gives 
an opportunity of assessing the importance of his evidence, and this was the view 
taken by Evershed J. in the “Ferodo” case (supra). The practitioner must, there- 
fore, make his choice between these conflicting opinions—the chances being that 
whatever that choice may be it will be held to be wrong. But, in giving that 
evidence the trade witness must carefully avoid saying what to the layman would 
appear of most value, e.g. “I know from my experience that the name of so-and-so 
is used to mean so-and-so’s goods,” or “from my experience I should say that ‘Ali’ 
and ‘Bali’ would be confused” or even “I should confuse ‘Ali’ and ‘Bali’ ”—because 
such statements would offend either against the rule of evidence that a witness must 
only speak as to matters within his personal knowledge or because they depose to 
the very questions to be decided by the Tribunal. But even if he confines himself 
to saying “If I saw the mark Oompah (being the mark applied for) I should think 
it signified the Opponent’s goods,” he still falls into a trap viz., that as he necessarily 
knows of the Applicant’s user or proposed user of the mark this statement is obvi- 
ously absurd, whilst a statement by a trade witness that he personally could 
distinguish “Alasil” and “Diasil” is practically dismissed by saying “of course he 
could.” Some of these difficulties can be surmounted by meticulous care in pre- 
paring the evidence, e.g. the witness could say “Had I not known of the use (or 
proposed use) by the Applicant of the mark A I should have confused it with the 
Opponent’s mark B” or “I should have thought it was a new mark adopted by the 
Opponent for the following reasons.” Again, although the witness may not say 
what significance the public attach to a name he may state his experience of what 
the public does, e.g. one who has served the public might say “I know that the 
public ask for “Oompah” tablets and when I supplied customers with the Oppo- 
nent’s goods they have always seemed satisfied that they have been supplied with 
what they asked for.” 

One important point is the use of tenses. If a witness says “I know,” prima 
facie that refers to his knowledge at the time of making his declaration, whereas 
probably the relevant evidence should refer to some other date e.g. to the state of 
affairs at the date of application for registration. In the case of Jellinek’s Applica- 
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tion (supra) Romer J. insisted on all the declarants filing supplementary declara- 
tions making clear the date to which their evidence referred. 

As I have said this points to the necessity of very careful preparation of the 
evidence—but how is this to be done? In the “Black Magic” case (Hack’s Appli- 
cation 58 R.P.C. 91) the Registrar said that whilst it was proper for forms of dec- 
laration to be settled by Counsel, those forms should not be put before witnesses 
until it had been ascertained what evidence those witnesses would be prepared to 
give, and suggested that this might be effected by putting to a witness a question- 
naire avoiding leading questions. E.g. the questionnaire might ask, “Do you know 
the mark (or word) “Oompah?” If so, how long have you known it? What sig- 
nification do you attach to it?” This procedure has been approved by the Courts 
and should be followed, but it clearly adds considerably to the trouble and cost 
of obtaining evidence in trade-mark applications. The absence of such a ques- 
tionnaire only goes to the weight of the evidence and not to its admissibility (Morny 
Ltd.’s Trade-Mark 68 R.P.C. 151). 

In some cases parties have tried to minimize this trouble by sending out ques- 
tionnaires and exhibiting the whole of the answers to a single deposition by a 
party or his agent. This practice was criticized most severely by the Court of 
Appeal in the “Glastonbury” case (Clarke, Son & Morland’s Application 54 R.P.C. 
134) since it laid before the Court unsworn or unaffirmed statements, which were 
not evidence. In the House of Lords (55 R.P.C. 253) an alternative procedure was 
suggested viz., a declaration that an exhibited questionnaire had been sent out— 
that 130 answers had been received—without indicating the nature of the answers— 
and that the other party might inspect such answers. The only objection is that such 
a course does not make the answers evidence in any way, unless perhaps if the 
other party inspects them and thinks it to his advantage to give evidence of their 
contents. 

In the “Coca-Cola” case (supra) and also in the “Alka-Seltzer” case (supra) 
it has been held that dictionaries are evidence not only of the meaning of a word 
but of the use of the object it describes. Trade Year Books have been held - 
dence of user of marks contained in them (Jellinek’s Application (supra) ), but it 
has been held that a Stores Catalogue is evidence of its own contents e.g. of the 
headings under which goods are catalogued (Demuth’s Application supra). The 
London Telephone Directory may also be referred to in order to show the frequency 
of occurrence of a name (Official Ruling 1947 (A)) but see Morny Ltd.’s Trade- 
Mark 68 R.P.C. 151. 

Two further general points on the subject of evidence. Firstly, the Courts are 
very averse to permitting fresh evidence to be put in on appeal, especially if it 
raises a point to which the other party might wish to reply. Therefore, see that 
all necessary evidence—especially evidence in reply—is put in before the Registrar. 
Secondly, impress on your clients the necessity for care in their statements—reckless 
evidence by an Applicant may in itself be a reason for refusal of the registration 
(Burcombe’s Application 65 R.P.C. 179). 

As to the right of a married woman to use her maiden name although regis- 
tered by others as a Trade-Mark see Ferragamo v. Lotus and Delta Ltd. 67 R.P.C. 
175. 
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LEGAL LIMITS OF COSMETIC LABELING AND ADVERTISING* 
By Hugo Mock** 


Though Truth Is Still the Criterion of Permitted Advertising, 
It Must Be Truth Based Upon Demonstrable Cases and Not Upon 
the Mere Bona Fides of the Manufacturer 


THE LITERATURE of the cosmetic industry is replete with many hundreds 
of decisions of the Food and Drug Administration and of the Federal Trade Com- 
mission on the advertising and labeling of toilet preparations. The great majority 
of these decisions, however, point out what is prohibited, and wading through 
these numerous decisions affords little light on the statement which might be 
permissible and can be lawfully used in labeling and advertising the myriad products 
of the cosmetic industry. 

It may be desirable, from the viewpoint of the manufacturer and his advisors, 
to present in as succinct a form as possible the tolerated limits of labeling and 
advertising in this industry. 

As always, truth remains the criterion of legality, and it must be understood 
that in the text of claims recommended as legal, such statements are capable of 
being corroborated by the merchandise itself when in use. The merchandise must 
be effective for the purpose specified in the directions for use. 

Some allowance must also be made on the question of the percentage of 
effectiveness of these products. A cosmetic claim for a preparation which is 
effective for the purpose specified in the label and advertising in 1 per cent of the 
cases where it is used could scarcely be considered in its directions for use as being 
legally labeled or advertised. On the other hand, no preparation can be expected 
for various reasons to be effective in all cases or in 95 per cent of the cases where 
it is employed; there must also be a standard of reasonableness both on the part 
of the manufacturer and on the part of the administrative agencies which super- 
vise the advertising and labeling. With this proviso, let us examine, seriatim as 
far as we can, the various classes of products made by the industry, indicating as 
far as possible the limits of the claims in the labeling and advertising of such 
products. 

Perhaps presenting the least difficulty are the articles intended for their cov- 
ering or coloring effect only, whether such articles are perfumed or not, such as 
lipsticks, rouge, make-up bases, nail polishes, mascara and the like. Of course these 
items must be free from deleterious ingredients such as arsenic or lead or prohibited 
aniline colors, but inasmuch as the claims for these items are limited mostly to color 
effects, the legal traps in advertising and labeling are comparatively few. 

It is a different story in the field of skin preparations where a positive effect 
is claimed, such as face creams, lotions, blemish removers, wrinkle preparations and 
acne and pimple preparations. 

* Reprinted by special permission from Food-Drug-Cosmetic Law Journal, November 


1951. 
** Member of the New York Bar. 
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It should be noted that in the field of skin creams and lotions, the choice of 
language in the labeling and advertising is extremely important, and the manu- 
facturer must be willing to differentiate very closely between cases where his prep- 
arations are effective and cases where no effective result can be promised. 

In the field of face creams, for instance, the manufacturer cannot claim to 
rejuvenate the skin or to remove wrinkles, but he can say that the particular cream 
will cleanse the surface of the skin, including the openings of the pores, and that it 
can soften the skin, and, as far as wrinkles are concerned, can say that the prepara- 
tion may aid in smoothing out the lines in the face caused by dryness or that the 
preparations may assist in softening and lubricating the skin so as to give it a more 
youthful appearance. 

The above distinctions may be trivial, but they are important in the eyes of 
the law. 

When it is here said that skin creams and lotions cannot be advertised as 
wrinkle removers, it is with the implicit understanding that there are no prepara- 
tions on the market efficacious for that purpose. If research discovers a skin cream 
or lotion which will actually remove or correct wrinkles or will rejuvenate the skin, 
the manufacturer will be entitled to say so. 

Blemish removers can be advertised as far as their efficacy is concerned in 
concealing blemishes, but when sold as cosmetics only, they cannot be labeled or 
advertised as blemish removers. 

Until very recently the Food and Drug Administration has opposed the use 
of the word “acne” as part of the name of a preparation even if no representations 
were made as to cure, and, similarly, any claims as to removing pimples or the use 
of the word “pimple” in a label was carefully scrutinized. This situation, however, 
may be changed in the future as a result of the decision in the case of Folds v. 
Federal Trade Commission, decided by the United States Court of Appeals, Seventh 
Circuit, March 23, 1951, 187 F. (2d) 658, where the Federal Trade Commission 
enjoined the defendant from disseminating information which “represents directly 
or by implication that a medical product called “Kleerex” will cause pimples to 
disappear or constitutes an effective treatment for pimples.” 

The court of appeals decided on the basis of the evidence that this pro- 
hibition was too broad and were apparently convinced that Kleerex was in many 
cases a cure for pimples. The court of appeals substituted for the clause from the 
cease and desist order, “that said product will cause pimples to disappear or con- 
stitutes an effective treatment for pimples,” the following substitution: “that ap- 
plication of “Kleerex” will cause pimples to disappear overnight or that the user 
thereof will have a clear complexion the day following its use at night.” 

Such an advertisement was manifestly too broad in scope. 

The same reason would apply to any claims as to the treatment of acne. If 
the evidence is affirmatively clear that the preparation will cause acne to disappear, 
the manufacturer should be permitted to say so. 

At one time there were high hopes for the use of vitamins in cosmetics, inas- 
much as there appeared to be evidence that vitamins were absorbable through the 
skin. On the other hand, so far no proof apparently has been available to show 
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any improvement in the complexion by incorporating vitamins in soaps or creams, 
although further research may change the picture. The reader is referred to the 
following case with reference to this subject: Pond’s Extract Company v. Federal 
Trade Commission, Docket 3427, order of the Circuit Court of Appeals, Second 
Circuit, February 8, 1943, wherein it was provided: 

* * *that the respondent “cease and desist from representing that its said products 

have any added beneficial value by reason of their vitamin A content, or that its 

cold cream (a) causes lines, wrinkles, or blemishes to disappear from the skin, or 

that it prevents the formation of lines, wrinkles, or blemishes in the skin, or (b) has 

any appreciable effect upon the underskin, that it liberates the underskin, or leaves 

the underskin free to function, or (c) that dirt, make-up, or other impurities below 

the surface of the skin may be softened, loosened, or lifted from the underskin through 

the use of respondent’s cold cream. * * *” 


Skin BLEACHES 


The majority of preparations generally used for bleaching the skin have a 
base of ammoniated mercury, and preparations containing not in excess of 5 
per cent ammoniated mercury are permitted to be sold. The advertising of such 
bleaches, however, should bear a caution to use only in accordance with directions, 
as their use may sometimes cause irritation or other forms of dematitis. The adver- 
tising claims for such preparations should be limited to their effect in whitening the 
skin or assisting the removal of freckles. 


Harr Tonics AND Harr PREPARATIONS 


One of the pet phobias, not without reason, of the Food and Drug Administra- 
tion are the cures for baldness or claims as hair growers, but despite this fact the 
sale of preparations for the improvement and adornment of the hair has enor- 
mously increased. 

The baldness cure might be represented as the fata morgana of the toilet 
goods industry, and perhaps it is as hopeless as the old search of the alchemists for 
a method of converting base metals into gold. Nevertheless, hair preparations are 
sufficiently popular with the consumer, and within narrow limits may be adver- 
tised as having certain qualities. The words “hair tonic” themselves are not popular 
with the Food and Drug Administration in the technical view that most of these 
preparations are not tonics, but, rather, irritants or astringents, but nevertheless 
the term “hair tonic” continues to be used, and no affirmative measures have been 
taken by the Food and Drug Administration to stop such use. 

The claim of curing dandruff has also been negatived by the Food and Drug 
Administration, but a preparation may be advertised to relieve itching scalp and 
especially to facilitate the removal of dandruff scales. In the case of the Federal 
Trade Commission v. Lambert Pharmacal Company, involving the product known 
as “Listerine,” the complaint of the Federal Trade Commission was eventually dis- 
missed without prejudice. 

The original complaint was based on the following statements: 


Listerine for the positive relief of dandruff. 
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Listerine the proved treatment for dandruff. 


Listerine attacks the cause of dandruff—not merely its symptoms. 






Listerine antiseptic treatment fights infectious dandruff—clincial tests showed a 
marked improvement in 76% of cases. 

Dandruff is the most frequent scaly disease of the scalp. When this condition 
is due to germs as is often the case Listerine antiseptic is especially fitted to aid you. 
It gives the scalp and hair a cool invigorating antiseptic bath—kills millions of germs 
associated with infectious dandruff, including Pityrosporum Ovale. This strange 
“bottle bacillus” is recognized by outstanding dandruff specialists as a causative agent 
of infectious dandruff. 


Listerine likes nothing better than to fight infectious dandruff. * * * 













If you are plagued by dandruff so often caused by germs—don’t waste any more 
time. Start today with the famous Listerine antiseptic treatment. 






Commissioner Freer, in his order dismissing the complaint without prejudice, 
said: 







I am of the opinion that the record contains “substantial evidence” to sustain 
an order inhibiting representations that Listerine will cure dandruff, or that it will 
do more than temporarily relieve the symptoms of infectious dandruff and exfoliation 
caused by other conditions. The Commission, however, in my opinion, is not impelled 
to issue an order forbidding these pre-stipulation representations, and I doubt that 
there is substantial evidence in the record upon which to base a finding to the 
effect that the public interest clearly requires the issuance of such an order to ensure 
that the presently abandoned representations will not be resumed in the future. 











It appears, therefore, that preparations which have antiseptic or germicidal 
properties may in some cases actually be advertised first as effecting the removal 
of dandruff, scales and second as affecting the cause of dandruff itself, and such 
claims will, of course, be dependent upon actual proof of efficacy. It is not 
believed that any product is as yet recognized as a dandruff cure. 









DEODORANTS 





Formerly it was forbidden manufacturers of deodorants to represent that a 
deodorant would “give complete protection against body odor” or “absolutely 
deodorize the body of objectionable odor.” However, in the case of Carter Products, 
Inc. v. Federal Trade Commission, CCH Trade Regulation Reports Paragraph 
62,769, decided by the United States Court of Appeals, Seventh Circuit, on 
February 2, 1951, 186 F. (2d) 821, it was stated: 


Where medical experts experienced in dermatology, testified that cosmetic de- 
odorant would remain effective as a deodorant from three to six hours, ten to twelve 
and maybe fourteen hours, four to ten hours, four to twenty-four hours, and fifteen 
to twenty hours, cease and desist order of Federal Trade Commission requiring 
manufacturer to use the word “temporary” in referring to length of time that de- 
odorant was effective as a deodorant, would be modified to permit omission of the 
word “temporary” and order would be modified to permit manufacturer to advertise 
that deodorant was effective where used daily or as frequently as found necessary. 
Federal Trade Commission Act 5, 15 U. S. C. A. 45. 

















As regards the use of the product as an antiperspirant, the court said: 


(2) Paragraph 1(a) of the cease and desist order will be modified by the elimina- 
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tion of the clause, “or that it will be more than temporarily effective in reducing the 
flow of perspiration,” and by adding at the end of the undeleted portion of such 
subsection the following underscored words, so that the subsection will read: 


“(a) That the application of said preparation stops underarm perspiration; pro- 
vided, however, that nothing herein shall prevent the respondent from representing 
that the use of ‘Arrid’ will prevent the appearance of perspiration when used as 


> 


directed, namely, ‘daily’ or ‘as frequently as you find necessary’. 


This means that in future advertising of deodorants or antiperspirants, the 
words “temporarily effective” need not be used if the preparation is as effective 
if used as directed, namely, “daily” or “as frequently as necessary.” 


HorMONES 


Skin preparations containing hormones have now been on the market success- 
fully for about 15 years. 

They have been critically examined during all this time, inasmuch as there 
has been a strong bias by the medical profession against the over-counter sales of 
these products. 

The Food and Drug Administration in its latest pronouncement on the subject 
says as follows: 


We have pointed out that there have been some conflicting reports in the litera- 
ture concerning the effects of estrogenic creams when applied locally. As to the local 
effectivenes of estrogens in the doses commonly used, we believe that the literature as 
of today shows, after allowance is made for enthusiasm in some of the publications, 
slight morphological and physiological alterations in older skins not produced by 
the same ointment base without the estrogen. Whether or not these effects can be 
extended for more than two or three months has not yet been determined. In replying 
to inquiries in regard to harmful local systemic effects we have pointed out that 
the cosmetics on the market in this country contain from 10,000 to 20,000 units of 
estrogenic substances per ounce. The directions in most cases specify that a small 
quantity be applied to the face. These articles have been widely distributed for about 
ten years and there have been no reports in medical literature which suggest harmful 
effects resulting from their application. 


Research is active on preparations which are absorbable through the skin and 
thus affect the structure of the skin itself. There is some authority for the fact that 
Lanolin and casein may be directly absorbed through the skin, and such absorption 
will, of course, help to lubricate the surface of the skin and render it more supple. 
Whether such absorption results in any improvement of the skin is still problematical. 


GENERAL CONCLUSIONS 


For the information of the manufacturer it should be noted that the general 
attitude of the Food and Drug Administration and of the Federal Trade Com- 
mission might be designated as perhaps requiring a somewhat too strict and 
technical adherence to the fact, which is perhaps counterbalanced by the zeal 
of the manufacturer in many instances in claiming more beneficent results from the 
use of his products than can be expected in all, and even sometimes in the 
majority of, cases. 





| 
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There can be no question that in quite a few cases the manufacturer has 
submitted to restrictions on copy in advertising and labeling which he thought 
unfair because of his inability (on account of lack of resources or otherwise) to 
battle the administrative agencies of the government. 

It will be noted from many of the cases related above that the federal courts 
have been more liberal in the interpretation of the claims of manufacturers than 
the Food and Drug Administration or the Federal Trade Commission. 

It follows, therefore, that though truth is still the criterion of permitted adver- 
tising, it must be truth based upon demonstrable cases and not upon the mere bona 
fides of the manufacturer. 

The unscrupulous and reckless manufacturer has been rightfully curbed in 
many instances by the Food and Drug Administration and the Federal Trade 
Commission in the advertising and labeling of his products. There still remains a 
vast middle ground of research available especially in the field of what might be 
called physiological cosmetics, which will successfully implement the claims of the 


manufacturer. 
TT mm 
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PART II 


CHAS. D. BRIDDELL, INC. v. ALGLOBE TRADING CORP, ET AL. 
No. 144—C. A. 2—January 21, 1952 


Trape-Mark Act oF 1946—UnrFair Competition—SEcTIONn 44 
Unrarr Competirion—Basis or ReLieF—GENERAL 

The common law favors competition; and in absence of valid design patent or 
secondary meaning, competitor is free to copy goods of another in every detail so long 
as he does not represent that his goods are those of another. 

The critical question of fact at the outset always is whether the public is moved 
in any degree to buy the article because of its source and what features distinguish 
that source. 

Likelihood of confusion would suffice, since proof of actual confusion is not 
required. 

On facts of record, plaintiff held to have failed to establish secondary meaning and 
essential likelihood of consumer confusion as to source. 

Under 1946 Act, the likelihood of consumer confusion remains, as theretofore, the 
test of secondary meaning. 

“Unfair competition” are words of art retaining their previous meaning, in absence 
of contrary legislative intent, and 1946 Act held not to enlarge common law meaning 
of “unfair competition” so as to give rise to secondary meaning right where likelihood 
of consumer confusion is not proved. 


Courts—FeperAL APPELLATE ProceDURE—GENERAL 
The record consisting of nothing but affidavits and exhibits, Court of Appeals is in 
as good a position as trial judge to evaluate such evidence. 


Appeal from Southern District of New York. 

Unfair competition suit by Chas. D. Briddell, Inc. against Alglobe Trading 
Corp., et al. Defendants appeal from order granting preliminary injunction. 
Fennelly, Eagan, Nager & Lage (Charles J]. Nager and Seymour Stein of counsel) 

of New York, N. Y., for plaintiff. 
Maurice V. Seligson (Mock & Blum of counsel) of New York, N. Y., for defendants. 
Before CHAse, CLark and Frank, Circuit Judges. 

Plaintiff's complaint alleged unfair competition and asked a temporary and 
permanent injunction. After answers had been filed, plaintiff moved for a pre- 
liminary injunction on the basis of affidavits and exhibits. Defendants filed counter- 
affidavits. Without hearing any oral testimony, the trial judge made an order 
granting a preliminary injunction. 

The following facts, found by the trial judge, are undisputed: 

“Plaintiff is a Maryland corporation which manufactures cutlery. It owns a 
registered trade-mark ‘Carvel Hall.’ In April, 1947, plaintiff began the manufacture 

and national distribution of a steak knife, dagger shaped in appearance, with a blade 

of hollow ground chrome-vanadium, an ivory colored plastic handle and chrome 

plated bolster and ferrule of the same color and appearance as the blade. Plaintiff 

encloses service sets of six of its knives in a transparent ivory colored plastic case. 

On the cover of this case is stamped the Carvel Hall name and insignia with a legend 


‘Steak Knives by Briddell.’ In the middle of its top is an ivory colored rectangular 
plastic plaque impressed with the shape of a colonial panelled door. 
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“The set met immediate success, the sales increasing from 10,100 in 1947 to 
172,400 in 1950 and the demand has continued far beyond supply which was 
curtailed by a fire early this year. This success was developed by an extensive and 
continuous advertising program conducted in trade publications and consumer maga- 
zines. Plaintiff’s sales promotion program in 1950 involved an outlay of $250,000 
and is continuing at a slightly higher rate this year. As a result of this advertising 
and sales promotion program plaintiff’s trade-mark ‘Carvel Hall’ has become 
well known to both trade and consuming public. * * * 

“In June 1951, defendant Alglobe Trading Corporation procured the manu- 
facture under contract and commenced production, and the other defendants joined 
with it in the national distribution of, sets of steak knives copied in every detail 
except quality and craftsmanship of the plaintiff's article and made to sell at 
almost half the plaintiff’s price. They were offered for sale in sets of six in plastic 
containers. * * * These containers closely resemble plaintiff's except in these 
respects: They are of a darker tint; on the top—instead of the colonial door 
plaque, the name “Carvel Hall” and the legend “Steak Knives by Briddell”—are 
an ivory-colored circular plastic plaque in the form of a steer’s head and a paper 
label “Produced and sold exclusively by Oxhead Products, New York.” Defend- 
ant’s knives have the words “Oxhead Stainless,” showing on the blade. The copying, 
by the defendant, Alglobe Trading Corporation, was deliberate. There was no 
evidence that any of the defendants used or imitated the plaintiff's name or 


trade-mark. 
The trial judge made the following findings which defendants dispute are not 
supported by the evidence: “The non-functional characteristics or attributes of 


the plaintiff’s knives are all distinctive including the shape of the knife with its 
convex back, the shape of the blade and the shape of the bolster. The whole form 
of makeup of the knife, distinctive as we have found, has become known to the 
buying public as the manufacture of Carvel Hall or at any rate of an individual 
manufacturer of knives of high quality and attractive appearance. * * * The 
[defendant’s] knives in shape and appearance are exact copies of the plaintiff’s 
knives and so close is the copying of the appearance that even the trade itself, that 
is, the retailers of cutlery, were deceived by the similarity and attributed the manu- 
facture of the defendant’s article to the plaintiff. * * * The prospect of loss and 
damage to plaintiff is a certainty.” 

The order restrained defendants, “during the pendency of this action or until 
the further order of this court from manufacturing, assembling, distributing, adver- 
tising, exploiting, selling, or offering to sell sets of steak knives and containers, or 
single steak knives, of the same size, shape, configuration and appearance as plain- 
tiff’s steak knives and containers.” 

Frank, C. J.: 

From our examination of the knives and containers, and the exhibits, we think 
there is, to say the least, considerable doubt whether, on this record, there was 
marked creativeness in the appearance of plaintiff’s knives (made in the well-known 
form of a hunting knife) or of the containers, or in putting such knives in such 
containers. But we shall assume, arguendo, that the plaintiff’s design was unques- 
tionably unique and result of genius. Even on that assumption, we think that, 
without more, plaintiff was not entitled to a preliminary injunction. Our reasons 
follow: 
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In the first place, we regard the following as well settled:' The fact that the 
design of an article is strikingly novel and beautiful, and the fact that its first 
producer has spent large sums in advertising which has made the article popular 
with consumers, give that first producer no rights against others who subsequently 
imitate it and (taking advantage of the consumer-popularity of the article, due 
to the first producer’s advertising) sell it competitively—unless the first producer 
has a monopoly based upon (1) a patent on the design or (2) a so-called secondary 
meaning. Absent (1) and (2), the first producer has no legal complaint because 
the imitators have been enriched by his efforts, have enjoyed what is known as a 
“free ride.” For the common law favors competition; and it is of the essence of com- 
petition that competitors copy and undersell the product of an originator. The com- 
petitors do not lose their favored common-law position merely because someone 
chooses to call them “free riders.” To have protection from such competition, the 
originator must possess some sort of monopoly. 

In General Time Instrument Corp. v. United States Time Corp., 165 Fed. F. 2d 
853 [38 T. M. R. 172] (C. A. 2), where plaintiff had sold almost 3,000,000 of its 
clocks and had spent about $2,000,000 in advertising the same from 1939 to 1946, 
we said (p. 855 [38 T. M. R. 172]: “This measures plaintiff’s efforts to establish a 
secondary meaning, but does not determine its success. * * * Large expenditures 
for advertising do not compel a conclusion that the task has been accomplished.” We 
also said: “The copying of an unpatented design does not in itself constitute unfair 
competition.”” 

To obtain a valid design patent is exceedingly difficult. Probably that explains 
why plaintiff did not even apply for a patent. Had the statute permitted the pro- 
curing of a design copyright and had plaintiff procured one, defendants’ conduct 
in deliberately copying plaintiff’s design would have been actionable. But plaintiff 
has no such copyright; and there is no common-law design copyright. That is 
understandable. For such a copyright, not created under congressional legislation, 
would be free of the constitutional provision limiting the life of a copyright, and 
would be a perpetual monopoly. 

Accordingly, an injunction could be proper here only if plaintiff showed that 
it had acquired a “secondary meaning” in the design of its knives, or containers— 
i.e., showed a likelihood that purchasers of defendants’ products would believe that 
they came from the same source as plaintiff’s. (Of course, it would suffice to show 
such a likelihood; proof of actual instances of competition is not required.) As this 


1. See, e.g., Crescent Tool Co. v. Kilborn & Bishop Co., 247 F. 299 (C. A. 2); A. C. 
Gilbert v. Shemitz, 45 F. 2d 98 [20 T. M. R. 120] (C. A. 2); Electric Auto-Lite Co. v. 
P. & D. Mfg. Co., 109 F. 2d 566, 567 (C. A. 2); Lewis v. Vendome Bags, Inc., 108 F. 2d 
16 (C. A. 2); Swanson Mfg. Co. v. Feinberg-Henry Mfg. Co., 147 F. 2d 500, 503 (C. A. 2); 
Lucien Lelong, Inc. v. Lander, Inc., 164 F. 2d 395, 397 (C. A. 2); General Time Instrument 
Corp. v. United States Time Corp., 165 F. 2d 853, 854-855 [38 T. M. R. 172] (C. A. 2); 
Zangerle @ Peterson Co. v. Venice Furniture Novelty Co., 133 F. 2d 266 (C. A. 7). 

2. “Without [secondary meaning] or patent protection it was not unfair competition 
merely to copy the plaintiff's purses and sell duplicates of them”; Swanson Mfg. Co. v. 
Feinberg-Henry Mfg. Co., 147 F. 2d 500, 503 (C. A. 2). 

3. See e.g., A. C. Gilbert Co. v. Shemitz, 45 F. 2d 98, 99 [20 T. M. R. 120] (C. A. 2); 
Neufeld-Furst @ Co. v. Jay-Day Frocks, 112 F. 2d 715, 716 (C. A. 2); Nat Lewis Purses v. 
Carole Bags, 83 F. 2d 475, 476 (C. A. 2); White v. Leanore Frocks, Inc., 120 F. 2d 113, 115 
(C. A. 2); Alfred Bell & Co. v. Catalda Fine Arts, 191 F. 2d 99, 104 (C. A. 2). 
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court per Judge Learned Hand, has said it “is an absolute condition to any relief 
whatever that the plaintiff in such cases show that the appearance of his wares 
has come to mean in fact that some particular person—the plaintiff may not be 
individually known—makes them, and that the public cares who makes them, and 
not merely for their appearance and structure. * * * The critical question of fact 
at the outset always is whether the public is moved in any degree to buy the article 
because of its source and what are the features by which it distinguishes that source. 
Unless the plaintiff can answer this question, he can take no step forward; no degree 
of imitation of details is actionable in its absence.”* And this is true we have said, 
even if the defendant copies “‘slavishly”® or “down to the last detail.’’® 


The record contains nothing but affidavits and exhibits. We are in as good a 
position as the trial judge to evaluate such evidence.? We think it does not suffice 
to establish the essential likelihood of consumer-confusion as to source. Standing 
alone, deliberate copying of the appearance of plaintiff’s product (while omitting 
plaintiff’s trade-mark, legend and name) does not prove such likelihood. The only 
significant evidence tending so to prove consists of unsworn statements found in two 
letters sent to plaintiff.* For reasons stated above, there is no evidence of consumer- 


4. Crescent Tool Co. v. Kilborn @ Bishop Co., 247 F. 299 (C. A. 2). 
In Zangerle & Peterson Co. v. Venice Furniture Novelty Co., 133 F. 2d 266 (C. A. 7), the 
court said (per Judge Minton): “To establish secondary meaning, the article itself must be 
so clearly identified with its source that its supply from any other source is clearly cal- 
culated to deceive the public and lead it to purchase the goods of one for that of another. 
To acquire a secondary meaning in the minds of the buying public, an article of merchandise 
when shown to a prospective customer must prompt the affirmation, ‘That is the article I 
want because I know its source,’ and not the negative inquiry as to ‘Who makes that article ?’ 
In other words, the article must proclaim its identification with its source and not simply 
stimulate inquiry about it.” 

In A. C. Gilbert v. Shemitz, 45 F. 2d 98 [20 T. M. R. 120] (C. A. 2), we said that 
“The designs are so similar’ that there would have been an infringement if the plaintiff’s 
patent had been valid. Holding it invalid, we turned to the claim of unfair competition, 
saying that defendants have “the right to copy the * * * design slavishly so long as they 
do not represent that the goods were those of the complainant.” 

6. See Electric Auto-Lite Co. v. P. &@ D. Mfg. Co., 109 F. 2d 566, 567 [38 T. M. R. 172] 
(C. A. 2): “There is nothing unlawful in copying the unpatented products of another dealer 
down to the last detail, except in so far as the resulting similarity may become a means of 
securing his customers through their belief, so induced, that your goods are his.” 

7. We have so held as to written evidence, even after a trial on the merits. See, e.g., 
Lauricella v. United States, 185 F. 2d 327, 328 (C. A. 2); Luckenbach S. Co. v. United 
States, 157 F. 2d 250, 251 (C. A. 2); Kind v. Clark, 161 F. 2d 36, 46 (C. A. 2); The 
Coastwise, 68 F. 2d 720, 721 (C. A. 2); Stokes v. United States, 144 F. 2d 82, 85 (C. A. 2); 
Norment v. Stilwell, 135 F. 2d 132 (C. A. 2); Pfeifer Oil Trans. Co. v. The Ira S. Bushey, 
129 F. 2d 606, 607 (C. A. 2); Bannister v. Solomon, 126 F. 2d 740, 742 (C. A. 2), See also 
Bowles v. Beatrice Creamery Co., 146 F. 2d 774, 780 (C. A. 10); Equitable Life Assurance 
Society of United States v. Irelan, 123 F. 2d 462, 464 (C. A. 9); Dollar v. Land, 184 F. 2d 
245, 248-249 (App. D. C.); Moore Federal Practice (2d ed. 1951) $52.04. 

8. One of the these letters from a distributor to plaintiff, refers to the writer’s attendance 
at the “annual show” of a wholesaler, and adds: “They certainly have a well-rounded display 
and have given nice prominence to Carvel Hall Cutlery, having placed it on an excellent 
stand at the entrance to the displayroom. So far the show has been well attended and sales 
have been fairly good. Up to this time I had not seen any of the products of the firms against 
whom you have just entered suit, but Malco happened to have one of the Oxhead Steak 
Knive Sets, and I was amazed at the way this outfit has copied your product. It is so exactly 
similar that on numerous occasions at the show, various people were heard to say, ‘What is 
that set of a Carvel Hall Cutlery doing down this end of the room. It should be back with 
the balance of the line.” For your information, it was placed seven or eight stalls down from 
the Carvel Hall Display. 

“Upon examination, it is so easy to determine that it is quite an inferior product to 
Carvel Hall Cutlery, and carrying a much lower price, the trade have been continually 
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confusion in the affidavit of one Hussey (an experienced manufacturer’s representa- 
tive) that plaintiffs knives had had “a tremendous consumer-reception” and that 
defendants (“new competitors”) were offering a product which they claimed to be 
and which was similar to plaintiff's at a substantially lower price, with the conse- 
quence that jobbers were withholding orders for plaintiff’s knives. For this affidavit 
served to show merely that defendants began actively to compete with the plaintiff, 
and not at all that consumers were confused or likely to be confused as to source.*4 
We conclude that the trial judge’s findings, so far as they relate to consumer-con- 
fusion, have no adequate support in the record, and that, therefore, the preliminary 
injunction should not have issued. Of course, we do not prejudge the case as it 
may develop in a trial on the merits. 


We have no occasion to consider whether the Lanham Act, 15 U. S. C. 
§$1126(h) (i) applies here. This circuit has not yet decided whether that Act creates 
a new federal right against “unfair competition.” See Cutting Room Appliance 
Corp. v. Empire Cutting M. Co., 186 F. 2d 997 (C. A. 2).9* But even if we assume, 
arguendo, that the Act does apply, we think that it cannot affect our conclusion: 
Under the Act, the likelihood of consumer-confusion remains, just as theretofore, 
the test of secondary meaning. S. C. Johnson @ Son v. Johnson, 175 F. 2d 176, 180 
[39 T. M. R. 557] (C. A. 2). And we believe that the Act does not enlarge the 
common-law meaning of “unfair competition” so as to give rise to a secondary- 
meaning right where the likelihood of consumer-confusion is not proved. “Unfair 
competition” are words of art; and, when the legislature borrows such words, they 
are deemed to retain their previous meaning unless there is a contrary legislative 


inquiring as to why Carvel Hall has to be priced so much above what to their eyes seems 
to be the identical thing. 

“Everyone to whom I spoke agreed that you have taken the correct action, and their 
best wishes are with you.” 

The other letters, from a Long Island, New York, dealer to plaintiff, reads (sc far as 
pertinent) as follows: “I am a little concerned about the guys who copied your steak knives, 
and have had many people tell me that they could buy your knives at $10.00 per set of 6, 
I could not believe this possible, and only got a clear picture when the factory sent me 
pertinent details of the infringement. I trust that this gives you a clear picture of what I 
would like to do regarding Briddel product, and would like to know if the other knives 
are still being sold by the other people, or if they have been restrained, otherwise it will 
certainly slow the sales of Briddel considerably. Let me hear from you soon.” 

8a. One Wright, in an affidavit, says: “General appearance, size, shape and color of 
the two brands of knife sets as displayed in their plastic cases are so nearly identical that 
at first glance they would appear to be the same product. The only obvious difference between 
the two sets laid side by side is the Carvel Hall name imprinted on the transparent cover 
of one, with no brand name showing on the other cover. There is a basrelief plastic 
symbol of a doorway on the Carvel Hall cover and a bas-relief plastic symbol of an oxhead 
on the other.” This is far from saying or showing that there is a likelihood that customers 
will believe that plaintiff’s and defendants’ products were made by the same manufacturer. 
See, e.g., A. C. Gilbert v. Shemitz, 45 F. 2d 99, 100 [20 T. M. R. 120] (C. A. 2); “It is 
to be remembered that the defendants would have the right to copy the Gilbert design 
slavishly so long as they did not represent that the goods sold were those of the complainant.” 

9. Plaintiff put in evidence copies of advertisements, by what plaintiff calls “reputable 
department stores,” of defendants’ product. Plaintiff argues that these advertisements were 
likely to mislead consumers. But, all else aside, there is no proof that defendant was respon- 
sible for this advertising; and there is good reason to believe that those stores knew that 
defendants’ products did not come from the same source as plaintiff's. 

9a. In Dad’s Root Beer Co. v. Doc’s Beverages, Inc., — F. 2d — [41 T. M. R. 149] 
(C. A. 2, November 26, 1951), a majority of the court did not think it necessary to decide 
whether the Lanham Act was applicable, and, on that ground, did not join in the discussion 
of that Act by one member of the court. 
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intention clearly expressed in the statute or its history. See Hoffman v. Palmer, 129 F. 
2d 976, 983 (C. A. 2); Case v. Los Angeles Lumber Co., 308 U. S. 106, 115; Keck v. 
United States, 172 U. S. 434, 446; United States v. Wong Kim Ark, 169 U. S. 649; 
Morissette v. United States,—U.S.—-(decided January 7, 1952). 

Reversed. 

Crark, C. J., (dissenting) : 

The opinion herewith appears to go on grounds of both substance and pro- 
cedure. If, and as, it is a ruling that the rather drastic remedy—under the cir- 
cumstances here—of an injunction should issue only upon more “live” testimony 
than is here, I should be disposed to go along, provided a speedy hearing was 
directed and adequate safeguards were required meanwhile to hold the matter 
in statu quo. For it must be borne in mind that the evidence, whatever it was, 
stood unchallenged on the issue here crucial! except for our own judicial notice of 
the subject of cutlery and it was sufficient to convince an experienced and cautious 
trial judge. It should not therefore be disregarded while we are searching for a 
more complete case—particularly when we are faced with the deliberate copying 
of a widely advertised product, to sell a depreciated article at half price. The 
absence, however, of any suggestions for such interim safeguard,” the substitution 
of upper for lower court findings, and the objections to any possibility of distinctive 
design in cutlery, indeed the strong skepticism expressed as to any secondary mean- 
ing notwithstanding the record, force me to conclude that no “likelihood of con- 
fusion”—the governing requirement—will ever be accepted as possible unless a 
strong showing of actual confusion from the persons confused is made. That means 
that even the rawest copying will not be actionable. And that is new law, as the 
cases cited in the opinion show. 

I wish I could be as certain as my brethren that a green light to “freeriders” 
is of the essence of a competitive society and that we have a duty to carry out this 
high public policy. But, as my opinions show, I am bothered by troublesome doubts. 
Much of modern advertising offends my sensibilities; on the other hand I cannot 
develop enthusiasm for the manufacturer who would rely on the advertising of 
others to market a poorer product, even at lesser price. Placed in such delimma, 
I would like to yield my views of public policy to those closer to both producers and 
consumers than I. I have thought to see such possible definitive instruction in the 
Lanham Trade-Mark Act of 1946, in its emphasis upon remedies against use of 
copies of trade-marked articles “likely to cause confusion or mistake,” 15 U. S. C. 
§1114, or use as to “any goods or services * * * a false designation of origin, or 





1. That of secondary meaning and consumer-confusion. The opinion is in error in 
stating that the two illustrative letters which are quoted were the only significant evidence 
of consumer-confusion. More important was the affidavit of Hussey, president of R. P. 
Hussey Associates for forty years a manufacturers’ representative, that customers, department 
store buyers, and other interested in plaintiff’s line were inquiring as to this 55-per-cent- 
cheaper product and jobbers were holding off from placing further orders. Doubtless Hussey 
should be subjected to cross-examination, but his statement should not be either ignored or 
limited as in the opinion. Of some importance, too, is the affidavit of the expert pointing 
out in detail the several items of surface resemblance, but inner differences of quality, 
between the competing knives. 

2. In granting a stay pending appeal, first a single judge and then this court attempted 
to set such safeguards. Whether or not the attempts were successful, it is significant that 
these are now completely repudiated. 
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any false description or representation,” 15 U. S. C. §1135(a), or even more broadly 
“effective protection against unfair competition,” 15 U. S. C. §§1126(h) (i), 1127.8 
See, e. g., my discussions in Dad’s Root Beer Co. v. Doc’s Beverages, Inc., 2 Cir., 
Nov. 26, 1951 [41 T. M. R. 149], and S. C. Johnson @ Son. v. Johnson, 2 Cir., 
175 F. 2d 176 [39 T. M. R. 557], certiorari denied 338 U. S. 860 §39 T. M. R. One 
does not need to discover an exact remedy for this plaintiff in that Act (though com- 
pare discussion of 15 U. S. C. §1126 in the Root Beer case) to conclude that the 
congressional policy there disclosed is other than that represented in the substantive 
aspects of the decision herewith. 





FLORASYNTH LABORATORIES, INC. v. GOLDBERG ETC. 
No. 10417—C. A. 7—October 31, 1951 


TraDe-Mark INFRINGEMENT AND UNFAIR CoMPETITION—DEFENSES—RES JUDICATA 


Courts—PLEADING AND Practice—Motions To Dismiss 

Material facts or questions judicially determined in one suit may not be tried in 
subsequent action between same parties or their privies, whether cause of action in second 
suit is the same or differs from that in the earlier suit. 

Findings and conclusions on questions necessarily in issue on motion to dismiss prior 
suit between same parties are just as binding as if they were decided after a trial. 

On facts of record, dismissal of complaint on motion, instead of requiring answer 
affirmatively alleging defense of res judicata, affirmed, where prior suit was dismissed 
and second complaint alleged no change in factual or legal situation, except that allega- 
tions of present complaint are limited to period since dismissal of prior complaint. 


Appeal from Northern District of Illinois. 


Trade-mark infringement and unfair competition suit by Florasynth Labora- 
tories, Inc., against Harry E. Goldberg and Stanley J. Goldberg, doing business as 
Flora Essential Oils Co. Plaintiff appeals from dismissal of complaint. Affirmed. 
Brezina & Buckingham and John F. Brezina, of Chicago, IIl., for Plaintiff-Appellant. 
Howard D. Moses, of Chicago, Ill., for Appellee. 


Before Major, Chief Judge, and Kerner and Swain, Circuit Judges. 
Swarm, C. J.: 

This is an appeal from an order of the District Court dismissing the action of 
the plaintiff, filed in 1950, to restrain the alleged unlawful use by the defendants 
of labels and a trade name which were alleged to be “deceptively similar” to the 
trade-mark and the trade name of the plaintiff, and to restrain the unfair com- 
petition by defendants through the use of such labels and trade name. 

The motion to dismiss this complaint alleged that the parties to this suit were 
identical to the parties in a former cause of action which had theretofore been 
adjudicated in the same Court; that the subject matter of the suit was identical 
to the subject matter adjudicated in the former case; that the prayers for relief 
in the two suits were identical; that there was no appeal or writ of error from the 





3. While the last sections cited have not yet received definitive interpretation, the 
first two admittedly broaden a plaintiff’s rights of protection against unfair trade. 
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judgment in the former case and that the judgment in the former case was, there- 
fore, a final bar and res adjudicata to this action between the same parties and 
concerning the same subject matter. 

In the former case, filed in 1948, the plaintiff, a corporation incorporated under 
the name of “Florasynth Laboratories, Inc.,” the principal office and place of 
business of which is located in New York, New York, with branches in several other 
cities throughout the United States, alleged that it was then, and had been for 
more than thirty-three years, engaged in the manufacture and sale of essential oils, 
flavorings, essences, aromatic chemicals and other chemical products to numerous 
customers throughout the United States, which customers included manufacturers 
of perfumes, soaps, flavorings and other chemical products; that in its business the 
plaintiff had used the name “Florasynth Laboratories, Inc.” and its registered trade- 
marks “Florasynth” in connection with the merchandising, advertising and selling 
of its products and had built up a valuable good will which was identified by and 
associated in the minds of the trade and of the purchasing public with its said trade 
name and trade-marks. 

The plaintiff in the former complaint alleged further that in 1947 the defend- 
ants adopted and began using in their business, which was the manufacture and sale 
of products of the same type being manufactured and sold by the plaintiff, the trade 
name of “Flora Essential Oils Co.”; that the chemicals and essential oils manufac- 
tured by defendants were adapted to use by flavoring extract manufacturers, manu- 
facturers of perfumes and soaps and other manufacturers; that the defendants used 
printed labels, with their trade name imprinted thereon, on the containers in which 
they sold their products; that such use of the words “Flora Essential” by defendants 
was an infringement of plaintiff’s registered trade-marks “Florasynth”; that defend- 
ants advertised and sold essential oils and chemicals under the trade name “Flora 
Essential Oils Co.” with knowledge of plaintiff’s rights in its trade name and trade- 
marks and of the products manufactured and sold by the plaintiff, and that defend- 
ants did this with intent to take advantage of plaintiff’s trade name, trade-mark 
property and good will; and that the defendants refused to comply with the plain- 
tiff’s demand that defendants discontinue the use of the name “Flora Essential” in 
connection with the sale and advertising of their products. 

The plaintiff amended its original complaint by alleging further that the goods 
of plaintiff and defendants were sold in containers of similar size and shape; that the 
identity of the source of the products by the defendants’ use of the words “Flora 
Essential” misled the purchasing public into believing that the defendants’ products 
were the products of the plaintiff; and that the deception or confusion of the pur- 
chasing public, including manufacturers and dealers, “has occurred, is presently 
occurring and will continue to occur in ever increasing instances.” 

The 1948 complaint asked that the defendants be enjoined from using in con- 
nection with the manufacture, advertising and sale of such products (1) the words 
“Flora Essential” or any words or marks of identification or trade names deceptively 
similar to the plaintiff's trade name “Florasynth Laboratories, Inc.” or to its trade- 
marks “Florasynth”; and (2) any name, label, container, advertisement or represen- 
tation deceptively similar to the labels, containers and advertisements of plaintiff 











a i TR Te ee En ee 


Pa 2 el 


de Ann 5 


42 T.M.R. FLORASYNTH LABORATORIES v. GOLDBERG 215 





exhibited in this cause. Plaintiff also asked that defendants be enjoined (3) from 
doing any act or thing, or using any name, design or device calculated to induce 
the belief that the defendants’ products are, or are associated with, those of the 
plaintiff; and (4) from in any manner infringing plaintiff's aforesaid registered 
trade-marks or competing unfairly with plaintiff. The plaintiff also asked for treble 
damages under Section 35 of the Trade-Mark Act of 1946, 15 U. S. C. §1117. 

The District Court, on the motion of the defendants, entered a decree dis- 
missing the former amended complaint. The Court there found that the parties 
were using in connection with the sale of their products the trade names alleged in 
the complaint; that the plaintiff was the owner of various registered trade-marks for 
the word “Florasynth,” and had built up valuable good will for its products under its 
trade name and trade-marks; that the defendants, at the time they adopted the trade 
name “Flora Essential Oils Co.” in 1947, knew they were engaged in the manu- 
facture and sale of products in competition with plaintiff's and knew of plaintiff's 
trade-marks and trade names, but refused to discontinue the use of the words “Flora 
Essential” in connection with the sale of their products. 

The District Court concluded that: (1) “Flora” is a descriptive word of exten- 
sive and common use and is not subject to appropriation as a trade-mark. (2) The 
trade name used by defendants, “Flora Essential Oils Co.,” is descriptive of the 
ingredients or characteristics of defendants’ products and does not simulate the name 
of the plaintiff, “Florasynth Laboratories, Inc.” (3) Defendants’ labels in no way 
simulate those of plaintiff. (4) Defendants have not infringed plaintiff’s trade 
name. (5) An ordinary buyer at retail would not be likely to assume from the labels 
that the two products had a common source. (6) Ordinary purchasers buying with 
ordinary caution would not be misled into believing that when they were buying 
defendants’ products, they were in fact purchasing the products of plaintiff. 

No appeal was taken from the decree of the District Court dismissing the for- 
mer complaint. Attached to that former complaint, as exhibits, were sample labels 
used by the plaintiff in its advertisements and on the containers in which its products 
were marketed, and also photographs of defendants’ labels and the bottles in which 
their products were sold. The labels used by the plaintiff were colorful, decorative 
and attractive. They bore the plaintiff’s registered trade-mark and plainly showed 
the plaintiff’s location as being New York, New York. They also stated that plain- 
tiff’s products were “For Manufacturing use only.” The labels used by the defend- 
ants, on the other hand, were on plain white paper with ordinary plain printing in 
black and gave the defendants’ trade name, “Flora Essential Oils Co.,” and their 
Chicago address. The containers used by the defendants were shown to be ordinary 
commercial glass bottles. The present complaint alleges that the products of both 
parties were sold “in necessarily similar containers.” This admission would seem 
to dispose effectively of any charge of unfair competition based on defendants’ use 
of similar containers and would seem to leave as the only basis for the charge of 
unfair competition, the use by the defendants of their trade name, ‘Flora Essential 
Oils Co.” 

In its memorandum opinion dismissing the first complaint, the District Court 
pointed out that the word “Flora” is a descriptive word and is not susceptible to 











216 TRADE-MARK BULLETIN 42 T.M.R. 







being appropriated as a trade-mark, that it was the name of the mythical Roman 
goddess of flowers or blooming vegetation and that as a descriptive word it was 
also used to describe collectively the plant growth of a district or a locality. The 
Court there also pointed out that “essential oils” is a term used in the trade, as 
meaning concentrates taken from flowers and fruits, and that it is also a descriptive 
term which is not susceptible to being appropriated by any person as a trade-mark. 

Most of the allegations of the present complaint are in almost the identical 
language of the allegations in the former complaint and the prayer is in identical 
language. The only actual difference in the two complaints is that the present 
complaint limits the alleged infringements and resulting unfair practices of the 
defendants to the period of time since June 29, 1949, the date the decree dismissing 
the former complaint was entered. The plaintiff contends that because the present 
complaint alleges acts of infringement and unfair competition subsequent to the 
entry of the decree dismissing the former action, the present complaint states a 
new and different cause of action and that, therefore, the dismissal of the present 
complaint on the doctrine of res ajudicata was improper. 

Even if we agree, arguendo, that a complaint alleging tortious acts of the same 
type as those alleged in a former complaint, but occurring subsequent to the entry 
of a judgment in the former action, presents a new and different cause of action, 
we may still have an adjudication of basic factual questions presented in and decided 
by a judgment on the first complaint which is binding on the parties in the second 
action. Such is the case here. 

Here the tortious acts alleged by plaintiff in both complaints were tortious 
only if the alleged use by defendants of their trade name, “Flora Essential Oils Co.,” 
was improper as constituting an infringement of plaintiff’s trade-marks or as being 
deceptively similar to plaintiff’s trade name. Both of these fundamental underlying 
questions were expressly decided against the plaintiff in the dismissal of the former 
action. The former complaint alleged, and the Court found, that defendants’ 
products were “adapted to various uses” by manufacturers. Buyers for manu- 
facturers would, of course, be more discriminating than retail purchasers. Yet the 
Court found that even “ordinary purchasers buying with ordinary caution would 
not be misled into believing that when they were buying defendants’ products, 
they were in fact purchasing the products of plaintiff.” If the decision of the 
District Court on these questions was correct, it is binding on the plaintiff in the 
present action. Since no appeal was taken from the former judgment, we cannot 
now, in this second action, question the correctness of the decision in the first 
action. Sacks v. Stecker, 62 F. 2d 65, 67. 

It is fundamental that material facts or questions judicially determined in one 
action by a judgment may not be tried in a subsesquent action between the same 
parties or their privies, whether the second action is upon the same or a different 
cause of action as the earlier action. Otis and Company v. Securities and Exchange 
Commission, 176 F. 2d 34, 37, reversed on other grounds, 338 U. S. 843; 30 Am. 
Jur. Sec. 178, p. 920-923. The defendants’ motion to dismiss the prior action 
admitted that defendants deliberately adopted and used the trade name “Flora 
Essential Oils Co.” with full knowledge of plaintiffs trade name, trade-marks and 








rh Ia Het cs 


SRNL Ae AE I PR oh SRD a BM ss 





42 T.M.R. HY-V COMPANY v. CAMPBELL SOUP 217 


established good will and that defendants did this with intent “to take advantage 
of plaintiff’s trade name, trade-mark property and good will.” The findings and 
conclusions of the Court on questions necessarily in issue on such a motion are 
just as binding as if the questions had been decided after a trial of such issues. 
S.S. Kresge Co. v. Winget Kickernick Co., 96 F. 2d 978, 986-988 [28 T. M. R. 342]. 
Commissioner of Internal Revenue v. Sunnen, 333 VU. S. 591, 598. 

The plaintiff also objects to the fact that the Court below dismissed the com- 
plaint on a motion to dismiss the complaint as not stating a cause of action as 
provided by Rule 12(b) (6), Federal Rules of Civil Procedure, 28 U. S. C., instead 
of requiring an answer alleging the affirmative defense of res adjudicata as provided 
for by Rule 8(c) F. R. C. P. 

Here the motion to dismiss did allege the facts on which the defense was based. 
The facts alleged were shown to be true by the Court’s own records. The plain- 
tiff insists that a court should not dismiss an action on the ground of res adjudicata 
“after nothing more than comparison of the respective complaints of the two cases 
and without consideration of any other essential matter in the second action.” 
Here, however, the District Court had before it its entire record, including the 
memorandum opinion, findings and conclusions, on which the dismissal of the 
first action was based. This showed that there had been an adjudication in the 
former action on the underlying factual questions on which the second complaint 
was necessarily based. The decision on those questions against the plaintiff was 
determinative of the second complaint which alleged no change either in the factual 
situation or in the law. 

The plaintiff admits “that certain exceptions have been made to the general 
rule (requiring an affirmative answer pleading res adjudicata) and that in certain 
instances a motion to dismiss on the ground of res adjudicata may be appropriate,” 
but says that “controlling factual identities for the purpose of res adjudicata must 


be clearly shown and cannot rest on mere assertion and speculation.” Here, how- 


ever, we have much more than assertion and speculation. Here the defendants’ 
motion to dismiss alleged facts, shown to be true by the Court’s own records, which 
constituted a complete defense to the action alleged in the complaint. In W. E. 
Hedger Transportation Corporation v. Ira S. Bushey & Sons, 186 F. 2d 236, 237, 
the court stated that in such a case, “* * * there appears no good reason why an 
answer should be first required.” 

The order of the District Court is affirmed. 


HY-V COMPANY, INC. v. CAMPBELL SOUP COMPANY 
No. 5830—C. C. P. A.—December 18, 1951 


TraDE-Marks—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Canned fruit juices for food purposes and combination of 8 vegetable juices and 
canned mixed vegetable juices to be served cold or used as a soup preparation, held goods 
of the same descriptive properties. 
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TRADE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“hy-V” held confusingly similar to ““V-8,” used on similar goods. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Campbell Soup Company against hy-V Company, 
Inc. Applicant appeals from decision sustaining notice of opposition. Affirmed. 
Thomas L. Mead, Jr., William E. Schuyler, Jr., and Francis C. Browne (Jewett, 

Mead, Browne & Schuyler of counsel) for Applicant-appellant. 

Watson, Johnson, Leavenworth & Blair (Ellis W. Leavenwort, Leslie D. Taggart, 
and Tracy R. V. Fike of counsel) for Appellee. 

Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON and 
Wor ey, Associate Judges. 

Garrett, C. J.: 

This is an appeal from the decision of the Commissioner of Patents, speaking 
through the Assistant Commissioner, affirming that of the Examiner of Inter- 
ferences in a trade-mark opposition proceeding (86 U. S. P. Q. 217). 

March 12, 1947, appellant, hy-V Company, filed its application, serial No. 
518,889, in the Patent Office for the registration, under the Trade-Mark Registra- 
tion Act of 1905, of the notation “hy-V” as a trade-mark for “canned fruit juices 
for food purposes,” continuous use of the mark being alleged “since January 7, 
1947.” 

April 28, 1948, appellee, Campbell Soup Company, filed notice of opposition 
to the registration so sought. In the notice appellee alleged ownership and use 
by itself and predecessors in business of two registered trade-marks, the first being 
the notation “V-8” for a “COMBINATION OF EIGHT VEGETABLE JUICES,” 
which was registered in the name of New England Products, Inc., January 25, 1938, 
upon an application, serial No. 397,587, filed September 20, 1937, and the second 
being the same notation registered in the name of Standard Brands Incorporated 
as a trade-mark for “CANNED MIXED VEGETABLE JUICES WHICH MAY 
BE SERVED COLD OR USED AS A SOUP PREPARATION.” The latter mark 
was registered October 15, 1946, upon an application, serial No. 498,803, filed 
January 25, 1946. 

Appellee’s ownership of the registrations by transfers, duly recorded in the 
Patent Office, is not questioned by appellant, nor was any question raised as to 
the matter of prior user. 

We think the respective marks may be visualized readily from the description 
of them given in the brief for appellant as follows: 

* * * each of the lower case letters “h” and “y” is approximately two-thirds of the 
height of the letter “V” and the width of each of the lower case letters “h” and “y” 

is approximately one-half of the width of the letter “V,” the over-all width of the 
lower case letters “hy” being approximately equal to the over-all width of the letter 
“V” and the over-all height of the letters “hy” being nearly the same as the height of 

Ge eee “Vo” FS 

* * * [In appellee’s mark] the letter “V” is positioned at a slightly higher level than 

the numeral “8,” the letter “V” and the numeral “8” being of approximately the 
same size, separated by a hyphen, and shown in two dimensions; * * *. (Italics 
quoted). 
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From the descriptions so given it is obvious to an observer, whether he be a 
careful observer or a casual observer, that the letter “V” as arranged in both marks 
constitutes the conspicuous feature of each. 

So far as the goods of the respective parties are concerned—that is, the “canned 
fruit juices for food purposes” of appellant, and the (1) “combination of eight 
vegetable juices” and (2) “canned mixed vegetable juices which may be served 
cold or used as a soup preparation” of appellee—we regard them as goods having 
the same descriptive properties in the sense of the registration statute as the phrase 
“same descriptive properties” has been construed so often by this and other courts. 

We think there was no error in the decisions sustaining the opposition and 
the decision appealed from is affirmed. 

Jounson and Wor ey, JJ., dissent. 


HELENA RUBINSTEIN, INC. v. RICHARD HUDNUT 
No. 5831—C. C. P. A.—December 18, 1951 


TraDE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“HR” held confusingly similar to “RHR,” used on similar goods, under 1905 Act. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Richard Hudnut against Helena Rubinstein, Inc. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 
Otto Nordon for applicant-appellant. 

Robert B. Clark (Arnold B. Christen of counsel) for appellee. 

Before Garrett, Chief Judge, and Jackson, O’CoNnNELL, JoHNsoN, and 
Wor tey, Associate Judges. 

Wor ey, J.: 

This is an appeal in a trade-mark opposition proceeding from the decision 
of the Commissioner of Patents, 86 U. S. P. Q. 221, sustaining the decision of 
the Examiner of Interferences adjudging that applicant is not entitled to the 
registration for which it has made application. 

Appellant, Helena Rubinstein, Inc., filed its application for registration of 
the mark “HR,” under the Trade-Mark Act of February 20, 1905, on May 29, 
1947, Serial No. 523,264, “For Lipstick Cases and Rouge Boxes.” On October 11, 
1947, this application was amended to read “for Lipstick cases containing lipstick, 
Rouge boxes containing Rouge, Lipstick refills and Rouge Refills.” The mark was 
passed for publication and appeared in the Official Gazette, Vol. 605, No. 2, on 
December 9, 1947. 

Appellee, Richard Hudnut, filed notice of opposition on January 3, 1948, 
alleging ownership of the trade-mark “RHR” which was registered October 29, 
1912, and renewed October 1932, No. 88,880, for use on his entire line of cos- 
metics which include the identical items listed by appellant; that both his goods 
and that of appellant are sold through the same channels to the general public; 
that the goods of both parties are of the same descriptive properties; and that 
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section 5 of the Trade-Mark Act of 1905 specifically bars registration of appellant’s 
mark. 

Both parties took testimony and numerous exhibits were offered in evidence. 

It is conceded by the parties that appellee’s use of his mark is long prior to 
that of appellant’s and that the marks of the parties are used on identical goods, 
therefore, the only issue before this court is whether appellant’s mark “HR” is 
confusingly similar to appellee’s trade-mark “RHR.” 

Both marks in issue are of a monogrammatic design. Appellant’s mark con- 
sists of the letters H and R joined by the adjacent vertical lines of the letters. 
Appellee’s mark consists of the letters R, H and R, and, as described by the 
examiner, “The letters ‘R,’ the first of which is in reverse form, are displayed in 
script, and are joined to, and form a part of, the letter ‘H,’ which is displayed in 
block type lettering.” 

In his brief, counsel for appellant contends “that where letters or figures are 
intertwined, in monogram form or otherwise, so that the ordinary letters of the 
alphabet are not directly recognizable, the letters lose their significance and should 
be treated as a design, the same as hieroglyphics. (Italics quoted). 

In answer to that contention, the examiner in his decision stated: 

* * * While the initial letter “R” of the opposer’s mark, by reason of its reversed 

position, at first glance appears to be a fanciful design, the mark as a whole con- 

sists of a letter monogram about as obviously as does that of the applicant, and the 


second letters “HR” thereof appear to be substantially as readily identifiable as such 
as the identical letters of which the applicant’s mark is composed. * * * 


This court has consistently held, as have the tribunals of the Patent Office, 
that when letters of the alphabet, or a combination of letters, used as trade-marks, 
are so nearly alike that their concurrent use upon goods of the same descriptive 
properties would be likely to cause confusion in the minds of the purchasing public, 
the opposition must be sustained. It is unnecessary that we cite decisions in support 
of this statement. 

We find no error in the decision of the Commissioner of Patents and it is 
accordingly affirmed. 

Garrett, C. J., did not participate in the consideration or decision of this case. 


NORTH STAR MANUFACTURING CO. v. WELLS LAMONT 
CORPORATION 


No. 5813—C. C. P. A—December 18, 1951 


TrapDE-Marks—ConFUSING SIMILARITY—GENERAL 
Likelihood of confusion from similar marks is largely a matter of opinion; and prior 
decisions are of little value because each case must rest upon its own facts. 
In determining question of likelihood of confusion, the marks must be considered 
in their entireties, including descriptive as well as disclaimed portions. 


Trape-Marxs—Marks Not ConFusincLty Sim1LarR—ParTICULAR INSTANCES 
“White Ox,” the word “White” being disclaimed, held not confusingly similar to 
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composite mark consisting of representation of head of mule and the words “White Mule” 

and “It’s Tough,” used on identical goods, under 1905 Act. 

Appeal from Commissioner of Patents. 

Trade-mark opposition by Wells Lamont Corporation against North Star 
Manufacturing Co. Applicant appeals from decision sustaining notice of opposition. 
Reversed. 

Harvey B. Jacobson (John H. Lewis, Jr., of counsel) for Applicant-appellant. 
Parry & Miller (Edmund H. Parry, Jr., of counsel) for appellee. 

Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JoHNsOoN, and 
Wor ey, Associate Judges. 

Jounson, J.: 

This is an appeal in a trade-mark opposition proceeding from the decision 
of the Commissioner of Patents, 84 U. S. P. Q. 486, affirming the decision of the 
Examiner of Interferences sustaining appellee’s notice of opposition to appellant’s 
application for registration of the notation “White Ox” as a trade-mark for use on 
work gloves, and holding that appellant was not entitled to register the mark under 
section 5 of the Trade-Mark Act of February 20, 1905, 33 Stat. 725, 15 U. S. C. 85. 

In its application for registration, appellant alleged that it has continuously 
used its mark on its goods since 1930. 

In its notice of opposition, dated February 19, 1948, appellee alleges ownership 
and registration of a composite trade-mark, for use on work gloves, comprising 
a pictorial representation in profile of the head of a mule, together with the words 
“White Mule” and “It’s Tough,” the words “White Mule” being under the mule 
head and the words “It’s Tough” being under the words “White Mule;” that the 
words “It’s Tough” have been disclaimed; that it has for many years, and is now, 
engaged in the production and distribution of work gloves; that long before the 
adoption by appellant of the trade-mark herein opposed and appellant’s first use 
of said trade-mark, appellee adopted its trade-mark for work gloves and continuously 
since its adoption appellee has used and is now using its trade-mark on work gloves 
in intrastate and interstate commerce throughout the United States; that it is the 
present owner of its said trade-mark and Reg. No. 251,327 granted it under its former 
name Wells-Lamont Manufacturing Co. on January 1, 1929; that its trade-mark 
has never been abandoned and that said registration is still outstanding and uncan- 
celled; that its gloves have been extensively sold and its trade-mark has long been fa- 
miliar to the purchasing public as associated with opposer’s business and indicating 
gloves originating with opposer; that the goods of the respective parties are not only of 
the same descriptive properties but are identical goods and that both are sold 
through the same outlets and to the same class of customers; that the mark sought 
to be registered by appellant so closely resembles the trade-mark of opposer as to 
be reasonably likely to cause the purchasing public to confuse the source of origin 
of the goods; and, that the grant of registration to appellant of its aforementioned 
trade-mark is likely to cause great damage and injury to appellee. 


1. Sec. 6, Trade-Mark Act of 1905, 33 Stat. 726, 15 U.S.C. 86 provides: “* * *. Any 
person who believes he would be damaged by the registration of a mark may oppose the same 
by filing notice of opposition, stating the grounds therefor, in the Patent Office within thirty 
days after the publication of the mark sought to be registered, * * *.” 
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In its answer, dated June 11, 1948, appellant admitted the issuance to appellee 
of United States Trade-Mark Registration No. 251,327, but denied that appellee 
has been legally injured or that the public is likely to be confused by the concurrent 
use of the involved marks. Appellant denied all other allegations of appellee’s 
notice of opposition and “leaves the opposer to its proof thereof.” 

Neither party took testimony but it was stipulated by counsel for the respective 
parties that appellee has been in the business of manufacturing and selling work 
gloves from at least as early as 1919 continuously down to the present time; that 
appellee has continuously sold work gloves under its trade-mark since the later part 
of 1927 continuously down to the present time; that such sales have been to the 
purchasing public, through retail stores through which work gloves are commonly 
sold, in large volume and nationally throughout the United States; that Trade-Mark 
Reg. 251,327 was granted to appellee January 21, 1929 under its former name Wells- 
Lamont Manufacturing Co. and is still outstanding and uncancelled; and, that a 
copy of appellee’s trade-mark will be in evidence, as well as Exhibit 1, being one of 
appellee’s work gloves and Exhibit 2, being one of appellee’s cartons in which its 
work gloves are sold. 


Appellant has disclaimed the word “White” apart from its mark as shown. 


Both appellant and appellee stated in their briefs before this court that the 
only issue here is whether or not the trade-marks “White Ox” and “White Mule” 
are confusingly similar as applied to work gloves. The stipulation of facts by the 
parties similarly confines the case to this particular issue. Thus it will be seen that 
the only issue here presented is whether or not the involved trade-marks so resemble 
one another as to be reasonably likely to cause confusion or mistake, or to deceive 
customers, when applied to the same goods. 

The examiner held the involved marks to be confusingly similar and in his 
decision stated: 
These marks, considered in their entireties, are deemed to be quite similar in 

general significance, in that both suggest domesticated working animals noted for 

strength and durability; and this similarity in the general impressions conveyed 
thereby is considerably enhanced by the use as prefixes of the identical color desig- 
nation “White.” In their essentials, it is believed that such notations are closely 
comparable to the marks “Lion Head” and “Wolf’s Head” involved in the case 

of Gilmore Refining Co. v. Wolverine-Empire Refining Co., (445 O. G. 775, 69 

F. (2d) 532, C.C. P. A.) * * *, 

The commissioner agreed with the reasoning of the examiner and affirmed 
the examiner’s decision. 

In the case of Gilmore Oil Co., Ltd. v. Wolverine-Empire Refining Co., 21 
C. C. P. A. (Patents) 943, 69 F. (2d) 532, 21 U. S. P. Q. 41, cited by the 
examiner, the involved marks were both composite marks. One was comprised 
of a pictorial representation in full face of the head of a lion with wide-open 
mouth, together with the words “Lion Head” which appeared to the immediate 
right of the lion’s head. The other mark comprised a pictorial representation in 
profile of the head of a wolf with wide-open mouth, together with the words 
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“Wolf’s Head,” the word “Wolf’s” being to the left, and the word “Head’ to the 
right of the wolf’s head. 

It will be noted that both marks involved were composite marks comprising 
a pictorial representation plus words, and each having a pictorial representation 
of the head of a wild animal with wide-open mouth. A careful reading of the 
opinion in that case, in which one judge dissented, leads us to believe that the 
majority of the court placed great weight on the over-all similarity of the arbitrary 
and fanciful pictorial representation of the animal head used by each party, and 
that it regarded this to be the dominant feature of each of these marks, especially 
when the word “Head” was used with it in the manner discussed above. This is 
shown by the following statement of the court: 

The fundamental idea, we think, in the adoption and use of appellee of its 
mark, was to convey to the purchasing public that its oil could, and should, be 


identified by the head of an animal. [Italics the court’s.] It chose as its symbol the 
head of a wolf, and, in connection therewith, used the words “Wolf’s Head.” 


Substantially the same motive actuated appellant in the adoption of its involved 
trade-mark, * * * It chose the representation of the head of a lion and the words 
“Lion Head,” in order that its oil might be sold, and become known, as “Lion Head 
Oil.” Some purchasers desiring appellee’s oil would, of course, remember the precise 
name “Wolf’s Head.” Many, however, due to the arbitrary and peculiarly fanciful 
character of the mark, would likely have in mind only that the oil they desired was 
known as an animal’s head motor oil. [Italics ours.) Under such circumstances, * * * 
the registration and use by appellant of its mark would be likely to lead to con- 
fusion, * * *. 


The trade-marks in issue here, however, are simply composed of a plurality of 
words. In view of this, we consider the Gilmore case distinguishable from the case 
at bar. 

We have repeatedly held that prior decisions are of little value in an opposition 
proceeding because each case must rest upon its own distinctive facts. Likelihood of 
confusion from similar marks is largely a matter of opinion. The Crown Overall 
Manufacturing Company v. Desmond’s, 37 C. C. P. A. (Patents) 1118, 182 F. (2d) 
645, 86 U.S. P. Q. 166; George Ziegler Company v. Tom Huston Peanut Company, 
37 C. C. P. A. (Patents) 947, 181 F. (2d) 237, 85 U.S. P. Q. 242. In the case of 
Gilmore Oil Co., Ltd. v. Wolverine-Empire Refining Co., supra, in discussing the 
inapplicability of prior decisions cited by the appellant, the court said: “* * * in 
view of the fact that in this case, as in all cases of this character, the issues must 
be determined in accordance with the peculiar facts and circumstances of record, 
those decisions are not determinative of the issues here.” 

The likelihood of confusion in the minds of the purchasing public as to origin 
of the goods it purchases because of the similarity of marks is the test applied by 
this court in opposition proceedings. Nestle’s Milk Products, Inc. v. Baker Importing 
Company, Inc., 37 C. C. P. A. (Patents) 1066, 182 F. (2d) 193, 86 U. S. P. Q. 
80; Standard Laboratories, Inc. v. The Proctor and Gamble Co., 35 C. C. P. A. 
(Patents) 1146, 167 F. (2d) 1022, 77 U.S. P. Q. 617. 

The marks must be considered in their entireties, Apollo Shirt Co. v. The 
Enro Shirt Co., Inc., 35 C. C. P. A. (Patents) 849, 165 F. (2d) 469, 76 U.S. P. Q. 
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329; Miles Laboratories, Inc. v. Foley and Co., 32 C. C. P. A. (Patents) 714, 144 
F. (2d) 888, 63 U. S. P. Q. 64. 

The court in considering contested trade-marks in their entireties may take 
notice of descriptive as well as disclaimed portions despite the rule that the 
validity of registered marks which are merely descriptive is not to be challenged 
in opposition proceedings. West Disinfecting Co. v. Lan-O-Sheen Co., 35 C. C. P. A. 
(Patents) 706, 163 F. (2d) 566, 75 U. S. P. Q. 77. A descriptive word, having 
little trade-mark significance, will not be regarded as the dominant part of a mark. 
Atlantic Seafood Packers v. Florida Fruit Canners, Inc., 35 C. C. P. A. (Patents) 
985, 166 F. (2d) 586, 77 U. S. P. Q. 96. 

We consider the words “Mule” and “Ox” to be the dominant part of the 
involved marks. The words “Mule” and “Ox” are not similar; they do not look 
alike or sound alike, and, considering the marks in their entireties, we do not 
consider them to be confusingly similar and do not think their concurrent use would 
be likely to cause confusion in trade. 

The decision appealed from is reversed. 

O’Conne_ELL, J. dissents. 




















MISSION DRY CORPORATION v. THE SEVEN-UP COMPANY 
No. 5826—C. C. P. A.—December 18, 1951 










Trape-Mark Act oF 1946—ABANDONMENT—SeEcTIONS 14 AND 45 
CaNCELLATIONS—Basis OF RELIEF—ABANDONMENT 
On facts of record, appellant held to have abandoned its mark, “Charge Up,” in 1939. 
Section 14 of 1946 Act held to provide for cancellation of abandoned registration 
whether or not there is confusing similarity between marks of the parties. 









CANCELLATIONS—DEFENSES—LACHES, ACQUIESCENCE AND EsTOPPEL 

On facts of record, defenses of laches, acquiescence and estoppel held not available 
to appellant which, upon protest of appellee, abandoned, in 1939, mark registered in 1938 
and then resumed use in 1946 resulting in present proceeding by appellee being instituted 
in 1947. 














Appeal from Commissioner of Patents. 
Trade-mark cancellation proceedings by The Seven-Up Company against 
Mission Dry Corporation. Petitioner appeals from cancellation of registration. 
Affirmed. 

Albert J. Fihe (Munson H. Lane, of counsel) for Petitioner-appellant. 

John H. Cassidy for appellee. 

Before Garrett, Chief Judge, and Jackson, O’ConNELL, JoHNsoN and 
Wor ey, Associate Judges. 

Jackson, J.: 

On May 2, 1938, appellant filed its application, serial No. 405,933 to register 
the trade-mark “Charge Up” as applied to non-alcoholic, maltless beverages used 
as soft drinks, together with syrups and extracts for preparing the same. The mark, 
bearing No. 360,613, was registered September 20, 1938. 
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Appellee petitioned the Commissioner of Patents to cancel the registration of 
appellant’s mark on November 7, 1947 under the provisions of the Trade-Mark 
Act of 1946. Appellee, in its petition, alleged that it adopted and began the use 
of the trade-mark “Seven Up” or “7 Up” for non-alcoholic beverages and for 
extracts and flavors therefor on or about August 7, 1928; that it is the owner 
of six registered trade-marks each of which includes the mark “Seven Up” or 
“7 Up” the first of which was issued February 5, 1929 and the last December 11, 
1945; that the goods of the respective parties possess identical characteristics and 
that appellant’s mark so nearly resembles the marks of appellee as to be likely to 
cause confusion in trade; and that appellant, upon the request of appellee, 
abandoned the use of the mark on or about November 14, 1939. 

Appellant, in its answer to the petition, admits the ownership of the regis- 
tered marks to be in appellee; denies that the involved marks are in any way 
similar or that confusion and mistake would result due to their concurrent use; 
and denies that the mark of appellant had ever become abandoned. Appellant 
also alleged that if appellee ever had any rights in the premises it has been guilty 
of gross laches in bringing this proceeding so as to bar the attempt to cancel 
appellant’s mark. 

Testimony and briefs were filed by the parties who were represented at the 
hearing before the Examiner of Interferences. 

It is clear from the evidence that the beverages and extracts of the parties 
are identical in a trade-mark sense. It also appears that on July 13, 1937 appellant 
used as a trade-mark the expression “Charge-er” or “Charger” for which it obtained 
registration No. 353,414. 

Appellee first learned of appellant’s use of the mark “Charge Up” sometime 
prior to November 14, 1939, during a convention of the American Bottlers of 
Carbonated Beverages held in San Francisco, California. At that time appellee 
gave notice to the then president of appellant that the use of the mark “Charge 
Up” was an infringement of appellee’s mark. Shortly thereafter, the president 
of appellant corporation under date of November 14, 1939, sent a letter to 
appellee in which the following appeared: 

However, since you expressed yourself as being somewhat displeased with our 
contemplated use of the word “Charge-Up” we have so changed our trade-mark 


for this particular product that the word “Up” has been entirely eliminated. Because 
of this decision on our part we have not forwarded any Charge-Up bottles to St. Louis 


as previously promised. 
That letter was acknowledged by appellee on November 17, 1939 in which it 


was stated: 
We have your letter of November 14th and are glad you are making the change 
eliminating the word “Up” from your drink “Charge Up.” 


It appears that no further use was made of the mark “Charge Up” by appellant 
until the early part of 1946 when it once more began the use of the mark. That 
date was about five years subsequent to the death of the president of appellant 
who had received notice from appellee that the use of the mark “Charge Up” was 
an infringement of appellee’s marks. 
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The Examiner of Interferences, in his decision, held that the circumstances of 
the case indicated to him that the recognition by appellant in 1939 of the trade- 
mark rights of appellee and the following non-use by appellant of its mark until 
1946 in deference to such rights, relieved appellee during that time of any obliga- 
tion to take further action against appellant and, accordingly, appellant was estopped 
from invoking the doctrine of laches as a bar against whatever rights appellee had 
in the premises. In support of that holding the examiner cited Rothman et al. v. 
The Greyhound Corp. et al., 175 F. (2d) 893, 82 U.S. P. Q. 143; Vita-Var Cor- 
poration v. The White Company, 76 U. S. P. Q. 267; Saperstein v. Grund, 85 
F. Supp. 647, 82 U.S. P. Q. 67. 

The examiner then considered the grounds for cancellation with respect to 
the confusion in trade clause. Since there was no question but that appellee was 
the prior user and because the parties are clearly competitive there only remained 
for consideration, in the opinion of the examiner, the question of whether the 
involved marks are confusingly similar. He held that while identical portions of 
the marks are unlike in some respects, considered in their entireties, the resemblances 
between them predominate over their differences and therefore their concurrent use 
by the parties would be reasonably likely to cause confusion in trade. The examiner 
further held that the record was not sufficient to support the contention of appellee 
that appellant abandoned its mark and sustained the petition for cancellation on 
the ground that the marks were confusingly similar. 


On appeal, the Commissioner of Patents, through Assistant Commissioner 


Joe E. Daniels, affirmed the decision of the Examiner of Interferences (86 
U. S. P. Q. 263). The Assistant Commissioner held that the non-use by appellant 
of the mark “Charge Up” was not merely temporary, but was an intentional and 
complete discontinuance of its use and, as shown by the letter of November 14, 1939, 
there was a definite intent on the part of appellant to eliminate the mark. 


The Assistant Commissioner then properly stated that when the use of a 
mark is discontinued with intent to abandon, it constitutes an immediate abandon- 
ment and the continuance of non-use in this case from 1939 until 1946 indicated 
an intention to abandon even though such abandonment had not been specifically 
expressed. That holding of the Assistant Commissioner is in accord with Section 45 
of the Trade-Mark Act of 1946, which was cited in the Commissioner’s decision, 
reading as follows: 

Sec. 45. Construction and definitions 


In the construction of this Act, unless the contrary is plainly apparent from 


the context— 
- * . * * 


Abandonment of mark. A mark shall be deemed to be “abandoned”— 


(a) When its use has been discontinued with intent not to resume. Intent not 
to resume may be inferred from circumstances. Non-use for two consecutive years 
shall be prima facie abandonment. 

(b) When any course of conduct of the registrant, including acts of omission as 
well as commission, causes the mark to lose its significance as an indication of origin. 


* * * a * 
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The Assistant Commissioner further noted that Section 14 of the Act pro- 
vides for the cancellation of a registration of any mark which has been so abandoned 
and therefore the registration of appellant should be cancelled whether or not 
there was confusing similarity between the marks of the parties. 

It was the opinion of the Assistant Commissioner that because of his holding 
with respect to abandonment it was not necessary to consider the question of con- 
fusing similarity. He stated that appellant by its conduct conceded the similarity 
of the marks and therefore any doubt would be resolved against it. It was his 
further opinion that the announcement of the resumption of the “Charge Up” 
mark of appellant was made by reason of the popularity of another soft drink on 
the market which, on the record here, must have referred to the product of appellee. 

With respect to the allegation of counsel for appellant that the petition for 
cancellation should be dismissed for the reason that appellee did not bring the 
proceeding before an earlier date, the Assistant Commissioner observed that even 
though an earlier action to cancel might have been appropriate, in view of the 
abandonment of appellant, as above referred to, the failure of appellee to bring 
such action because of the seemingly specific abandonment of the mark, could not 
adversely affect the right of appellee to the cancellation sought and no equitable 
principle of laches, acquiescence, or estoppel could be pursued against appellee 
by reason of appellant’s conduct. 

It is very clear to us that the reasoning of the Assistant Commissioner is without 
flaw. We cannot understand how proof of abandonment could have been more 
strongly admitted by appellant unless the word ‘‘abandon” had been used specifically. 

In view of our conclusion we do not think it necessary to determine whether 
the marks of the parties are confusingly similar. 

It is contended in the brief of counsel for appellant that the discontinuance of 
the mark “Charge Up” was temporary and was on the orders of a single individual 
without the consent of the Board of Directors of the corporation and by reason 
of the personal promise given to the president of appellee. Counsel therefore urge 
that such action of the persident of a corporation canont be considered the act 
of the corporation and appellant company should not be bound thereby. We cannot 
agree with that contention. The facts are that the mark “Charge Up” was used on 
appellant’s product for the period of only a few months. It was then discontinued 
and not used again until approximately five years subsequent to the death of 
appellant’s president. It seems «lear to us that the long use of the mark “Charge-er” 
or “Charger” which was substituted for the mark “Charge Up” surely must have 
been known to the officers of the corporation and there is nothing in this record 
to indicate that the president of appellant was not acting within the scope of his 
authority when he agreed that the mark “Charge Up” was confusingly similar to the 
marks of appellee. 

In our opinion, the record shows that appellant definitely abandoned the use 
of the mark “Charge Up” and therefore the case of Korona Spice Corp. v. Kuczor. 
77 U.S. P. Q. 172 is not in point. Nor can we hold that the record here indicates 
a mere non-use of a trade-mark for a limited period and, therefore, the case of 
H. H. Meyer Packing Co. v. The E. Kahn’s Sons Co., 1 U. S. Pat. Q. 229 cited 
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by counsel for appellant is not applicable. Neither is the case of The Rosemaid v. 
Rose Bros. Co. v. Sam Rosenberg & Co., 2 U. S. Pat Q. 125 of avail in support 
of the contention of counsel for appellant. 

In view of what has hereinbefore been set out, the decision of the Commissioner 
is affirmed. 





FRED H. MOORE, ETC. v. THE PROCTOR & GAMBLE COMPANY 
No. 5817—C. C. P. A.—December 18, 1951 


TRADE-Marks—Goops oF THE SAME Descriptive PRopERTIES—GENERAL 

Fact that goods of the parties are sold in same establishments to same class of pur- 
chasers, while not controlling, held entitled to substantial weight in determining question 
whether goods are of the same descriptive properties. 

Terms “same class” and “same descriptive properties” held synonymous as used in 
section 5 of 1905 Act and these terms were intended to be given limited or extended 
meaning and application depending on whether or not use of identical or similar marks 
would be likely to cause confusion as to origin. 


TraDE-Marxs—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Louse powder for poultry, livestock and dogs held goods of the same descriptive 
properties as pulverant or granulated soap. 


OpposiTions—Basis OF RELIEF—-GENERAL 
Issue in opposition does not require proof of damage as result of actual confusion, 
but only that likelihood of confusion may exist. 


TraDE-MarKs—ConFUSING SIMILARITY—PARTICULAR INSTANCES 
“Duz Mor” held confusingly similar to “Duz”’ and to slogan ‘Does More,” used 
on similar goods, under 1905 Act. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by The Proctor & Gamble Company against Fred H. 
Moore (Hilltop Laboratories, Inc., assignee, substituted). Applicant appeals from 
decision sustaining notice of opposition. Affirmed. 

Parry, Miller & Peverill (Edmund H. Parry, Jr., of counsel) for Applicant-appellant. 
Allen & Allen (Erastus §. Allen, of counsel) for appellee. 

Before Garrett, Chief Judge, and Jackson, O’CoNnNELL, JOHNSON and 
Wor ey, Associate Judges. 

O’ConneELL, J.: 

This is an appeal from the decision of the Assistant Commissioner of Patents, 
85 U. S. P. Q. 176, acting for the commissioner in an opposition proceeding insti- 
tuted by appellee, owner and prior user of the mark “Duz,” together with the slogan 
“Does More,” against the registration of appellant’s mark “Duz Mor.” 

“Duz Mor” has been used since March of 1943 by appellant or its assignor 
in the sale in packages of louse powder for poultry, livestock and dogs. Appellee’s 
mark on the other hand has been registered since September 21, 1920, and used 
by appellee or its predecessors continuously and exclusively, in the sale of pulverant 
or granulated soap in packages for general laundry purposes designed primarily to 
clean towels, garments, linens, dishes, household utensils, appliances, woodwork, etc. 
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Appellee took testimony and by its witnesses and documentary evidence estab- 
lished, in connection with the use of “Duz” on the packages, that appellee has 
likewise used in a trade-mark sense, or analogous thereto, the collateral term “Does 
More” not only on the packages themselves but also in nationwide advertising, 
including nationally-known magazines, the press, and the radio. Appellee, by the 
expenditure of tens of millions of dollars in recent years for advertising, as herein- 
before described, has caused its trade-mark ‘“Duz,” the collateral slogan ‘Does 
More” and the product to which they are attached to become familiar household 
items in town and country throughout the nation. 


In fact, it was established by appellee’s evidence that appellee’s goods were 
also effectively used, according to unsolicited testimonial letters from customers, 
read from time to time over appellee’s network broadcasts, for washing dogs, cats, 
and livestock, thereby ridding them of ticks, fleas and lice; and as a spray for 
eliminating bugs, lice, and aphids from vegetable and flower gardens. 


The annual sales of appellee’s product for some years past have averaged in 
excess of one hundred and fifty million packages. 


Appellee asserted various other registrations applied to its product, including 
the mark “Duz,” republished by the Commissioner of Patents March 30, 1948, 
under section 12 (c) of the Trade-Mark Act of July 5, 1946; the registration 
“Duzitall,” dated June 24, 1890, and the registration “Duz-Win,” dated August 29, 
1916. The last two registrations have been renewed by appellee but were not 
pleaded in its notice of opposition, filed October 1, 1947, and hence need not be 
further discussed here. 


The appearance and etymology of the competing marks here in issue, and 
appellee’s slogan “Does More,” are shown in large, bold face type. With applicant’s 
application there was submitted a specimen of the mark “Duz Mor,” used by its 
assignor, which specimen contains the impressive warning that an ingredient of 
the applicant’s goods consists of DDT, a toxic poison which may be absorbed 
through the skin, especially from solutions, and providing therefor various direc- 
tional antidotes. 


Appellant also disclosed in the record that the suffix “Mor” in its mark 
“Duz Mor” is an abbreviation of the surname “Moore” which the original owner 
of the mark used upon a variety of goods. On that phase of the case, however, 
the law was stated by Mr. Justice Holmes in Waterman Co. v. Modern Pen Co., 
235 U. S. 88 at page 94, to the following effect: 

But, whatever generality of expression there may have been in the earlier cases, 

it now is established that when the use of his own name upon his goods by a later 

competitor will and does lead the public to understand that those goods are the 

product of a concern already established and well known under that name, and when 

the profit of the confusion is known to and, if that be material, is intended by the 

later man, the law will require him to take reasonable precautions to prevent the 

mistake. 


The Examiner of Trade-Mark Interferences dismissed the opposition October 


31, 1949, on the stated ground that the goods of the competing parties were not 
merchandise of the same descriptive properties. The Acting Commissioner of 
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Patents reversed that decision April 27, 1950, and the primary question raised by 
the reasons of appeal is whether there would be any reasonable likelihood of con- 
fusion as to the origin of the goods under section 5 of the Trade-Mark Act of 
1905 should the parties concurrently use their marks on the merchandise here 
involved. 

The pertinent provisions of the Trade-Mark Act of 1905 in the instant case 
read as follows: 


Sec. 5. That no mark by which the goods of the owner of the mark may be 
distinguished from other goods of the same class shall be refused registration as a 
trade-mark on account of the nature of such mark * * *. 


* * * Provided, That trade-marks which are identical with a registered or 
known trade-mark owned and in use by another * * *, or which so nearly resemble 
a registered or known trade-mark owned and in use by another and appropriated 
to merchandise of the same descriptive properties as to be likely to cause confusion 


or mistake in the mind of the public or to deceive purchasers shall not be registered 
* * # 


What constitutes “merchandise of the same descriptive properties” under the 
foregoing provisions of the Act of 1905 has been the subject of wide variance of 
opinion and conflict of judicial decisions throughout the Nation. Courts have 
swung first one way and then another. The term in fact has been such a source 
of bewilderment in trade-mark law that it was wholly and purposely eliminated 
by Congress in the enactment of the Trade-Mark Act of July 5, 1946.? 

Appellee’s uncontroverted evidence established, in addition to that which has 


been set forth hereinbefore, that 


“Duz” is sold on a broad scale throughout the United States and is in general 
distribution in practically every retail grocery store in this country. Also in numerous 
drug, department and variety stores. Many of the retail grocery stores, particularly 
in rural areas, are general stores that handle practically everything farm homes need 
for personal requirements. 


The fact that the opposer’s product and that of the applicant are both related 
to cleanliness and both are sold in the same channels of trade to the same class 
of purchasers does not of itself endow the goods on which the competing marks 
are used with the same descriptive properties.2_ Nevertheless, under a long line 
of established authorities, too numerous to recite here, the fact that they are sold 
in the same establishments throughout the country is a factor, accompanied by the 
other circumstances of the case, which must be given substantial weight.* 

The Court of Customs and Patent Appeals ‘has held that the terms “same 


1. For a valuable and concise discussion of the “bugbear’ term “merchandise of the 
same descriptive properties,” the present status of the law under the Act of 1905, and why 
Congress abolished its use in the Act of July 5, 1946, see the decision of Federico, Examiner 
in Chief, acting for the Commissioner of Patents, in the recent case of Greyhound Corp. v. 
Robinson Houchin Corp., 89 U. S. P. Q. 621, 624-625. 

2. Kraft-Phenix Cheese Corp. v. Consolidated Beverages, Ltd., 27 C. C. P. A. (Patents) 
803, 107 F. (2d) 1004; 44 U. S. P. Q. 41. 

3. See, for example, Forst Packing Co., Inc. v. Antrim & Sons, 28 C. C. P. A. (Patents) 
1005, 118 F. (2d) 576, 49 U. S. P. Q. 64; C. E. Langfield v. Solvit-All Corporation, 18 
C. C. P. A. (Patents) 1313, 1315, 49 F. (2d) 480, 9 U. S. Pat. Q. 216; Philadelphia Inquirer 
Co. v. Coe, 133 F. (2d) 385, certiorari denied, 318 U. S. 793; Yale Electric Corporation v. 
Robertson, 26 F. (2d) 972; L. E. Waterman Co. v. Gordon, 72 F. (2d) 272. 
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class” and “same descriptive properties” as used in section 5 of the Trade-Mark 
Act of 1905 are synonymous in their meaning.* This court has further pointed out 
that: “Obviously, merchandise of contending parties may be dissimilar, and yet the 
trade-marks thereon may so nearly resemble each other as to cause, when the 
merchandise is sold to the general public, confusion and mistake, and to make 
deceit an easy matter of accomplishment”® for the newcomer. 

Therefore, this court has laid down the rule that the words “same class” and 
“same descriptive properties” were intended to be given a limited or an extended 
meaning and application depending on whether or not the use of identical or similar 
trade-marks would be likely to cause confusion in the mind of the public or to 
deceive purchasers as to the origin of the goods;® and that there is always more 
likelihood of confusion relative to the sale of merchandise where all of a previously 
registered trade-mark has been appropriated by the newcomer if the trade-mark, 
such as we have here, is arbitrary in character.” 

We have likewise held by a unanimous decision that in legal contemplation, 
goods are of the same descriptive properties if the use of the same mark on the 
involved varieties of packaged merchandise would suggest to the purchaser that 
they have the same source of origin; that is, that they were made or sold by the 
same concern and came from the same place.* In other words, it is not the 
difference in the competing goods in cases like this that causes the likelihood of 
confusion; it is the similarity of the marks which are attached to the packaged 
goods leading one to believe that they have a common source of origin. 

Purchasers of inexpensive goods such as washing and cleaning compounds are 
not expected to exercise the degree of care and discrimination in making their 
purchases as would be exercised in the selection by them of more expensive and 
rarely purchased articles. Having taken no testimony, appellant failed to estab- 
lish that it had spent anything whatever in advertising its goods. Even so, there was 
no legal requirement on the part of purchasers under the trade-mark law to make 
a side-by-side comparison of the goods and the competing marks in issue, had they 
known of appellant’s product and trade-mark.!° 

Moreover, in view of the poison contained in appellant’s product, the pro- 
tection of the public interest should be here considered in resolving any existing 
doubt against the registration of the newcomer’s mark. Under such circumstances, 


4. Cheek-Neal Coffee Co. et al. v. Hal Dick Mfg. Co., 17 C. C. P. A. (Patents) 1103, 
1104, 40 F. (2d) 106, 5 U. S. Pat. Q. 55. 

5. The I. E. Palmer Co. v. Nashua Manufacturing Co., 17 C. C. P. A. (Patents) 583, 
586, 34 F. (2d) 1002, 3 U. S. Pat. Q. 46. 

6. The B. F. Goodrich Co. v. Clive E. Hockmeyer et al., 17 C. C. P. A. (Patents) 1068, 
1075, 40 F. (2d) 99, 5 U. S. Pat. Q. 30. 

. Lever Brothers Co. v. The Sitroux Co., 27 C. C. P. A. (Patents) 858, 109 F. (2d) 
445, 44 U. S. P. Q. 357. 

8. Rice-Stix Dry Goods Co. v. Industrial Undergarment Corp., 33 C. C. P. A. (Patents) 
813, 152 F. (2d) 10111, 68 U. S. P. Q. 186. See also Greyhound Corp. v. Robinson Houchin 
Corp., 89 U. S. P. Q. 621 at 624. 

. Lever Brothers Co. v. Riodela Chemical Co., 17 C. C. P. A. (Patents) 1272, 41 
F. (2d) 408, 5 U. S. Pat. Q. 152. 

10. Celanese Corp. of America v. Vanity Fair Silk Mills, 18 C. C. P. A. (Patents) 958, 
47 F. (2d) 373, 8 U. S. Pat. Q. 232; Magitex Co., Inc. v. John Hudson Moore, Inc., 33 
C. C. P. A. (Patents) 956, 154 F. (2d) 177, 69 U. S. P. Q. 133; Unfair Competition and 
Trade-Marks, by Harry D. Nims, Fourth Edition, 1947, page 1024. 
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himself, but also that he is not led into confusion or mistake by error of the clerk 
or grocer involved in the transaction.14 

Not only was appellee’s trade-mark “Duz” appropriated in its entirety but 
appellee’s slogan “Does More,” phonetically spelled, was particularly appropriated 
by appellant. The law is thoroughly established in this jurisdiction that an opposer 
to the registration of a newcomer’s trade-mark is entitled to rely not only upon his 
own previously registered trade-marks, but also upon established trade-names, 
slogans, designs analogous to a trade-mark use.!? 

The involved goods under the authorities hereinbefore cited are unquestionably, 
as the Acting Commissioner properly held, broadly of the same general class and 
are goods of the same descriptive properties. Appellant has contended, however, 
that appellee by its proof has shown no actual damage. It is elementary that, in an 
opposition proceeding, the issue does not require proof of damage as a result of 
actual confusion but only that the likelihood of confusion may exist. Moreover, as 
Judge Learned Hand, on the point in question, stated in Yale Electric Corporation 


v. Robertson, 26 F. (2d) 972, 974: 


However, it has of recent years been recognized that a merchant may have a 
suffcient economic interest in the use of his mark outside the field of his own exploita- 
tion to justify interposition by a court. His mark is his authentic seal; by it he 
vouches for the goods which bear it; it carries his name for good or ill. If another 
uses it, he borrows the owner’s reputation, whose quality no longer lies within his 
own control. This is an injury, even though the borrower does not tarnish it, or 
divert any sales by its use; for a reputation, like a face, is the symbol of its possessor 
and creator, and another can use it only as a mask. And so it has come to be recog- 
nized that, unless the borrower’s use is so foreign to the owner’s as to insure against 
any identification of the two, it is unlawful. * * * 


In view of the conclusion hereinbefore expressed, it is deemed unnecessary to 
discuss other points raised by the reasons of appeal or in the argument of counsel 
for the respective parties. Therefore, the decision of the Commissioner of Patents, 
for the reasons stated, is affirmed. 

Garrett, C. J., concurs in the conclusion. 

Johnson and Worley, J. J., dissent. 







FERBER CORPORATION v. GRODIN ET AL. 
No. 12196—U. S. D. C. E. D. N. Y.—January 16, 1952 


Courts—PRrRELIMINARY INJ UNCTIONS—GENERAL 
Motion for preliminary injunction to restrain defendant from selling ballpoint pens 


11. Hoffman-La Roche, Inc. v. Roch D. Kawerk, etc., 32 C. C. P. A. (Patents) 954, 
148 F. (2d) 557, 65 U. S. P. Q. 218; Schering & Glatz, Inc. v. Sharpe & Dohme, Inc., 32 
C. C. P. A. (Patents) 827, 833, 146 F. (2d) 1019, 64 U. S. P. Q. 394. 

12. Cheek-Neal Coffee Co. et al. v. Hal Dick Mfg. Co., [Good to the Last Drop] 17 
C. C. P. A. (Patents) 1103, 1104, 40 F. (2d) 106, 5 U. S. Pat. Q. 55; Central Iron & Steel 
Co. v. Republic Steel Corp., 26 C. C. P. A. (Patents) 1091, 102 F. (2d) 899; 41 U. S. P. Q. 
276; Lucky Heart Laboratories, Inc. v. Morton G. Neumann, 33 C. C. P. A. (Patents) 1034, 
154 F. (2d) 519, 69 U. S. P. Q. 393. 


this court is interested in seeing not only that the purchaser makes no mistake 
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of similar form, color and appearance to plaintiff's, denied in view of issues of fact 
presented which cannot be satisfactorily resolved on affidavits. 

Motion for preliminary injunction denied without prejudice to renewal if defendant 
resumes use of confusingly similar display card or use of the word “pencilette” in 
advertising or other literature, where defendant testified at hearing that these were no 
longer in use and would not be revived. 


Trade-mark infringement and unfair competition suit by Ferber Corporation 
against Irving Grodin, individually, and Theodore Grodin, individually and doing 
business as Nidor-Graph Pen Company and as Lynbrook Plastic Products Company. 
Plaintiff’s motion for preliminary injunction denied. 

Maxwell E. Sparrow, of New York, N. Y., for plaintiff. 
Emanuel R. Posnack, of New York, N. Y., for defendant Theodore Grodin. 
KENNEDY, D. J.: 

Plaintiff moves for a preliminary injunction to enjoin the defendants (1) from 
manufacturing and selling ball point pens similar in form, color and appearance to 
those marketed by the plaintiff, (2) from continuing to use the trade-mark “pen- 
cilette”, and (3) from using display cards similar to those which the plaintiff 


employs. 

The two subjects last mentioned need no consideration because it was quite 
obvious on the argument that the defendants realized that in the respects men- 
tioned they were guilty of unfair competition, and they agreed to stop using the 


trade-mark and the display cards. 

The branch of the motion under which the plaintiff seeks to enjoin defendants 
from manufacturing ball point pens similar in their non-functional features to 
plaintiff's product presents much more serious questions. Plaintiff claims the ex- 
clusive right to manufacture transparent hexagonal ball point pens made of translu- 
cent material, to which semi-spherical rear buttons are affixed. I doubt very much 
that the use of translucent material in the barrel of a pen is non-functional. The 
user is able to see the ink level and it seems to me, having used pens for a consid- 
erable time, that a definite purpose is served by this feature. Moreover, I am not 
sure that the hexagonal shape of the barrel is devoid of function. One certainly is 
able to grip the pen better because of this feature, particularly where the barrel of 
the pen is comparatively thin as it is in the case both of plaintiff's product and of 
the accussed’s product. 

But even if I am wrong about these things, it seems clear that there are issues 
of fact in the case, not to be satisfactorily resolved on affidavits. Among these are 
the questions whether the shape and appearance of plaintiff's pen has in fact 
acquired a secondary meaning and whether plaintiff has sustained or will sustain 
irreparable damage unless a temporary injunction issues, having in mind that the 
most obvious bases for a claim of passing off (simulation of the display card and use 
of the coined word “pencilette”) are no longer in the case. 

In connection with the motion I caused an officer of the main defendant to be 
present in court. He testified that the display cards were no longer in use and 
that the word “pencilette” no longer appeared in defendants’ literature, and that 
neither of these practices would be revived. 
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I, accordingly, deny the application for a temporary injunction without preju- 
dice to renewal only in the event that defendants (1) resume the use of a display 
card similar in color and form used by the plaintiff, or (2) use the word “pencilette” 
in advertising or other literature. 





LORRAINE MANUFACTURING COMPANY v. LORRAINE 
MANUFACTURING CO. 


No. 11729—U. S. D. C. D. N. J.—January 9, 1952 


Courts—Conr.ict oF Laws—APPLICABLE Law 
Federal court applies state law in trade-mark infringement and unfair competition 
suit between citizens of different states involving registered trade-mark. 


TrADE-Mark INFRINGEMENT AND UNFAIR COMPETITION—Basis OF RELIEF—GENERAL 
All that is required to bring into activity injunctive power of court is that plaintiff's 
trade is endangered by defendant’s use of plaintiff’s name in way likely to cause confusion. 
While New Jersey courts have ruled there must be actual competition, failure of 
plaintiff to establish present competition held not fatal where there is possibility of future 
actual competition. 


TraDE-MarK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—GENERAL 
Fact that defendant acted without intent to deceive held not conclusive. 
While laches is a defense to an accounting for past profits and damages, it does not 
bar injunction against future infringement. 


Trapve-Mark INFRINGEMENT AND UNFAIR CoMPETITION—ScoPE OF RELIEF—PARTICULAR 
INSTANCES 
Plaintiff, manufacturer of worsted fabrics, sold primarily to the garment manufactur- 
ing trade held entitled to injunction restraining defendant from using “Lorraine” in its 
business as contractor sewing and finishing garments. 
Plaintiff held entitled to costs but not to an accounting. 


Trade-mark infringement and unfair competition suit by Lorraine Manufactur- 
inf Company against Lorraine Manufacturing Co. Judgment for plaintiff. 

Kenyon & Kenyon, Douglas H. Kenyon, and John A. Reilly, of New York, N. Y. 

(George D. Richards, of Newark, N. J., of counsel) for plaintiff. 

David Silver, of Newark, N. J., for defendant. 
Meany, D. J.: 

Plaintiff, Lorraine Manufacturing Company, brings this action to enjoin de- 
fendant, Lorraine Manufacturing Co., from using in its business the corporate 
name Lorraine Manufacturing Company or the word “Lorraine” or any name or 
words so similar thereto as to be likely to cause confusion. In addition the com- 
plaint seeks an accounting of profits and damages, or in the alternative a judgment 
in the sum of five thousand dollars ($5,000.00), an order requiring the defendant 
to deliver up and destroy all signs, letterheads, envelopes, invoices and other material 
bearing the name Lorraine Manufacturing Company or “Lorraine,” and finally for 
an award of costs. 


In its answer defendant alleges that it is not a manufacturer but a contractor, 
that there is no confusion, that it does not advertise, that plaintiff has suffered no 
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financial loss, that plaintiff is guilty of laches, and that there is no use of the 
trade-mark “Lorraine” nor of any of its labels. 

The action is predicated on the Trade-Mark Act of 1946 (15 U.S. C. A. sec. 
1051 et seq.). 

The parties entered into two stipulations which were received in evidence and 
there were admissions by both litigants which were likewise received in evidence. 


FINDINGS OF Fact 


1. Plaintiff is a Rhode Island corporation of over fifty years standing. It main- 
tains its sales office in New York City. 

2. Plaintiff has registered its trade-mark with the United States since 1915, 
and the present registrations under the Trade-Mark Act of 1946 (15 U. S.C. A. 
sec. 1051 et seq.) are dated 1948. 

3. Plaintiff's trade-mark has been registered in the State of New York since 
1934, and in the State of New Jersey since 1947. 

4. Plaintiff is a manufacturer of worsted fabrics. These fabrics are primarily 
sold to the garment manufacturing trade. 

5. Plaintiff's principal trade-mark is the name “Lorraine” which appears by 
means of a hang tag on every piece of goods that leaves its mills. 

6. Plaintiff also furnishes “Lorraine” labels to manufacturers, which labels 
can be sewn into the garments to identify the fabric used in the garments. 

7. Plaintiff has spent over one million dollars on nation-wide advertising of 
its product, and the garment trade has expended about three million dollars in 
exploiting the “Lorraine” name since 1930 on a national scale. 

8. Defendant is a New Jersey corporation incorporated to manufacture ladies’ 
coats. It has its place of business in Jersey City, New Jersey. 

9. Defendant is engaged in the business of a “contractor.” In this role it 
receives cut-up garments from jobbers. These garments are sewn, pressed and 
finished and then sent by truck to those firms for which the jobbers wish the 
goods to be made. 

10. Defendant’s use of the trade-mark “Lorraine” consists of the following: as 
its corporate name, on signs on the outside and inside of its shop, on its letter- 
heads, billboards and envelopes and in its telephone listing. 

11. Defendant does not label its good in any way, nor does it advertise other 
than by use of the methods enumerated in finding number 10. 

12. The name “Lorraine” was selected because it was the name of a young 
lady whom the defendant’s president met at the time of the establishment of the 
business. 

13. Defendant neither manufactures nor purchases any fabric of any kind. 

14. The parties have several customers in common, perform their services 
for the garment manufacturing trade, and are in related businesses. 

15. No damage has as yet been caused by the defendant’s activities, nor has 
there been any demonstrated profit to the defendant. 

16. Plaintiff first learned of defendant’s existence in 1947 and after attempting 
a settlement commenced this action in 1948. 
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DiIscussIoN 


This court has jurisdiction of this action. See International Allied Printing 
Trades Assn. et al. v. Master Printers Union of New Jersey, (D. C. D. N. J. 1940) 
34 F. Supp. 178 [30 T. M. R. 543]. 

Whether the federal or the state law is to govern in actions of this sort is a 
subject of conflict among the circuits. This circuit applies the law of the state. See 
Campbell Soup Co. et al. v. Armour and Co., (3 Cir. 1949) 175 F. 2d 795 [39 
T. M. R. 566). 

The most significant pronouncement of the highest court of New Jersey is in 
the case of American, etc. Assn. v. Automobile Assn. of N. J., (E. & App. N. J. 
1948) 142 N. J. Eq. 673, 61 A. 2d 148 [38 T. M. R. 1126]. There, in ruling on 
an order striking portions of the complaint, the court, quoting Cape May Yacht 
Club v. Cape May Yacht and Country Club, (Ct. Ch. N. J. 1913) 81 N. J. Eq. 
454, 86 Atl. 972, said, “All that is required to bring into activity the injunctive 
powers of the court is to inform it that the complainant’s trade is in danger of 
harm from the use of its name by the defendant in such a way as is calculated to 
deceive the public into the belief that the defendant’s affairs, in the respect com- 
plained of, are those of the complainant.” See American, etc. Assn. case, supra, 
at p. 677. 

New Jersey courts have ruled that there must be actual competition before 
there can be unfair competition. See National Grocery Co. v. National Stores 
Corporation, (Ct. Ch. N. J. 1924) 95 N. J. Eq. 588, 123 Atl. 740; affirmed (E. & 
App. N. J. 1925) 97 N. J. Eq. 360, 127 Atl. 925. However, in Baltimore v. Clarke, 
(Ct. Ch. N. J. 1942) 131 N. J. Eq. 290, 25 A. 2d 30, this rule was cited and, 
although the court found that there was no actual competition, the injunction 
was granted. The basis of this determination was that the court found that there 
might be actual competition in the future, and this was the ground on which the 
finding was made. Subsequently on appeal, this case was affirmed. See (E. & App. 
N. J. 1942) 132 N, J. Eq. 374, 28 A. 2d 169. 

In the instant case there exists no actual competition, nor has there been 
any in the past. There is, however, a possibility of future actual competition. 
Accordingly, the failure of the plaintiff to establish actual competition is not fatal. 

Nor is the fact that defendant acted without intent to deceive, conclusive. 
See Polackoff v. Sunkin, (E. & App. N. J. 1934) 115 N. J. Eq. 134, 169 Atl. 724. 
The court in that case further holds that it is interested in the consequences of 
the act as well as the intent. The consequences of the act in the matter at bar 
are that defendant in using a registered trade-mark that has acquired a significance 
and is understood as referring to plaintiff’s business, is doing an act which could 
result in confusion. The courts will act to prevent such use. See Polackoff case, 
supra. 


Defendant alleges in its answer that plaintiff has been guilty of laches. While 
this is a defense to an action for any accounting for past profits and damages, it 
is not a bar to the granting of injunctive relief against future, infringement. See 
A. Hollander & Son, Inc. v. Jos. Hollander, Inc., (Ct. Ch. N. J. 1934) 117 N. J. 
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Eq. 306, 175 Atl. 628; modified (E. & App. N. J. 1935) 118 N. J. Eq. 262, 178 
Atl. 786. The plaintiff herein seeks both an injunction and an accounting. How- 
ever, there can be no accounting as there has been no proof of past injury to the 
plaintiff or of profits accruing to the defendant by reason of its use of the name 
“Lorraine.” Whether plaintiff is guilty of laches is therefore of no consequence. 

Finally, the court is of the opinion that plaintiff is entitled to the costs of 
this action. See 15 U. S. C. A. sec. 1117. 

See Household Finance Corporation v. General Household Credit Corporation, 
(D. C. D. N. J. 1943) 49 F. Supp. 541 [33 T. M. R. 440], for the disposition of 


a similar case in this District. 


ConcLusions oF Law 


1. The plaintiff's name has acquired a significance and is understood as re- 


ferring to its business. 

2. The defendant has used the name “Lorraine” in a manner calculated to 
cause the belief that the defendant’s business is that of the plaintiff. 

3. Accordingly, the plaintiff is entitled to a permanent injunction forbidding 
the defendant from using the name “Lorraine” in its business. 

4. Plaintiff is not entitled to any further relief save costs of this action. 


Let an order be submitted. 





BURGESS BATTERY COMPANY v. MARZALL 
No. 3611-50—U. S. D. C. D. C.—January 7, 1952 


Trape-Mark Act or 1946—ReciIsTRABILITY—SeEcTions 2(f), 23 anp 45 
TraDE-MarKs—SuBJEcT MATTER—GENERAL 

Lanham Act, by section 2(f), liberalized provisions for registration of secondary 
meaning marks but did not change concept and meaning of a trade-mark. 

Registration of package or dress of goods on Principal Register held not contemplated 
and the inclusion thereof in section 23 held to indicate intention to confine such matters 
to Supplemental Register. 

Courts—PLEADING AND Practice—REs JUDICATA 

Plaintiff having been denied registration of striped design on two prior occasions, 

under 1905 Act, held estopped from again litigating issue of registrability of same mark. 


TraDE-Marks—Marks INCAPABLE OF ExcLusiIvE APPROPRIATION—PARTICULAR INSTANCES 
Design consisting of vertical alternate light and dark stripes held merely the dress 
of the goods and inherently incapable of acquiring status of a trade-mark, under 1946 Act. 


Suit under R. S. 4915 by Burgess Battery Company against John A. Marzall, 
Commissioner of Patents, to authorize issuance of registration, on Principal Register, 
under 1946 Act. Complaint dismissed. 

Clarence M. Fisher, of Washington, D. C., for applicant-plaintiff. 
E. L. Reynolds, of Washington, D. C., for defendant. 


YouncpaunL, D. J.: 
Plaintiff comes into Court for an adjudication authorizing the registration 
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of a design consisting of vertical alternate light and dark stripes of indefinite size 
and extent, as a trade-mark for batteries on the principal register. On two prior 
occasions plaintiff endeavored to have registered this design. The registration was 
first refused by the Court of Customs and Patent Appeals in 1940.1 Later in 1944 
an attempt was made to register a shield surrounded by these same alternating 
light and dark stripes. This endeavor was likewise unsuccessful.” 

In refusing registration in the second case, the Court of Customs and Patent 
Appeals, inter alia, stated: 

“To hold that appellant’s mark is registrable without a disclaimer of the stripes 
would involve holding that the stripes possessed some trade-mark significance con- 
trary to our holding in the case of In re Burgess Battery Company, supra. As we 


adhere to our holding in said case, it follows that the decision appealed from should 
be affirmed.” 


Subsequent to the second Burgess case in the Court of Customs and Patent 
Appeals, Congress enacted the Trade-Mark Act of 1946 (15 U. S. C. A. §1051- 
1127). The 1946 Trade-Mark Act, also known as the Lanham Act, was enacted 
for the purpose of codifying, modernizing and improving the trade-mark statutes 
of the United States. Among other things this Act liberalized the registration of 
certain trade-marks. Section 2(f) of the Lanham Act (15 U.S. C. A. $1052) per- 
mits the registration of a mark used by the applicant which has become distinctive 
of the applicant’s goods in commerce. 

It is plaintiff’s position that its design has acquired a secondary meaning so 
as to entitle it to registration under 2(f) of the Lanham Act, supra.® 


Defendant asserts that plaintiff endeavors here to relitigate what the Court 
of Customs and Patent Appeals decided on two occasions adversely to it and that 
in any event the design is not a trade-mark, registrable under the Lanham Act. 


I have reached the conclusion that the issue presented here is res judicata 
against plaintiff. On the two previous occasions plaintiff had its day in Court as 
to whether this stripes design is registrable as a trade-mark. Unless the Lanham 
Act changes the previous concept of a trade-mark, plaintiff is estopped from again 
litigating this issue. But the Lanham Act embraces the same idea of a trade-mark 
which was expressed in the two Burgess cases, supra, and which was clearly fixed by 
the decisions and texts at the time the Act was passed.4 Section 2(f) of the 1946 
Act provides for the registration of a mark used by the applicant which has become 
distinctive of the applicant’s goods in commerce. The word “mark” is defined in 
$45 of the Act as follows: 


“The term ‘mark’ includes any trade-mark, service mark, collective mark, or 


1. In re Burgess Battery Co., 112 F. 2d 820 (1940). 

2. Application of Burgess Battery Co., 142 F. 2d 466, 467 (1944). 

3. Section 2(f), Lanham Act states as follows: 

“Except as expressly excluded in subsections (a), (b), (c), and (d) of this section, 
nothing in this chapter shall prevent the registration of a mark used by the applicant which has 
become distinctive of the applicant’s goods in commerce.” 

4. In re Burgess Battery Co., supra; Application of Burgess Battery Co., supra; McLean 
v. Fleming, 96 U. S. 245, 254; Nims, Law of Unfair Competition, 4th Ed. (1947), p. 514; 
Derenberg, The Lanham Trade-Mark Act, 38 T. M. R. 833; Robert, New Trade-Mark 
Manual, p. 4, 5. 
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certification mark entitled to registration under this chapter, whether registered or 
not.” (15 U. S. C. A. §1127). 


It is not claimed here that the present design is a service mark, collective mark 
or certification mark—therefore, unless it can be held to be a trade-mark within 
the meaning of the 1946 Act it cannot be registered on the principal register. 
Section 45 of the 1946 Trade-Mark Act defines a trade-mark as including “any 
word, name, symbol or device or any combinations thereof adopted and used by 
a manufacturer or merchant to identify his goods and distinguish them from those 
manufactured or sold by others.” This is almost identical with the conception of 
a trade-mark as it was considered in the Burgess cases. 


In the first Burgess case the Court held as follows: 


“We think * * * that appellant’s design is merely a colored label or dress of 
black and white alternating stripes, the office of which (design) is not to point out 
distinctly the origin or ownership of the article to which the label is affixed.’’5 


If plaintiffs design “is not to point out distinctly the origin and ownership of 
the articles,” as held in the Burgess case, then the same design does not identify 
the articles and distinguish them from others as required under the definition of a 
trade-mark in the 1946 Act. In each of the Burgess cases the Court clearly held 
that the stripes design was not and could not be a trade-mark. In the second case 
the Court stated that “stripes which are a mere dress of the goods can have no 
trade-mark significance.” Thus, the design in the instant case was not a trade-mark 


in 1944 when the second case was decided. Because the 1946 Act did not give 
a new meaning to a trade-mark, the design cannot be considered a trade-mark now; 
hence the issue has been adjudicated by the previous decisions. 

However, assuming arguendo, that res judicata does not bar plaintiff in this 
case, it seems clear that the design in question is merely the dress of the goods and 
is inherently incapable of acquiring the status of a trade-mark under the 1946 Act. 

Registration of a particular package or dress of goods on the principal register 
does not seem to be contemplated. This conclusion is fortified when one considers 
that §23, relating to the supplemental register, contains a special definition of mark 
which includes “label, package, configuration of goods, etc.” The omission of 
reference to labels or dress of goods in connection with the principal register and 
the inclusion thereof on the suppdemental register would seem to indicate an inten- 
tion to confine such matters to the supplemental register. The text writers since 
the 1946 Act have confirmed this conclusion. While no Court decision has been 
cited or found on the effect of the 1946 Act to the point here in issue, the case 
of Campbell Soup Co. v. Armour, 175 F. 2d 795, decided since the Act was passed 
is helpful. The Court there held that “the mere division of a label into two back- 
ground colors, as in this case, is not, however, distinct or arbitrary.” The District 
Court decision, 81 F. Supp. 114 which was affirmed on appeal pointed out that 
“red and white banding is mere tasty dress and cannot be monopolized.”? 


5. In re Burgess Battery Co., supra, p. 822 [30 T. M. R. 392]. 

6. Derenberg, Second Year of Administration of the Landham Act, 39 T. M. R. 657, 
658; Nims, op. cit., p. 331; Amdur, Trade-Mark Law & Practice, p. 40. 

7. See also Life Savers Corp. v. Curtiss Candy Co., 182 F. 2d (C. A. 7, 1950). 
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The Court concludes therefore that the prior holdings of the Court of Customs 
and Patent Appeals are res judicata against the right of plaintiff to register its 
design and that, in any event, the stripes design in the instant case does not and 
inherently cannot have any trade-mark significance but is merely ornamental dress 
of the battery. 

Findings of Facts and Conclusions of Law* may be prepared consistent here- 
with. 





MILES SHOES, INCORPORATED v. R. H. MACY & CO., INC. 
No. 49-533—U. S. D. C. S. D. N. Y.—November 20, 1951 


Courts—J uRIsDICTION—GENERAL 
Federal court has jurisdiction over suits under R. S. 4915 between citizens of the 
same state and over declaratory judgment cause of action. 


Trape-Marxks—Worps CAPABLE OF ExcLusive ApPROPRIATION—PARTICULAR INSTANCES 
Defendant’s composite mark consisting of “Gro” followed by representation of a 
tree and the word “Shoe,” held valid and not descriptive of children’s shoes. 


* FINDINGS OF Fact 


1. This is an action under R. S. 4915 (U. S. C., Title 35, sec. 63) in which the plain- 
tiff, Burgess Battery Company, sought to have the Court authorize the registration of a series 
of alternating vertical black and white stripes, of unspecified extent, as a trade-mark for 
batteries, on the Principal Register, under section 2(f) of the Trade-Mark Act of 1946. 

2. The evidence shows that, as ordinarily used, the stripes cover the greater part of the 
entire side area of the batteries to which they are applied. 

3. In a dcision reported in 112 F. 2d 820, the United States Court of Customs and 
Patent Appeals held that the identical design here sought to be registered was not a trade-mark 
and could not be registered as such; and in a second decision reported in 142 F. 2d 466, the 
same court held that an alleged trade-mark consisting of a shield design surrounded by 
alternating stripes could not be registered unless the stripes were disclaimed. Both cases 
were decided under the Trade-Mark Act of 1905. 

4. The evidence establishes that the plaintiff has used black and white stripes around 
the sides of almost, but not quite, all of its batteries for more than thirty years, that such 
use has been continuous and substantially exclusive, and that the name “Burgess” is also 
prominently displayed upon the batteries. It further establishes that at least a substantial 
portion of the trade, including many competitors, jobbers and dealers, and a substantial seg- 
ment of the purchasing public, have come to associate said stripes design on batteries with 
plaintiff Burgess Battery Company so that they ordinarily assume, without necessarily looking 
at the name, that a battery displaying said stripes design is made by plaintiff. 

5. Plaintiff’s stripes design is merely the dress of the battery. 


ConcLusions oF Law 


1. The 1946 Act did not give a new meaning to the term “trade-mark,” as compared 
with the meaning given under the 1905 Act. 

2. The holding by the Court of Customs and Patent Appeals that the design here sought 
to be registered was not a trade-mark is res judicata against the plaintiff. 

3. The marks which can be registered on the Principal Register under the 1946 Act 
are limited to trade-marks, service marks, collective marks, and certification marks. 

4. The omission of reference to labels or dress of goods in connection with the Principal 
Register and the inclusion thereof on the Supplemental Register indicates an intention to 
confine such matters to the Supplemental Register. 

5. Plaintiff’s stripes design is inherently incapable of acquiring the status of a trade- 
mark under the 1946 Act. 

6. Plaintiff is not entitled to register the design here involved on the Principal Register 
under the 1946 Act. 

7. The complaint should be dismissed. 
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TraDE-Marks—REGISTRABILITY—GENERAL 
TraDE-Marxks—Marks Not ConFusiInGLy SiMILAR—ParTICULAR INSTANCES 
“Gropals” held not confusingly similar to “Gro” (representation of a tree) “Shoe,” 
“Gro-Shoe” or “Gro Sock,” used on similar goods, and entitled to registration. 


Suit under R. S. 4915 by Miles Shoes, Incorporated against R. H. Macy & Co., 
Inc. to obtain registration and for declaratory judgment. Defendant counterclaims 
for injunction and damages. Judgment for plaintiff entitling it to registration and 
holding defendant’s mark valid but not infringed. 

Edgar G. Roe and William P. Shea, of New York, N. Y., for plaintiff. 

Thomas M. Green, of New York, N. Y. (Francis C. Browne and Thomas V. Kelly, 
of counsel) for defendant. 

McGouney, D. J.: 

This is a suit brought pursuant to Rev. Stat. §4915, 35 U. S. C. A. §63, for 
an adjudication that plaintiff’s trade-mark “Gropals” is entitled to registration. 
There is also sought a judgment declaring invalid the long registered trade-mark 
“Gro (representation of a tree) Shoe” of the defendant Macy which successfully 
opposed plaintiff's application in the Patent Office. 

The defendant counterclaims for an injunction and damages for infringement.? 

The plaintiff's evidence failed to establish invalidity of defendant’s mark and 
indeed that claim was not seriously pressed. It was, in effect at least, conceded 
that the only issue here is whether plaintiff's mark is so confusingly similar to 
defendant’s as to be likely to confuse “an appreciable number of prospective pur- 
chasers of the goods.”* On that issue of fact, as hereafter appears, I find for the 
plaintiff. I am of the opinion that its mark is entitled to registration. 


FINDINGS oF Fact 


1. Plaintiff is a corporation organized and existing under the laws of the 
State of New York, having its principal office at 345 Hudson Street, City, County 
and State of New York. 

2. Plaintiff owns and operates one hundred forty-five retail shoe stores in 
the States of New York, Connecticut, New Jersey and Pennsylvania under the name 
“Miles.” 

3. The name “Miles” in large letters is prominently displayed as the identi- 
fication of each of plaintiff’s stores and “Miles” is featured in all of its advertising. 

4. Defendant is a corporation organized and existing under the laws of the 
State of New York, having its principal office at 151 West 34th Street, City, County 
and State of New York. 

5. Defendant owns and operates retail department stores in the States of New 
York, New Jersey, Georgia, Ohio, Missouri and California. 

6. Defendant’s name and business are well and widely known. 

7. Defendant is the owner of a trade-mark consisting of the syllable “Gro” 
followed by a representation of a tree which is followed by the word “Shoe.” 


1. A claim for damages for unfair competition was withdrawn. 
2. Eastern Wine Corporation v. Winslow-Warren, Ltd., 2 Cir., 137 F. 2d 955, 960 
[33 T. M. R. 302). 















TRADE-MARK REPORTER 





42 T.M.R. 


8. Defendant’s trade-mark is not descriptive. 
9. Defendant’s trade-mark was registered in the United States Patent Office 
as No. 192,561 on December 9, 1924 and has been regularly renewd. 

10. Defendant’s trade-mark, invariably in conjunction with the words “R. H. 
Macy,” is always imprinted either upon the sole or the heel seat of children’s shoes 
sold by defendant. 

11. Defendant’s shoes are sold only by defendant either at its stores in New 
York City; Newark, New Jersey; Atlanta, Georgia; Toledo, Ohio; Kansas City, 
Missouri, and San Francisco, California, or by mail order to purchasers in other 
parts of the United States and abroad. 

12. Defendant’s advertisements refer to its shoes by the term “Gro-Shoe,” 
the representation of a tree being eliminated. 

13. Defendant has sold hosiery under the trade-mark “Gro Sock” at least 
since on or about August 1, 1941. 

14. The chain of plaintiff’s shoe stores was started about the year 1925. 

15. Plaintiff was formerly known as Murray M. Rosenberg, Inc., the name 
of the corporation having been changed to Miles Shoes Incorporated on or about 
April, 1946. 

16. Plaintiff has used the trade-mark “Gropals” since October 21, 1945 upon 
shoes, slippers and boots of leather, fabric and combinations thereof, spats and shoe 
findings—namely, heels, inner and outer soles, uppers, tongues and toecaps and 
hosiery. 

17. Goods bearing plaintiff’s trade-mark “Gropals” are sold only in its “Miles” 
shoe stores, and the words “Gropals” and “Miles” always appear in close proximity 
to each other on plaintiff’s products and in its advertising. 

18. On December 6, 1945, Murray M. Rosenberg, Inc., filed trade-mark 
application No. 492,793 for the mark “Gropals.” 

19. The Patent Office Examiner, after having first rejected “Gropals” on the 
basis of the “Gro-Shoe” registration, passed it to publication in the Official United 
States Patent Office Gazette of July 16, 1946. 

20. Defendant opposed plaintiff's application for registration. The Commis- 
sioner of Patents affirmed the decision of the Examiner of Interferences sustaining 
defendant’s opposition and dismissing plaintiff’s counterclaim for cancellation 
of defendant’s registration. 

21. Purchasers of children’s footwear are parents or other guardians who are 
particularly careful. They exercise considerable attention and inspect closely. 

22. The marks “Gropals,” “Gro (representation of a tree) Shoe,” ‘“Gro-Shoe” 
and “Gro Sock” are dissimilar in sound and pronunciation. 

23. They are dissimilar in appearance. 

24. Insofar as they suggest meanings such meanings are dissimilar. 

25. Shoes bearing defendant’s mark are priced higher than shoes bearing 
plaintiff's. 

26. Products bearing the marks are sold only by their respective owners’ 
stores. 
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27. Prospective purchasers using ordinary intelligence and care would not be 
likely to confuse plaintiff's mark with the defendant’s marks. 


ConcLusIons oF Law 


I. The Court has jurisdiction over the parties. 

II. The Court has jurisdiction over the action under Rev. Stat. §4915, 35 
U.S. C. A. §63. 

III. The Court has jurisdiction over the action for a declaratory judgment. 
The allegation of infringement in defendant’s counterclaim establishes the existence 
of an “actual controversy.” 

IV. Defendant’s trade-mark “Gro (representation of a tree) Shoe,” No. 
192,561 is valid. 

V.  Plaintiff’s trade-mark “Gropals” does not infringe defendant’s trade-marks 
“Gro (representation of a tree) Shoe,” “Gro-Shoe” or “Gro Sock.” 

VI. Plaintiff is entitled, according to law, to have its trade-mark “Gropals” 
registered in the United States Patent Office. 


THE AMERICAN AUTOMOBILE ASSOCIATION, INC. ET AL. 
v. ROTHMAN, ETC. 


No. 11350—U. S. D. C. E. D. N. Y.—November 14, 1951 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES-—GENERAL 
On facts of record, defendant held to have failed to establish counterclaim or 
alleged violation of state fair trade law by plaintiffs. 


CourtTs—PLEADING AND Practice—RuLE 11 
Court directs defendant’s counsel to file written explanatory statement as to what 
“good ground” there was to support defenses interposed alleging violation of fair trade 
law and counterclaim on basis of alleged contract, in view of testimony given by defend- 
ant and her husband in depositions. 


Courts—PLEADING AND Practice—-MoTIONS FoR SUMMARY JUDGMENT 
On facts of record, held that no genuine issue remains as to any material fact. 


TraDE-MarK INFRINGEMENT AND Unrark CompetiTtion—Scope or RELigEF—PAaRTICULAR 
INSTANCES 
Plaintiffs held entitled to injunction restraining defendant’s use of “H.A.A.,” repro- 
duced and displayed in oval sign over the words “Service Station,” in such a way that the 
first letter appeared to be a capital “A,” as it was at the time of the filing of complaint, 
and even as it was at the time of trial with the oval removed, so that the letter “H” with 
converging top members looks a little less like an “A.” 


Trade-mark infringement and unfair competition suit by The American 
Automobile Association, Inc., et al. against Celia Rothman, doing business as 
H. A. A. Service Station. Judgment for plaintiffs granting injunction. 

Leo T. Kissam (Eric Nightingale of counsel) of New York, N. Y., for plaintiffs. 
James J. Cally, of New York, N. Y., for defendant. 
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Byers, D. J.: 

This is a plaintiffs’ motion to strike an answer, to dismiss counterclaim, and to 
grant summary judgment to plaintiffs under Rule 56, Fed. Rules Civ. Proc., because 
it now appears that there is no genuine issue as to any material fact, in view of 
the testimony revealed in the respective depositions of the defendant and her 
husband. 

The cause in general resembles the one instituted by these plaintiffs against 
Murray Spiegel, doing business as Lake Service Station, American Automobile 
Assn. v. Spiegel, and much that was written in granting a similar motion in that 
case applies to this controversy. For instance, it is unnecessary to repeat what was 
written in reference to the local law, known as the Administrative Code, Sec. 
B36-103.0. 

This defendant seems to be the owner and proprietor of a filling station at 
50 Flatbush Avenue Extension, Brooklyn, which she says she acquired some six 
years ago, or in 1945. 

The defendant’s registered business style is “H.A.A. Service Station” accord- 
ing to Certificate dated December 6, 1948, and filed in the office of the County 
Clerk eight days later. 

As might be expected, the letters H.A.A. at the time the complaint was filed 
were reproduced and displayed in an oval sign over the words “Service Station” 
in such a way that the top of the H. was coincident with the oval itself and the 
vertical sides of that letter slanted so as to converge above the cross member so 
that the first letter appeared to be a capital A, not an H. 

Any remote shadow of possible inadvertence in this showing would be dispelled 
by the counterclaim which asserts that on or about October 31, 1947, the Club 
entered into the familiar contract with the defendant such as is described in the 
Spiegel Case. That without justification the contract was thereafter abrogated 
by the plaintiffs (no approximate date is stated) and that “defendant had gone 
through (sic) great expense at the behest of the said plaintiffs, and as a consequence 
thereof has been damaged in the sum of Six Thousand, Eight Hundred Dollars” 
for which judgment is demanded. The counterclaim is denied in a Reply which 
was timely filed. 

This motion raises the question of the legal efficacy of the counterclaim 
to present an issue of fact which can be resolved only by the procedure of a trial. 

In addition to the counterclaim, the answer contains as a “separate and 
distinct defense” the allegation that the plaintiffs “have been violating the Fair 
Trade Act of the State of New York, and as such has (sic) interfered with the 
business of the defendant above named.” 

In addition to formal matters touching the corporate nature, functions and 
membership of the plaintiffs, the complaint alleges eleven registrations in the United 
States Patent Office of the AAA trade-mark, and the renewal of three of them 
in 1936 and 1942, respectively; also the display by the defendant, without the 
consent of either of the plaintiff Associations, of the registered trade-marks or 
colorable imitations thereof in connection with her business; namely, that of “an 
automobile service station,” and that she “deals in goods competing with those of 
plaintiffs and the related companies of the Association, including gasoline, oil, 
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automobile supplies and accessories, printed maps, tire covers, book, pamphlets, 
& % %» 

That the defendant’s use of the trade-mark is likely to and does cause con- 
fusion, and does deceive purchasers “as to the source or origin of such goods and 
services” thus infringing the trade-mark. 

The same alleged conduct of the defendant is said to result in “attempting 
to lead members of the Club and the Association and the public at large, including 
those traveling among the several States, to believe that defendant has been ap- 
proved by the Association and/or the Club and is an organization related to and 
legitimately affiliated with plaintiffs or one of them, thereby trading upon the 
good will and reputation of the plaintiffs and unfairly competing” with them. 

The defendant generally denies the foregoing, but in view of her testimony 
and that of her husband as elicited in their respective depositions as illuminated 
by the exhibits, it will be seen that the fact of the display of the above described 
sign or signs by the defendant is not in dispute; the only possible subject for 
discussion being whether the sign as now used, from which the oval seems to have 
been removed, whereby the letter H with its converging top members is made to 
look a little less like an A than in the version of the sign used when the action 
was started, serves to defeat the plaintiffs’ cause as pleaded. 


There is no hesitation, so far as this court is concerned, in holding at once 
and without hesitation, that even the present arrangement and display of the 
letters H. A. A. by the defendant is confusingly similar to the three A’s and their 
presentation in the emblem and symbol of the plaintiffs, and in the registered 
trade-mark of the Association; further, that the defendant’s imitation thereof 
has been deliberate and intended to proclaim that she is a dealer authorized to 
display the three A’s in the distinctive arrangement that identifies the plaintiffs, 
and the dealers authorized by the Club so to announce, to the knowledge of the 
defendant. The absence of the initial letter A, or H, in the name of the defendant 
is not without significance in this connection. 


Turning now to the separate defense of alleged violation of the Fair Trade Act 
of New York, General Business Law, Mck. Consol. Laws, c. 20, §369-a et seq., 
the defendant stated in her deposition that she wouldn’t know anything about 
that; similarly, when asked how the plaintiff had interfered with her business. 
In view of these answers, it would be proper to inquire of the defendant’s attorney 
whose name is subscribed to the Answer according to Rule 11, what “good 
ground” there was to support so much of this pleading interposed for his client. 
This opinion is intended to propound the query, to which a written explanatory 
statement is required to be filed. 

The defendant’s brief in opposition to this motion does not discuss this “sepa- 
rate and distinct defense,” and the conclusion is inevitable that it was not presented 
in order to raise any meritorious issue; it will therefore be disregarded for present 
purposes, since no evidence on the subject is even hinted at in the depositions of the 
defendant and her husband. 


The counterclaim is not supported by any testimony concerning any contract 
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whatever between the Club and the defendant. Again, her brief is silent on this 
subject. 
Her testimony is (page 15): 


“Q. Have you or has anyone on your behalf made an application for affiliation 
to the Automobile Club of New York? A. My son did. (He is said to be unavail- 
able as a witness, being in the U. S. Army and stationed in Germany.) 

“Q. When was that? A. I wouldn’t know exactly. 

“Q. Approximately? A. About four years ago. (i.e. 1947) I wouldn’t know 
exactly. 

“Mr. Cally (defendant’s attorney): Four years ago. 

* oe * . + * 


“QO. Was the application accepted or rejected? A. It was accepted. 

“Q. Do you have any correspondence with the Club in your possession? A. No, 
not in my possession. 

“Mr. Cally: She wouldn’t know about it. 

Your son took care of it; is that right? 

“The Witness: That’s right. 


. * * ” 


“A. It is true, that he became a member. 
“QO. Do you have a copy of the contract referred to in your answer? A. I 
don’t have a copy, no. 
* . « ” * 7 
“Q. Have you made any effort to locate in? A. No, I didn’t. 
* * * * * * 


“QO. (The attention of the witness was drawn to paragraph sixth of the 
answer) Will you tell me, please, what action was taken either by the Club or the 
Association which you interpreted as disregarding the agency? A. They just sent 
in a letter saying that they are not dealing any more with this gas station; that is 
all. For no reason at all. Somebody put a complaint in. 

“Q. Were you familiar with the terms of the agreement? A. No. Somebody 
didn’t like the way they were spoken to. 

“Q. (Calling attention to the $6800.00 item) Can you tell me in what respect 
you have been damaged by any actions of the plaintiffs? A. We had to buy tow 
trucks and small trucks. One wasn’t enough, he wanted more. So we went and 
bought more. 

“Q. Who bought them? A. Morris Rothman brought them. (The defendant’s 
husband is Paul Rothman, also known as Morris Paul Rothman) Note: There is 
no assertion that the trucks are not still of the defendant’s ownership. 

“Q. So you are not familiar with how this figure of $6800.00 was arrived at? 
A. No. 


Turning now to the husband’s deposition, it appears that defendant’s attorney 
produced on March 27, 1951, and there was marked as Plffs. Ex. 3 for Identifica- 
tion, a Service Station Contract, Station No. BK-85, purporting to be signed by 
Pate’s Service Station, by Martin Pate, Prop., and the plaintiff Club, dated 
October 31, 1947. The attorney stated that he had obtained it from the defendant 
and that it was the only paper in his possession, and he added: “I do not know 
if there are any other subsequent agreements.” 


The Answer was filed on February 17, 1951 (less than six wéeks before the 
taking of the deposition), so if he then had “good ground” to support the allegation 
of the counterclaim respecting the defendant’s alleged contract with the Club, 
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that “good ground” could scarcely have disappeared when the above deposition 
was taken, and his statement above quoted is apparently incompatible with the 
allegation of the pleading now under examination. As to this, the court is hereby 
making the same inquiry as with reference to the first defense, deeming the intent 
and purpose of Rule 11 so to require. 

Since the present showing is that no such contract as the counterclaim alleges 
ever came into existence, that portion of the defendant’s pleading has not been 
sufficiently substantiated to stand in the way of granting the motion of the plain- 
tiffs, because no genuine issue of fact in respect of it can be deemed to be present. 

The Pate Service Station contract was subject to termination by either party, 
on seven days’ notice, according to its terms. Its possible bearing in this cause is 
not made to appear. 

The cause of the plaintiffs, as pleaded and disclosed in the depositions is a 
proper one for disposition under Rule 56 in my opinion. 

The quotation in defendant’s brief from Sartor et al. v. Arkansas Natural Gas 
Corp., 321 U. S. 620, at page 627, accurately depicts the situation here revealed: 

“The Court of Appeals below heretofore has correctly noted that Rule 56 
authorizes summary judgment only where the moving party is entitled to judgment 

as a matter of law, where it is quite clear what the truth is, that no genuine issue 

remains for trial, and that the purpose of the rule is not to cut litigants off from 

their right of trial by jury if they really have issues to try.” (Citing cases.) 

The facts in that case were too remote for present recital, but the statement of 
the principle which should guide this court, applies directly to this cause. While 
there is no jury issue, the only question that a court can pass upon is the improper 
display of the plaintiffs’ symbol, emblem and trade-mark. That is shown too 
clearly to admit of argument. Consequently the motion of the plaintiffs must be 
granted, and the order is to provide for a decree as prayed in the complaint, with 
costs. 

Settle order. 


THE AMERICAN AUTOMOBILE ASSOCIATION, INC. ET AL. 
v. SPIEGEL, ETC. 


No. 10516—U. S. D. C. E. D. N. Y.—November 13, 1951 


Courts—PLEADING AND Practice—MortTions ror SUMMARY JUDGMENT 
On facts of record, held that no genuine issue remains as to any material fact. 
TRADE-Mark INFRINGEMENT AND UnFair CoMPETITION—DEFENSES—GENERAL 
On facts of record, defendant held to have failed to establish defenses of invalidity 
of plaintiff’s trade-mark, unclean hands, violation of city ordinance or federal anti-trust 
laws. 
TraADE-Mark INFRINGEMENT AND UnrFarr Competition—Scope or ReEeLieF—ParTICULAR 
INSTANCES 
Plaintiffs held entitled to injunction restraining defendant from using reproduction 
of “A A A” mark enclosed in oval, topped by “Trade with us,” and having beneath 
the three “A’s” and within the oval, in large letters, “We honor above emblem members,” 
and in inconspicuous and barely legible letters at the bottom “We are not Automobile 
Club Affiliates.” 
Plaintiffs held entitled to one bill of costs against defendant. 
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Trade-mark infringement and unfair competition suit by The American 
Automobile Association, Inc. et al. against Murray Spiegel, doing business as 
Lake Service Station. Judgment for plaintiffs granting injunction. 

Leo T. Kissam (Eric Nightingale of counsel) of New York, N. Y., for plaintiffs. 
Rubinton & Coleman, of Brooklyn, N. Y. (Frank Reiss and Noel Rubinton, of 
counsel) for defendant. 


Byers, D. J.: 

This is a plaintiff’s motion in a trade-mark alleged infringement, and unfair 
competition case, to strike the defendant’s answer and for summary judgment. 
The motion is urged on the showing of the depositions taken by both sides, and 
the affidavits and exhibits filed with the motion papers, whereby it is urged that 
the lack of any genuine disputed issues of fact is demonstrated, as distinguished 
from conclusions to be drawn therefrom. 


The plaintiffs respectively are a national association incorporated in 1910 in 
Connecticut as a non-profit corporation, to be called the Association, and a 
membership corporation of New York (incorporated in 1934), to be called the 
Club, the common objects of which are effectuated by participation on the part 
of the individual members in the diverse activities described in the charter of the 
first named, and which have for their object the creation and maintenance of the 
most favorable conditions under which driving and touring by private owners of 
automobiles can be conducted. These include advocating the enactment of regu- 


latory legislation, highway construction and maintenance, and the compilation and 
publication of road maps, lists of accredited service and repair stations, stopping 
places, and the like. The Association was organized in 1902 and incorporated 
in 1910; at the time of the commencement of this action, it had a membership 
of 2,700,000 motorists in the United States. The Club has some 210,000 members. 


The corporations, as such, promulgate and direct activities appropriate to the 
accomplishment of the purposes above stated. 


The plaintiffs have adopted and widely used a symbol of membership for dis- 
play by members and other authorized persons, of an arrangement of three capital 
letters A in an oval; this was registered as a trade-mark in the United States 
Patent Office in 1937 by the Association for “signs, badges, * * *, made of base 
metal, in Class 50, Merchandise not otherwise classified.” The pictorial repre- 
sentation is of course shown in the certificate, and was republished under the 
1946 Act. 15 U. S. C. §1051 et seq. There appear to be eleven registrations in 
all, under different classifications of articles to which it applies. 


The defendant maintains a gasoline filling and service station, and deals 
in many products which are purchased by motorists for use in connection with 
cars which they drive. He also displays, without the consent of either plaintiff, 
and against their protests, a sign in a prominent position on his premises, which 
reproduces the three AAA’s of the plaintiffs’ mark or symbol, enclosed in an 
oval, in such a manner and form as to constitute an adoption and freely acknowl- 
edged display thereof, for the avowed purpose of calling attention to the plaintiff 
organizations. His name and business style do not include a capital A. 
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The foregoing recital is based upon the pleadings and the motion papers pro 
and con, together with the exhibits of all litigants. 

It sufficiently describes the complaint for present purposes, except in respect 
of “goods competing with those of plaintiffs and the related companies of plaintiff 
Association” in paragraph 10; and the alleged use by defendant of such “registered 
marks, trade-marks and service marks in connection with the sale, offering for 
sale and advertising of goods and services similar to those rendered and sold by 
plaintiff Association, plaintiff Club and their related companies, thereby creating 
confusion * * * and attempting to lead members of the plaintiff Club * * * to 
believe that the defendant has been approved by plaintiff Association and/or 
plaintiff Club * * *,” in paragraphs 11, 12 and 13. 

It will be convenient to discuss those matters in connection with the affirmative 
defenses. 

While the main body of the answer contains denials in one form or another 
of the entire complaint, except as to the size of membership of the two plaintiffs, 
it is apparent that the use and display by defendant of the AAA which pertain 
to the plaintiff is not denied; it is sought to be justified by the matters alleged in 
the first, second and third affirmative defenses, namely, (1) and (2), the alleged 
violation of Article 8, §B36-103.0, of the Administrative Code of the City of 
New York, respecting the display of a sign not less than 7” x 8”, stating clearly 
and legibly the selling price at retail of gasoline and the true name or brand 
thereof, in that plaintiffs have made arrangements with certain operators of filling 
stations to display the emblem and to grant a 10% rebate to members of the 
Association or Club. 

That such filling stations are identified by the display of the plaintiff's symbol 
or device of the three A’s enclosed in an oval. This is alleged to indicate that 
plaintiffs come into court with unclean hands. 

(3) That such arrangements are made with a restricted and selected number 
of filling stations within a given area (namely, about 250 out of 700 in the Borough 
of Brooklyn), whereby the operators are enabled to and do wage “a competition 
that is destructive of the business of gasoline filling stations in the same area which 
do not have such arrangement and which do not display such symbol.” 

That the plaintiffs’ symbol is thus being used in the unlawful restraint of 
trade, “and to aid in the creation of a monopoly in the sale of gasoline at retail 
in the City of New York and is therefore being illegally used, and plaintiffs come 
into court with unclean hands and are estopped to and may not seek the aid they 
ask of the Court.” 

Since the depositions and exhibitions completely lay bare the conduct of the 
defendant of which plaintiffs complain; and since the activities of the plaintiffs 
relied upon by the defendant to defeat recovery are not denied, but are fully 
revealed in their own depositions and in such exhibits as constitute the literature 
published and distributed by either or both plaintiffs and the uniform contracts 
made with the filling stations which are referred to in the separate defenses, it 
seems clear that all evidence which could be produced at a trial—and the defend- 
ant’s briefs point to nothing more that could be developed under the pleadings 
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than has thus been shown—is in this record as made. The court has been suffi- 
ciently informed of ali relevant testimony to enable it to render a decision under 
Rule 56, Fed. Rules Civ. Proc. upon the theory that there remains no genuine 
issue as to any material fact. 

Oddly enough, the defendant’s brief denounces much of the plaintiffs’ activities, 
but seems to argue that what it characterizes as illegal provides good reason for 
the defendant’s adoption and display of the symbol or trade-mark AAA as regis- 
tered. This reasoning is difficult to follow. Consistency would seem to require that 
the worse the conduct of the plaintiffs in the defendant’s eyes, the more anxious 
he would be to avoid doing business under its emblem; but the showing of the 
photographic exhibits is precisely to the contrary. 

One of them (PI. Ex. 3) is of a large and conspicuous sign containing the three 
A’s in an oval, the letters being topped by “Trade with us” and beneath, and 
within the oval appears in large letters: “We honor above emblem members.” 
At the bottom of the sign, in small inconspicuous and barely legible characters, 
there appears: “We are not Automobile Club Affiliates.” 

The purpose of the sign is too flagrant to admit of discussion. The defendant’s 
deposition is quite illuminating on the subject, and later will be quoted in pare. 

Stated shortly, the defendant relies upon the clearly established practice of 
the plaintiffs to defeat recovery, namely, that the Club licenses certain selected 
filling and service stations and supply shops, in this county, to display the 3 A 
emblem, symbol and trade-mark as selected purveyors of automobile supplies and 
service; and to issue to members of the Club, coupons representing 10% of the 
charge (ex taxes) made in each transaction; such coupons are turned in to the 
office of the Club, and the amount is credited to that member’s account. The 
coupons were first bought from the Club and paid for by the dealer from whom 
a given purchase was made. The details of the operation of the plan, which is 
called “Savings plan” on the AAA sign exhibited by the licensed dealer or service 
station operator, are explained at length in the depositions of the witnesses Powers 
and Colodny, officers of the Club, taken at the instance of the defendant on April 
16, 1951. 

The showing is that of cooperative buying by the individual Club members 
from agencies chosen by the Club, that cater to the needs of individual motorists. 
The testimony is not contradicted that a selective process is employed by the Club 
in deciding which dealers it will thus suggest to its members as being worthy of 
their patronage, in which location, proximity to other such dealers, type of man- 
agement, and the establishment itself, are the determining factors. Each such 
dealer holds a written contract which is in evidence, that is of indefinite duration 
but is subject to cancellation by either party on 7 days’ notice. 

Its terms are appropriate to accomplish the purpose which has been described, 
by which the dealer engages to deliver coupons to members of the Club only 
and on presentation of membership cards; cash may not be paid in lieu of 
coupons, nor can a dealer redeem coupons which have been issued by other 
accerdited dealers. 

The legal rights of the defendant are said to be infringed by the operations 
so described, in that: 
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(a) Article 8, Administrative Code of the City of New York, having to do 
with retail sales of Petroleum Products, is being violated by the said selected 
dealers, since the display of the emblem or symbol AAA in the oval, with the 
legend “Savings plan” as stated, “* * * signifies, notifies and advises members of the 
plaintiffs that gasoline and petroleum products were being offered for sale to 
them and could be purchased by them at a discount or rebate of 10 per cent of 
the price appearing upon the sign or placard posted on the premises in accord with 
the aforesaid provisions of the * * * Code.” 


The requirement of the latter is for the posting of a sign of specified dimen- 
sions, with the name, etc., of the brand of gasoline, its grade and quality, and the 
price per gallon. That no sign “stating or referring directly or indirectly to the 
price or prices of gasoline * * * shall be posted * * *” other than the one pre- 
scribed. The text of the regulation is attached hereto as an appendix, for ready 
reference.* 


*APPENDIX 
ADMINISTRATIVE Cope oF City oF New York 


ARTICLE 8 
RETAIL SALES OF PETROLEUM PropDUCTS 


§B36-103.0. Placards to be posted.—a. It shall be unlawful for any person, firm or 
corporation to sell or offer for sale at retail for use in internal combustion engines in motor 
vehicles any gasoline unless such seller shall post and keep continuously posted on the indi- 
vidual pump or other dispensing device from which such gasoline is sold or offered for sale 
a sign or placard not less than seven inches in height and eight inches in width nor larger 
than twelve inches in height and twelve inches in width and stating clearly and legibly 
in numbers of uniform size the selling price or prices per gallon of such gasoline so sold or 
offered for sale from such pump or other dispensing device together with the name, trade 
name, brand, mark or symbol, and grade or quality classification, if any, of such gasoline. 

. The amount of governmental tax to be collected in connection with the sale of 
such gasoline shall be stated on such sign or placard and separately and apart from such sell- 
ing price or prices. 

c. No sign or placard stating or referring directly or indirectly to the price or prices 
of gasoline other than such signs or placards as hereinabove provided shall be posted or 
maintained on, at, near or about the premises on which said gasoline is sold or offered 
for sale. 

d. It shall be unlawful for any person, firm, or corporation, in connection with the 
sale or offer for sale at retail of any petroleum products for use in motor vehicles, other 
than gasoline, to post or maintain at such place of sale or offer for sale, any sign, placard, or 
other display that states, relates or refers to, the price at which such petroleum products are 
sold or offered for sale, except as follows: 

1. Such sign, placard or other device shall be not less than seven inches in height and 
eight inches in width, nor larger than twelve inches in height and twelve inches in width. 

2. The price stated, mentioned, or referred to on such sign, placard, or other display, 
shall be by the Unit of the measure at which such petroleum products are customarily sold at 
retail. 

3. The name, trade name, brand, mark, or symbol, and grade or quality classification 
if any, of such petroleum products, shall be clearly stated on such sign, placard, or other 
display, and if such petroleum products are sold without identification by name, trade name, 
brand, mark, or symbol, such sign, placard, or other display shall refer clearly to such 
petroleum products as unbranded. 

4. If such petroleum products are sold or delivered by or through the means of dis- 
pensing equipment, such sign, placard, or other display shall be posted and maintained on 
such dispensing equipment and at no other place. (As added by L. L. 1939, No. 141, 
August 10; as amended and renumbered by L. L. 1941, No. 56, July 15.) 

§B36-104.0. Fraudulent practices prohibited.—It shall be unlawful for any person, 
firm, or corporation to sell or offer for sale gasoline or other petroleum products for use in 
motor vehicles at retail in any manner so as to deceive or tend to deceive the purchaser as 
to the price, nature, quality or identity thereof, or to sell or offer for sale from any pump, 
dispensing device, or container any gasoline or other petroleum products other than that 
gasoline or other petroleum products manufactured or distributed by the manufacturer or dis- 
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The constitutionality of this local law was upheld in People v. Arlen Service 
Stations, 284 N. Y. 340. In the course of its opinion the Court said: “Section 
B36-101.0 of the Administrative Code, quoted above, bears upon its face clear 
indication that it was designed to prevent fraud in the retail sale of gasoline.” 

Again, 284 N. Y. at page 344: “It cannot be said of this local legislation that 
it impairs the defendant’s freedom to determine the price at which it will sell the 
gasoline which it offers to the public, nor does it prohibit the defendant from 
advertising that price.” 

The foregoing accords with the defendant’s own understanding, as his deposi- 
tion discloses: He explained that the AAA sign displayed by competitors who were 
so authorized, enabled them to harm his business (page 35) : 


“It is hurting my business to the extent that they were giving a discount and 
we weren’t. I wanted to post a discount sign but my association won’t allow me. 
* * * You see, we have a law in the City of New York, a price-posting law, and that 
doesn’t permit posting a discount or a price. You see, I could go to work and post a 
price—let’s say a two-cent discount—to meet competition, but they won’t allow 
me. Therefore, I felt the AAA, if I put that (sign) up, I will get that business and 
give them the discount.” 

“Q. When you say ‘the association won’t allow me,’ what association are you 
referring to? A. There is a gasoline merchants of Brooklyn association. 

“Q. And you are a member of that? A. Yes. 

“Q. If you wanted to reduce the price of your gasoline two cents, there 
would be no objection to your doing that, would there? A. Yes, but I couldn’t 
advertise it. 

“Q. Couldn’t you reduce the price on your listing two cents? You post the 
price of your gasoline, do you not? A. That’s right, but that isn’t seen. You see, 
that is only a small sign on the pumps, and the average motorist passing by can’t 
read that unless he pulls in. 

“Q. But if he pulls in he can read it? A. If he pulls in I can tell him. 

“Q. Is there anything to stop you from putting up a large sign quoting the 
price of your gasoline? A. There is a law against that. 

“Q. But there is nothing to stop you from reducing the price two cents if 
you wish to do it? A. No.” 


The foregoing refutes any possible argument that the plaintiff Club or the 
Association is violating the provisions of the local law, for it is the members of 
the defendant’s association and not the Club or the dealers whom it authorizes 
to display its emblem, who interfere—according to the defendant’s understanding 
at least—with his capacity to sell gasoline at any figure that is acceptable to him. 
It is to be remembered also that the local law does not purport to affect items 
other than gasoline, dispensed at filling stations and automobile supply and service 
depots. 


tributor marketing such gasoline or other petroleum products under the name, trade name, 
brand, symbol or mark affixed to or contained on such pump, dispensing device or container, 
or to substitute, mix or adulterate gasoline or other petroleum products sold or offered for sale 
under a name, trade name, brand, symbol or mark. (As added by L. L. 1939, No. 141, August 
10; as amended and renumbered by L. L. 1941, No. 56, July 15.) 

§B36-105.0. Violations.—Violation of any of the provisions of this article shall, upon 
conviction therefor, be punished by a fine of not more than two hundred fifty dollars or by 
imprisonment for not more than sixty days, or by both such fine and imprisonment. (As added 
A yh 1939, No. 141, August 10; as amended and renumbered by L: L. 1941, No. 56, 
July 15. 
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The AAA sign does not quote prices; it merely informs the public generally 
that the Club has licensed a given purveyor to display the emblem; it carries also 
to members the special meaning which has been explained. That meaning is also 
somewhat expanded in the numerous pamphlets issued by either or both plaintiffs, 
which are in evidence and which explain in detail the respects in which the Asso- 
ciation and the Club promote the special interests of their members, particularly 
those driving in unfamiliar places. 

Unless and until cooperative purchasing is condemned by statute, of which 
there is no clear and present indication, the Club cannot be held to participate in 
a violation of the local law in question; nor to have been discovered in the exhibi- 
tion of unclean hands so as to forfeit the protection of a court of equity for its 
symbol or emblem of identity or membership. 

The second and third defenses are addressed to the same fundamental justifi- 
cation of the defendant’s revealed practice, but upon a broader theory involving 
(a) the alleged invalidity of the Association’s registered trade-mark AAA, and 
(b) that it is so used to violate the United States Anti-trust Laws and the cor- 
porate charters of the respective plaintiffs. 

These defenses require but little discussion: 

As to the trade-mark registrations, there are several in evidence referred to 
sundry items, some of which are sold by the Association to its subordinate Clubs 
in various parts of the country, such as signs, maps, printed books, portfolios, 
belts, etc., and the earliest date of any registrations seems to be 1916. That is 
No. 112,980, renewed in 1936. 

This registration—discreetly enough—is not discussed in the defendant’s briefs. 
The plaintiff's testimony concerning sales of trade-marked articles to the general 
public is confined to a publication entitled “Sportsmanlike Driving.” 

Just why the defendant should be heard to deny the validity as a trade-mark 
embodied in that which he displays for the reasons quoted from his deposition, 
has not been made to appear. 

It is clear that he is intentionally trading upon the AAA symbol and trade- 
mark, not because he deems it invalid, but because as he said: “I will get that 
(the AAA) business and give them the discount.” 

There is no offer of proof and of course no testimony in the record, of violation 
of the anti-trust laws, since there is no assertion of an agreement between either 
plaintiff and any manufacturer or distributor touching resale prices or similar 
devices. 

The defendant seemingly relies upon Morton Salt Co. v. Suppiger Co., 314 
U. S. 488, and Bruce’s Juices v. American Can Co., 330 U. S. 743. The first holds 
that a patentee cannot recover an injunction to prevent infringement of his patent 
where the granting of licenses under it required as a condition, that unpatented 
salt tablets of its manufacture alone could be used in the patented machine, follow- 
ing among other cases, Carbice Corp. of America v. American Patents Corp., 283 
U. S. 27. The bearing of this decision has not been explained. 

The second held that it is not a defense to an action in a state court to recover 
on notes given in the course of a running account to pay for cans sold by the 
plaintiff to the defendant, that the former violated the Robinson-Patman Act, 15 
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U. S. C. §§13, 13(a), 13a, in the sales giving rise to the notes. Again, the assistance 
of that decision to this defendant is not explained. 

The arguments advanced for the defendant to avert an injunction for the 
flagrant violation of the plaintiff's emblem device and trade-mark, as distinguished 
from the testimony found in the depositions and exhibits, are quite ill adapted to 
the task in hand. 

The contention seems to be advanced that the plaintiffs’ symbol is being used 
to misrepresent to the consuming public that the various well-known brands of 
gasoline which the authorized dealers purvey when they exhibit the 3 A’s sign, 
are the product of the plaintiffs, and therefore that the registered trade-mark is 
being unlawfully displayed at the instance of the plaintiffs. It is difficult to under- 
stand how such a contention can be seriously advanced. Obviously that is not the 
fact, and the emblem is displayed to identify the dealer himself, and not the 
products which he sells. The citation of Gruelle v. Molly-’es Doll Outfitters, Inc., 
94 F. 2d 172, is so wide of the issue here, that it is not understood. There is no 
palming off of goods here involved, but a misappropriation of a symbol indicating 
a selection of a dealer made by the Club for the benefit of its members, and 
certain incidents flowing therefrom. 

Affiliated Enterprises, Inc. v. Gantz, 86 F. 2d 597, is cited, but since it holds 
that the “bank night” scheme formerly operated in moving picture theaters so 
strongly partook of the nature of a lottery, that a copyright registration in connec- 
tion therewith could not support intervention by a court of equity, the reason for 
the citation is a mystery. 

Standard Container Manufacturers’ Ass’n, Inc., et al. v. Federal Trade Com- 
mission, 119 F. 2d 262, has to do with a price-fixing device, thus the court in 
denying a petition to set aside a “cease and desist” order said, 119 F. 2d at page 
266: “The record showing that the president (of the association) was promulgating, 
the secretary was printing and distributing price lists; and that the members of 
the association were adhering, or were being disciplined for not adhering, to them, 
* * *” There is not a suggestion of any such activity on the part of these plaintiffs, 
and since their members are buyers, not sellers, it is obvious why the defendant 
tenders no evidence to that effect. 

Giving the utmost credence to the defendant’s case as pleaded and portrayed 
in his deposition and exhibits, it is clear to this court that the motions of the plain- 
tiffs must be granted, and a decree conforming to the prayer for relief must be 
ordered, with one bill of costs to the plaintiff to be taxed. 

Settle order and decree on notice. 


HAAS BROTHERS v. TRU-PAK PRODUCTS CORP. 


Commissioner of Patents—January 14, 1952 


APPEALS—PLEADING AND PracticE—BrieFs 
Brief filed by petitioner-appellant, after denial of motion for extension of time, 
held not properly in case. 
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Papers filed before Examiner of Interferences held not properly to be considered 
as brief on appeal. 

Under present practice, appeal is considered on merits if appellant appears and 
argues orally though no brief has been filed. 


Trape-Marks—Goops or DiFFERENT CLASSES—PARTICULAR INSTANCES 
Medicinal preparations held not likely to be confused with grocery items, including 
olive oil and mustard, sold under identical mark. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Haas Brothers against Tru-Pak Prod- 
ucts Corp. Petitioner appeals from dismissal of petition for cancellation. Affirmed. 
William G. MacKay, of San Francisco, Cal., for Petitioner. 

Louis Barnett, of New York, N. Y., for Respondent. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Interferences dismissing 
appellant’s petition for cancellation of a trade-mark registration. 

Appellant-petitioner failed to file a brief on appeal within the time specified by 
the rules and in the notice setting the date of hearing. A month after the brief was 
due appellant filed a motion seeking an extension of time. This motion was opposed 
by appellee and the extension of time was denied by the Assistant Commissioner. A 
brief was received from the appellant a few days after the denial of the motion and 
appellee filed a paper requesting that the brief be disregarded. Since the motion to 
extend the time for filing the brief was denied, appellant’s brief is not properly in the 
case and must be disregarded. 

Appellee, about two weeks after the time for filing its brief on appeal had 
passed, filed a paper entitled a brief which requested that two briefs and two 
memoranda which had been filed before the Examiner of Interferences be con- 
sidered as its brief on appeal and which has attached to it a further “law memo- 
randum”. It is not believed proper to consider the earlier papers as a brief on 
appeal and appellee’s request is denied. 

Both parties appeared at the hearing and argued that appeal orally. Under 
present practice an appeal is considered on the merits if the appellant appears at 
the hearing and argues orally, even though no brief has been filed. (Attention may 
be called to proposed changes in trade-mark rules now under consideration which 
will introduce a more rational system of filing briefs on appeal and prevent the 
recurrence of a situation like the present one, see 16 Federal Register 9440, 650 O. G. 
933.) The appeal has accordingly been considered on the oral arguments, without 
written briefs on appeal, but the entire record, including the briefs of both parties 
before the Examiner of Interferences, has been reviewed. 

The registration sought to be cancelled is No. 441,744, issued January 4, 1949, 
under the Act of 1905, on an application filed October 26, 1945, to Tru-Pak Prod- 
ucts Corp., for the mark “Tru-Pak”, used for “chocolated laxatives, cold laxatives, 
chewing gum laxatives, milk of magnesia tablets and aspirin tablets, in Class 6, 
Chemicals, medicines and pharmaceutical preparations.” 

The petition for cancellation asserts the prior use of the mark “Trupak” for 
about 80 items and also recites 4 trade-mark registrations. One of these registra- 
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tions, No. 425,788, was issued on an application filed subsequent to the filing of the 
application for registration by the respondent and hence is of no effect in establish- 
ing any prior rights in the petitioner. The other registrations pleaded are No. 
171,110, registered July 31, 1923, and renewed, for the mark “Trupak” used for 
“canned fruits and vegetables”; No. 199,979, registered June 23, 1925 and renewed, 
for the same mark for “fresh citrous fruits”; and No. 388,076, registered June 10, 
1941, for “canned fruit juices, berry juices, and vegetable juices used for food pur- 
poses”, all in class 46, Foods and ingredients of foods”. Petitioner has also proven 
prior use of the mark “Trupak” applied to an extensive list of food products. The 
examiner held that petitioner is not entitled to rely upon its use of the mark for 
baking soda since use for this item prior to the record date of the respondent had 
not been proven. The issue in this case is whether the use by the respondent of the 
mark upon its medicinal preparations would be likely to cause confusion or mistake 
in view of the prior use by the petitioner of the mark upon various grocery items 
including olive oil and mustard. 

Petitioner is in the grocery business and its goods are all food products or 
ingredients used in the preparation of foods whereas the goods of the respondent 
are solely medicinal in character. While petitioner argues that olive oil and mustard 
can be used for medicinal purposes, petitioner’s testimony as a whole emphasizes 
that it is concerned with grocery items. The Examiner of Interferences held that 
there would be no reasonable likelihood of confusion or mistake or deception of 
purchasers and no error is found in the examiner’s holding. The cases cited by 
petitioner are not believed to compel a different conclusion and, in addition to 
the cases cited by the respondent, attention may also be called to Bunte Brothers v. 
Moore, 90 U.S. P. Q. 266, and Bunte Brothers v. Shedd Products Company, 91 
U. S. P. Q. 14, involving several grocery items and candy. 

The decision of the Examiner of Interferences is affirmed. 


SHRAGE & PINES ETC. v. KAYLON, INCORPORATED 


Commissioner of Patents—January 15, 1952 


Trape-Marxs—Marxs Not Conrusincty SimmiLar—PartTicuLar INSTANCES 
“Tommiecoat,” ‘“Tommiegown” and “Tiny Tommies,” used on ladies’ pajamas, 
pajama coats, beach coats, utility coats and bathrobes, and “Tommie Shirt,” used on 
ladies’ pajama shirts, the words “Shirt” and “Tiny” being disclaimed, held not con- 
fusingly similar to “Tommy Tucker,” used on boys’ shirts, blouses and sportswear, in 
view of cumulative differences between the specific marks and the specific goods, under 
1946 Act. 


Appeals from Examiner of Interferences. 

Trade-mark oppositions by Shrage & Pines (Max Shrage Company, Inc., 
assignee, substituted) against Kaylon Incorporated. Opposer appeals from dismissal 
of notices of opposition. Affirmed. 

Leon M. Strauss, of New York, N. Y., for Opposer. 
Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N. Y., for Applicant. 
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Feperico, Examiner in Chief: 

These are four companion opposition proceedings which have been submitted 
upon the same records and briefs. The Examiner of Interferences dismissed each 
of the oppositions and the opposer has appealed. 

The applications involved disclose the marks ““Tommiecoat,” “Tommiegown,” 
and “Tiny Tommies” used for “ladies’ pajamas, pajama coats, beach coats, utility 
coats and bath robes” and the mark “Tommie Shirt” used for “ladies’ pajama 
shirts.” The words “Shirt” and “Tiny” have been disclaimed apart from the marks 
in which they appear. 

Opposer relies upon prior use and ownership of the trade-mark ‘Tommy 
Tucker” registered November 29, 1921, No. 148,909, and renewed, for “‘boys’ 
shirts and blouses.” A second registration of the same mark with the addition 
of a picture of a small boy playing a banjo and apparently singing, applied to 
“sportswear—namely, polo shirts; boys’ shirts and blouses,” registration No. 
433,466 dated October 14, 1947, is also relied on by the opposer. Opposer relied 
only upon its prior registrations. The applicant does not question opposer’s prior 
use of its marks and the question for determination is whether the use of 
the marks of applicant upon the applicant’s goods would be likely to cause con- 
fusion or mistake or to deceive purchasers. 


The Examiner of Interferences held in effect that the cumulative differences 
between the specific marks and the specific goods are such that there would be no 


likelihood of confusion and with this holding I am constrained to agree. 


Opposer’s mark is “Tommy Tucker” used on boys’ shirts and blouses and on 
polo shirts. The mark is the name of a well known Mother Goose character and 
this is acknowledged in opposer’s second registration. The mark “Tommy Tucker” 
would most likely be considered as a unitary phrase since it refers to a distinctive 
and known character and would not be apt to be disected into its components 
and one of the components ignored. On the other hand, while applicant’s marks 
each contain the word “Tommie” or “Tommy” they are in each instance asso- 
ciated with some other word having no connection with or resemblance to “Tucker” 
and the applications recite only their use on ladies’ garments. Applicant’s testi- 
mony shows that its mark ‘““Tommiecoat” is used primarily upon a peculiar garment 
in the nature of a short nightshirt for women which may also be used as a coat 
or smock. The mark “Tommiegown” is used primarily upon ladies’ nightgowns 
and a similar garment which may also serve the purpose of a housecoat or smock- 
coat. The mark “Tiny Tommie” is used on similar garments in smaller sizes for 
smaller women. The mark “Tommie Shirt” is stated in the application to be 
used on ladies’ pajama shirts and no other garments are mentioned. Considering 
the specific differences in the goods and also the differences in the marks themselves, 
I am of the opinion that there would not be any likelihood of confusion. 


The decision of the Examiner of Interferences dismissing each of the oppositions 


is affirmed. 
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THE ARCO COMPANY v. THE BISSELL VARNISH COMPANY 


Commissioner of Patents—January 16, 1952 


TraDE-Marks—Markxs Not ConFusinGLy SIMILAR—PARTICULAR INSTANCES 
“Bi-Var-Co.” held not confusingly similar to “Arco,” “Arcotum,” “Arcozon,” 
“Arcovar,” “Arco-Rays” or “Arcotone,” used on similar goods, under 1946 Act. 
> y > > 


OpposITIONS—PLEADING AND PracTICcE—AMENDMENTS 

Notice of opposition stating grounds therefor must be filed within statutory period 
and amendments of substance held not permissible after expiration of statutory period 
for filing opposition. 

Rule 15(b) of Federal Rules of Civil Procedure held not applicable to notice of 
opposition. 

General statement in notice of opposition relating to use of opposer’s mark “as a 
combining form,” held to have no meaning or value apart from specific marks pleaded 
in notice of opposition and not to permit introduction of marks not pleaded but in which 
“Arco” is incorporated. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Arco Company against The Bissell Varnish 
Company. Opposer appeals from dismissal of notice of opposition. Affirmed. 
Dean Laurence, of St. Johns, Mich., for Opposer. 

Johnson & Kline, of Bridgeport, Conn., for Applicant. 
FEpERICO, Examiner in Chief: 
This is an appeal by the opposer from the decision of the Examiner of Inter- 


ferences dismissing the opposition. 

The application involved, filed January 11, 1947, under the Trade-Mark Act 
of 1905, by The Bissell Varnish Company, is for the registration of the mark 
“Bi-Var-Co” for “oil paints in paste or liquid form and paint enamels.” 

Opposer (whose name at one time was The Atlantic Refining Company) 
pleaded the prior use and ownership of the registered mark “Arco” for ready- 
mixed paints and varnishes, and also prior use and ownership of other marks, 
registered and unregistered, for similar goods containing the term “Arco,” namely, 
“Arcotum,” “Arcozon,” “Arcovar,” “Arco-Rays” and “Arcotone” (two other marks 
are mentioned in the notice of opposition but were not referred to by the examiner; 
“Arcomastic” as to which no testimony was taken and which appears not to be relied 
on, and “Arcoloid” as to which no testimony was taken and which is the subject 
of an expired registration). The applicant does not raise any issue of priority, 
and the issue to be determined is whether the marks of the parties are confusingly 
similar. The examiner held that the term “Arco” is not separately displayed or 
otherwise emphasized as a feature of applicant’s mark “Bi-Var-Co” and that when 
separately compared with each of the marks relied on by the opposer applicant’s 
mark differs sufficiently from each of them as to insure against reasonable likeli- 
hood of confusion. The record and the arguments of the parties on this issue have 
been considered but no reason is seen for disturbing the examiner’s opinion on this 
point. 

Most of the questions argued on this appeal relate to an additional unregis- 
tered mark of the opposer, “Galvarco,” which was introduced in the testimony. 
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The examiner held that use of this mark had not been pleaded by the opposer 
and hence could be given no consideration in the case. Subsequnt to the decision 
the opposer moved to amend its notice of opposition to add a specific reference to 
the mark “Galvarco,” which motion to amend was denied by the Examiner of 
Interferences. Opposer urges error in the refusal of the examiner to consider the 
additional mark and in denying the motion to amend the notice of opposition. 

The notice of opposition, in paragraph 3, recites that opposer is the owner 
and user of eight specified trade-marks, which list does not include the mark 
“Galvarco.” Paragraph 2 states that opposer, prior to applicant’s claimed date 
of first use, adopted and used “the word ‘ARCO’ per se and as a combining form.” 
Opposer urges that this general statement is sufficient to incorporate the particular 
mark “Galvarco” in the notice of opposition. The statement in paragraph 2 
relating to use “as a combining form” is not considered to have any particular 
meaning or value in the notice of opposition, apart from the specific marks pleaded. 
There can be no ownership in “a combining form” other than in specific trade-marks 
utilizing such combining form, and only such trade-marks can be considered in 
determining confusing similarity of marks used by others. 

Opposer urges that the notice of opposition should be amended or treated 
as amended in view of Rule 15(b) of the Federal Rules of Civil Procedure. How- 
ever, it has been held in Patent Office cases that this rule has no applicability to 
a notice of opposition. A notice of opposition stating the grounds therefor must 
be filed within a period specified by statute and amendments of substance to notices 


of opposition proposed after the period has expired have been consistently refused 
consideration by the Patent Office and it has also been specifically held that Rule 15 
does not apply to the notice of opposition, see for example Juliana Underwear 
Company v. Drittel, 65 U. S. P. Q. 255. 


The decision of the Examiner of Interferences is affirmed. 


BROWN & BIGELOW v. THE INTERNATIONAL SILVER COMPANY 


Commissioner of Patents—January 24, 1952 


CANCELLATIONS—DEFENSES—LACHES 
Mere delay in bringing a proceeding, unaccompanied by circumstances sufficient to 
create an estoppel, cannot sustain defense of laches. 
Laches held not a defense to charge of descriptiveness since there is no duty on the 
part of the public to act promptly in adopting or using a descriptive term. 


Petition to Commissioner of Patents. 

Trade-mark opposition by Brown & Bigelow against The International Silver 
Company, in which applicant counterclaims for cancellation of registrations of 
opposer. Opposer petitions for review of Examiner’s decision denying motion to 
dismiss counterclaim. Petition denied. 

Howard L. Fischer, of St. Paul, Minn., for Opposer. 
Nims, Verdi & Martin (Wallace H. Martin and Walter J. Halliday, of counsel) 
of New York, N. Y., for Applicant-counterclaimant,. 
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Ku INGE, Assistant Commissioner: 

Petitioner, Brown & Bigelow, the opposer in the above-entitled proceeding, 
requests a review of the decision of the Examiner of Interferences dated November 
20, 1951, denying certain motions. 

The applicant in this opposition has filed a counterclaim for cancellation of 
registration relied upon by the opposer, alleging in effect that opposer’s marks 
are descriptive, and the opposer answered the counterclaim. 

Opposer moved to amend its reply to the counterclaim to include the affirma- 
tive defense of gross laches on applicant’s part in seeking to cancel opposer’s 
registrations, and to dismiss applicant’s counterclaim for cancellation on the 
ground of laches under the recent decision of the Court of Customs and Patent 
Appeals in the case of Willson v. Graphol Products Co., 38 C. C. P. A. 1030, 188 
Fed. (2d) 498, 89 U. S. P. Q. 382. 

The Examiner of Interferences denied the motions, holding that the mere delay 
in bringing a proceeding, unaccompanied by circumstances sufficient to create an 
estoppel cannot sustain the defense of laches, citing West Disinfecting Co. v. Owen, 
35 C. C. P. A. 843, 165 Fed. (2d) 450, 76 U. S. P. Q. 315. The examiner also 
held that laches cannot constitute a defense to the charge of descriptiveness upon 
which the opposer’s registrations have been challenged in the counterclaim, citing 
Ever-Dry Corporation v. Consolidated Cosmetics, 626 O. G. 923, 82 U.S. P. Q. 158. 
Opposer thereupon filed the present petition. 

I find no abuse of discretion on the part of the examiner dismissing the 
motions. In the case of Ever-Dry Corporation v. Consolidated Cosmetics, supra, 
relied upon by the examiner in denying opposer’s motion to dismiss applicant’s 
counterclaim, the Assistant Commissioner held that an applicant’s counterclaim 
to cancel an opposer’s registration, on the ground that the opposer’s mark is 
descriptive, is not barred by laches since the applicant had no duty to object to 
the registration, even if it knew of it, until the opposer elected to rely upon it in 
opposing the registration sought by the applicant. It was held that there is no 
duty on the part of the public to act promptly in adopting or using a descriptive 
term, and delay in exercising that right does not preclude it in later asserting a 
right to do so. As stated by the Commissioner in the decided case: 


“A term which is merely descriptive would clearly be open to use by any new- 
comer in the field, and such a user could not be charged with any delay because of 
failure to take action with respect to the existing registration. Certainly it would be 
anomalous to hold that a newcomer might take action while one already established 
in the competitive field might not. As held in Kellogg v. National Biscuit Company, 
305 U. S. 111, 39 U. S. P. Q. 296, there is no duty on the part of the public to 
act promptly in adopting or using a descriptive term and no delay in exercising 
that right would preclude it in later asserting its right to do so. 

“It is not therefore believed that any such delay prior to the time applicant 
became directly concerned with the improper registration as a result of opposer’s 
action in opposing its mark can be considered laches. Certainly it does not amount 
to acquiescence or estoppel. This is not a case in which the counterclaim for can- 
celation is based upon claimed rights of the applicant because of its own exclusive 
rights to the mark, and once it is found that the mark is merely descriptive of the 
products, any registration purporting to give opposer exclusive rights thereto should 
no longer remain of record either as against rights of the applicant or against any 
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other manufacturer. I find therefore no basis for the contention that the counter- 
claim should be dismissed because of any principle of laches, acquiescence or 


estoppel.” 

The decision of the Examiner of Interferences denying opposer’s motions to 
amend and to dismiss the counterclaim is accordingly considered correct and the 
petition is denied. 


THE FOSTER & REYNOLDS COMPANY v. BROWN & BIGELOW 
Commissioner of Patents—January 24, 1952 


CANCELLATIONS—DEFENSES—LACHES 
Mere delay in bringing a proceeding, unaccompanied by circumstances sufficient 
to create an estoppel, cannot sustain defense of laches. 
Laches held not a defense to charge of descriptiveness since there is no duty on 

the part of the public to act promptly in adopting or using a descriptive term. 

Petition to Commissioner of Patents. 

Trade-mark cancellation proceedings by The Foster & Reynolds Company 
against Brown & Bigelow. Respondent petitions for review of Examiner’s decision 
denying motion to dismiss petition for cancellation. Petition denied. 

Nims, Verdi & Martin (Wallace H. Martin and Walter J. Halliday, of counsel) of 

New York, N. Y., for Petitioner. 

Howard L. Fischer, of St. Paul, Minn., for Respondent. 
K.uncE, Assistant Commissioner: 

This is a petition to the Commissioner requesting the exercise of his super- 
visory authority for the review of the decision of the examiner of interferences 
dated November 20, 1951, in the above entitled cancellation proceeding. 

It appears that the petitioner, the registrant here, filed a motion on Novem- 
ber 10, 1951 to dismiss the petition for cancellation, which the examiner con- 
sidered in effect a renewal of a motion for summary judgment which the examiner 
had denied on April 14, 1950. The examiner noted in his decision, however, that 
the motion to dismiss filed November 10, 1951, relates to the defense of laches 
which is based upon the recent ruling in Willson v. Graphol Products Co., 38 
C. C. P. A. 1030), 188 Fed. (2d) 498, 89 U. S. P. Q. 382. In his decision the 
examiner considered it well settled that mere delay in seeking relief cannot in and 
of itself establish the defense of laches. West Disinfecting Company v. Owen, 35 
C. C. P. A. 843, 165 Fed. (2d) 450. But regardless of this consideration the 
examiner held that laches cannot constitute a valid defense to the charge of 
descriptiveness of the respondent’s marks involved in the present proceeding. 
The latter holding of the examiner is the principal issue presented in the petition 
under consideration and is discussed in the decision of even date herewith in the 
companion opposition No. 27,803, Brown & Bigelow v. The International Silver 
Company. In the opposition proceeding the examiner’s holding was based upon 
the decision of the Assistant Commissioner in Ever-Dry Corporation v. Consolidated 
Cosmetics, 626 O. G. 923, 82 U.S. P. Q. 158, and in view thereof, the examiner’s 
denial of the motion filed November 10, 1951 herein is considered proper and the 
petition is denied. 
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PERKINS PRODUCTS COMPANY v. WYLER & COMPANY 


Commissioner of Patents—January 24, 1952 


CANCELLATIONS—DEFENSES—LACHES 
Mere delay in asserting a trade-mark right cannot, without more, sustain defense of 
laches and to establish that defense it must appear that delay was accompanied by cir- 
cumstances compelling enough to give rise to estoppel. 
Respondent’s affidavit may not be accepted on motion for summary judgment to 
prove defense of laches. 


CANCELLATIONS—PLEADING AND PractTicE—MoTIONS FOR SUMMARY JUDGEMENT 
Affidavits in support of motions for summary judgment are admissible only for 
purpose of determining whether or not genuine issue as to material fact is presented. 


Petition from Examiner of Interferences. 

Trade-mark cancellation proceedings by Perkins Products Company against 
Wyler & Company. Respondent petitions for review of Examiner’s decision deny- 
ing motion for summary judgment. Petition denied. 

John B. Hosty, of Chicago, IIl., for petitioner. 
Davis, Lindsey, Hibben & Noyes, of Chicago, IIl., for respondent. 
KLINGE, Assistant Commissioner: 

This is a petition requesting the Commissioner of Patents to exercise his 
supervisory authority and review the decision of the Examiner of Trade-Mark 
Interferences dated October 4, 1951, denying petitioner-respondent’s motion for 
summary judgment and also the decision dated October 30, 1951, denying respond- 
ent’s petition for reconsideration. 

A brief summary of the facts here involved, as stated by respondent, is to 
the effect that respondent’s trade-mark registration No. 344,063 was issued March 9, 
1937, and that the cancelation petitioner’s amended petition for cancelation was 
filed June 13, 1951, a period of over 14 years having thus elapsed before the present 
proceeding was brought. Respondent filed its answer on August 10, 1951, and on 
September 26, 1951, filed a motion for summary judgment, the ground for the 
motion being laches under the rule of Willson v. Graphol Products Co., 38 
Cc. C. P. A. 1030, 188 F. 2d 498, 89 U. S. P. Q. 382. The examiner in his decision 
of October 4, 1951 denied respondent’s motion, holding that it is the universal 
rule in trade-mark matters that mere delay in asserting a trade-mark right cannot, 
without more, sustain the defense of laches, and that to establish this defense it 
affirmatively must appear that any such delay was accompanied by circumstances 
compelling enough to give rise to an estoppel. The examiner quoted from the deci- 
sion of the Court of Customs and Patent Appeals in West Disinfecting Company v. 
Owen, 35 C. C. P. A. 843, 165 F. 2d 450, 76 U. S. P. Q. 315, 318, as follows: 


“#* * * Furthermore, the elements of estoppel whereby appellee may have been 
injured through the delay by the proceedings here involved, are wholly absent in 
this case. It is well settled that before the doctrine of laches may be applied, some- 
thing more than a mere lapse of time must exist. See Menendez v. Holt, 128 U. S. 
514, 523; Johnston v. Standard Mining Co., 148 U. S. 360, 370; and Standard Oil 
Co. v. Michie, 34 F. 2d 802, 804, 2 U. S. P. Q. 232, 235. * * * ” 


The examiner’s rather full discussion of this point in his decision has been 
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carefully considered, but no abuse of discretion on his part has been found in 
this regard. 

With the petition for reconsideration of the examiner’s decision on respond- 
ent’s motion for summary judgment, respondent filed a supporting affidavit by 
the president of the respondent corporation. This affidavit relates to the extent 
of sales of respondent’s goods and its advertising during the fourteen-year period 
between the issuance of the respondent’s registration and the institution of the 
present proceeding. In considering this affidavit the examiner expressed the opinion 
that affidavits in support of a motion for summary judgment are admissible only 
for the purpose of determining whether or not a genuine issue as to a material 
fact is presented, and such an affidavit hence may not be accepted in lieu of 
testimony or other competent evidence for the purpose of resolving any factual 
issue. Frederick Hart & Co., Inc. v. Recordgraph Corporation (C. C. A., Third 
Cir.), 169 F. 2d 580, 78 U. S. P. Q. 310; Ramsover v. Midland Valley Railroad Co. 
(C. C. A., Eighth Cir.), 135 F. 2d 101. The court, in the Frederick Hart & Co., 
Inc. v. Recordgraph Corporation case, supra, stated that an affidavit cannot be 
treated, for purposes of a motion to dismiss, as proof contradictory to well-pleaded 
facts in the complaint. On a motion to dismiss, the complaint must be viewed 
in the light most favorable to the plaintiff; and the complaint should not be dis- 
missed unless it appears as a certainty that the plaintiff would not be entitled to 
relief under any state of facts which could be proved in support of his claim; 
no matter how likely it may seem that the pleader will be unable to prove his case, 


he is entitled, upon averring a claim, to an opportunity to try to prove it. 

The affidavit filed by the respondent was admittedly submitted, not for the 
purpose of ascertaining whether an issue of fact is presented or to establish the 
absence of any issue upon which the respondent could prevail, but as a statement 
of undisputed facts. It is my view that respondent’s affidavit may not be accepted 
to prove respondent’s defense of laches in this case. 


The petition is denied. 


JOHNSON & JOHNSON v. WEINER 


Examiner of Interferences—January 11, 1952 


CANCELLATIONS—DEFENSES—LACHES, ACQUIESCENCE AND ESTOPPEL 
For equitable doctrine of laches to be applicable in cancellation proceedings, it must 
initially appear that party charging violation had prior notice of such violation. 
On facts of record, petitioner held not chargeable with undue delay for period during 
which it had actual notice of respondent’s use of mark; and since 1920 Act registration 
is not constructive notice, respondent held to have failed to substantiate defense of laches. 


Trape-Mark Act oF 1920—REcIsSTRABILITY—GENERAL 
To qualify for registration under 1920 Act applicant must have had bona fide use 
of mark for not less than one year prior to filing of application; and term “bona fide use” 
held to mean exclusive use, during the critical period, of the same or a confusingly similar 
mark for goods of the same descriptive properties. 
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TrapE-Marks—Goops oF THE SAME DescriPTIVE PROPERTIES—PARTICULAR INSTANCES 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Shoes made of leather, rubber and fabric, and combinations of such materials, for 
men and boys held so closely related in character to athletic supporters, anklets, knee 
caps, elastic stocking material, etc. that their contemporaneous sale by the parties under 
the identical notation “Johnson & Johnson” would be likely to lead purchasers to suppose 
that they emanated from a common source. 


Trade-mark cancellation proceedings by Johnson & Johnson against Simon 
Weiner. Petition for cancellation sustained and respondent’s 1920 Act registra- 
tion cancelled. 

Norman St. Landau, Benton A. Bull and Stanley C. Smoyer, for Petitioner. 
Clarence A. O’Brien and Hyman Berman and John P. Chandler, for Respondent. 
BarLey, Examiner of Interferences: 

This is a cancellation proceeding in which both parties have filed testimony 
and briefs and were represented at the hearing. 

Registration No. 373,434, here sought to be cancelled, was issued December 5, 
1939 under the Act of 1920, and discloses the notation “Johnson & Johnson,” 
associated with certain merely ancillary matter, as applied to “shoes made of leather, 
rubber and fabric, and combinations of said materials, for use by men and boys.” 

It is in effect alleged in the petition for cancellation that the petitioner, since 
many years prior to the earliest use claimed by the respondent, has continuously 
used the name “Johnson & Johnson,” both as a trade name and trade-mark for 
“ankle supporters, anklets, knee caps, athletic supporters, suspensories, elastic 
stocking material, corn and bunion pads, chiropodists’ adhesive felt and moleskin 
adhesive, and other products”; and that its advertising and sales of such goods 
under the name “Johnson & Johnson” have been so great in volume, and so 
extensive territorially, that the said name has become well and favorably known 
throughout the United States, and is associated in the mind of the public with 
products originating with the petitioner. As statutory grounds of attack upon the 
respondent’s right of registration, it is further alleged (1) that the respondent did 
not have “bona fide use” of the name “Johnson & Johnson” during the year next 
preceding the filing of his application for registration thereof, as was required of 
an applicant for registration under the Act of 1920, because of the petitioner’s 
use of the same name for goods of the same descriptive properties, and (2) that 
the contemporaneous use by the parties of the identical name for the goods here 
involved would be likely to cause confusion in trade. 

The respondent in its answer has generally denied the material allegations 
contained in the petition, and, as an affirmative defense, has averred that the 
petitioner, by reason of laches, is in any event estopped under the provisions of 
Section 19 of the Act of 1946 from maintaining the cause of action stated therein, 
regardless of what otherwise might be the merits thereof. 

The respondent’s averment that the petitioner is chargeable with laches is 
based upon the petitioner’s asserted delay of more than eleven years in seeking to 
cancel the registration in issue, during which time, as shown by the record, the 
respondent has carried on a substantial business in connection with the mark 
“Johnson & Johnson” thereof. However, for the equitable doctrine of laches to 
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be applicable in proceedings such as this, it must initially appear that the party 
charging a violation of his trade-mark rights had prior notice of such violation. 
West Disinfecting Co. v. Owen, 76 U. S. P. Q. 315, C. C. P. A.; The William 
Carter Co. v. Schwartz, 85 U.S. P. Q. 312; The Westfield Mfg. Co. v. The Pharis 
Tire & Rubber Co., 78 U. S. P. Q. 330; R. C. Williams & Co. v. Gordon, 76 
U. S. P. Q. 67. In the present case, it has not been made to appear that the 
petitioner had actual notice of the respondent’s use or registration of the mark 
in question at any time prior to February 9, 1949, when it caused a letter to 
be sent to the respondent protesting such use. From that date until January 14, 
1950, when the present petition for cancellation was filed, the respondent was thus 
informed of the petitioner’s objections to his use of said mark, and hence the 
petitioner cannot be charged with undue delay during this period of time, Rothman 
et al. v. The Greyhound Corp., 82 U.S. P. Q. 143 (C. C. A., 4th Cir.) ; Saperstein 
v. Grund, 82 U. S. P. Q. 67 (D. C., S. D., Iowa); Mandee Fabrics, Inc. v. 
Slifka et al., 89 U.S. P. Q. 27 (D. C., S. D., N. Y.); Keystone Macaroni Mfg. Co. 
v. Arena & Sons, Inc., 40 U. S. P. Q. 639 (E. D., Pa.); Vita Var Corp. v. The 
White Co., 76 U.S. P. Q. 267; Dr. Peter H. Fahrney & Sons Co. v. Ruminer, 153 
F. 735 (C. C. A., 7th Cir.). The question thus turns on whether or not the peti- 
tioner has been chargeable with constructive notice of the existence of the respond- 
ent’s registration as of December 5, 1939, the date of issuance thereof. 


With regard thereto, Section 23, of the Act of 1946 provides for the mainte- 
nance by the Commissioner of a supplemental register as ‘“‘a continuation of the 
register provided in paragraph (b) of Section 1 of the Act of March 19, 1920”; 
and Section 46 (b) of the Act of 1946 provides that existing registrations under 
the Act of 1920 “shall be subject to and entitled to the benefits of the provisions 
of this Act.” It is clear therefrom that marks on the supplemental register and 
those registered under the Act of 1920 stand on the same footing. Section 22 of 
the Act of 1946 provides that the registration of a mark on the principal register, 
or under the Act of March 3, 1881 or that of February 20, 1905 shall be con- 
structive notice of the registrant’s claim of ownership thereof. No similar provision 
is contained therein, however, with respect to registrations of marks on the supple- 
mental register. To the contrary, Section 26 of the Act of 1946 specifically excludes 
such registrations from the benefits of Section 22 thereof. Accordingly, it is clear 
that the petitioner cannot be charged with constructive notice of the presence 
of the respondent’s mark on the 1920 register; and hence that the record fails to 
substantiate the defense of laches. 


As hereinabove indicated, the supplemental register provided by Section 23 
of the Act of 1946 is but a continuation of the register provided in paragraph (b) 
of Section 1 of the Act of 1920; and Section 24 of the later Act provides that: 


“Whenever any person believes that he is or will be damaged by the registration of 
a mark on this register he may at any time apply to the Commissioner and cancel 
such registration. * * * If it is found after a hearing before the examiner that the 
respondent was not entitled to register the mark at the time of his application for 
registration thereof, the registration shall be cancelled by the Commissioner.” (Under- 


scoring by the examiner. ) 
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The question of the respondent’s right of registration, therefore, turns upon the 
registrability requirements of the Act of 1920, under which his registration was 
effected. 


To qualify for registration under the Act of 1920 an applicant must have 
had bona fide use of his mark for not less than one year next preceding the 
filing of his application for registration thereof; and the term “bona fide” use 
has been interpreted to mean use to the exclusion of any use by another during the 
critical one year period of the same or a confusingly similar mark for goods of the 
same descriptive properties. Storm Waterproofing Corp. v. L. Sonneborn Sons, 
Inc., 353 O. G. 725, 1926 C. D. 115; Ford Motor Co. v. McAdoo, 360 O. G. 3, 
1927 C. D. 44; Certain-Teed Products Corp. v. Clark, 337 O. G. 476, 1925 C. D. 
57; Servel, Inc. v. Universal Slide Fastener Co., Inc., 57 U.S. P. Q. 330; Fortune 
Tobacco Co. v. Axton-Fisher Tobacco Co., 22 U.S. P. Q. 366, Snowhite Germents 
Mfg. Co. v. Burlington Mills, Inc., 77 U. S. P. Q. 661. Hence, since the record 
shows that the petitioner has continuously and extensively employed the name 
“Johnson & Johnson” in connection with the advertising and sale of its goods 
since many years prior to any use thereof claimed by the respondent, the peti- 
tioner’s right to prevail upon either of the grounds of cancellation raised in its 
petition depends upon whether or not the goods of the parties possess the same 
descriptive properties. That is to say, whether or not such goods are so related 
that their sale under the identical marks involved would be likely to lead purchasers 


to suppose that they emanated from a common source. Cf. California Packing 
Corp. v. Tillman & Bendell, Inc., 394 O. G. 789, 40 F. (2d) 108, C. C. P. A.; 
Universal Paper Products Co. v. Bemis Bros. Bag Co., 526 O. G. 7, 116 F. (2d) 
294, C. C. P. A.; The Greyhound Corp. v. The Robinson Houchin Corp., 89 
U. S. P. Q. 621. 


Of the goods pleaded by the petitioner the most pertinent here are deemed 
to be athletic supporters, suspensories, anklets, knee caps and elastic stocking 
material, the last named product also being referred to in the testimony as 
stockinets. While the examiner concurs in the respondent’s contention that such 
goods are in the nature of orthopedic appliances and are not articles of wearing 
apparel in the generally accepted meaning of the term, they nevertheless are 
intended to be worn upon the person as are ordinary articles of wearing apparel, 
and certain thereof, namely, athletic supporters and suspensories, like the respond- 
ent’s shoes, are designed for masculine use. All things considered, it is the opinion 
of the examiner that the respective goods are so closely related in character that 
their contemporaneous sale by the parties under the identical notation “Johnson & 
Johnson” would be quite likely to lead purchasers to suppose that they emanated 
from a common source. 


Accordingly, the petition for cancellation is hereby sustained, and it is further 
recommended that registration No. 373,434 involved herein be cancelled. 


Limit of appeal: February 11, 1952. 





EX PARTE SOCIETE HORLOGERE 


EX PARTE THE B. F. GOODRICH COMPANY 


Commissioner of Patents—January 14, 1952 


TraDE-Marks—REGISTRABILITY—GENERAL 
Reversal by court of Commissioner’s decision in American Enka case held not con- 
trolling on present appeal, since marks involved are entirely different and each case must 
rest on its own merits. 


TrapE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
Phrase “best in the long run” held either inherently, or as used, incapable of serving 
purpose of a trade-mark since it merely suggests quality of applicant’s goods. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by the B. F. Goodrich Company. 
Applicant petitions for reconsideration of decision on appeal refusing registration, 
on Principal Register, under 1946 Act. Petition denied. 

Harold S. Meyer, of Akron, Ohio, for applicant. 
K.uncE, Assistant Commissioner: 

Applicant petitions for reconsideration of the decision of the Assistant Com- 
missioner affirming the decision of the examiner refusing registration of applicant’s 
slogan on the Principal Register. 

Petitioner states that the decision on appeal was based squarely on the earlier 
decision in Ex parte American Enka Corporation, 624 O. G. 972, 81 U. S. P. Q. 476, 
which was reversed on appeal. The decision merely mentioned the fact that the 
examiner based his decision squarely upon the decision of the Commissioner in 
Ex parte American Enka Corporation. The conclusion reached in the present case 
was that applicant’s phrase “best in the long run” either inherently, or as used, 
is incapable of serving the purpose of a trade-mark which distinguishes the appli- 
cant’s goods from like goods of others since it merely suggests the quality of such 
goods, citing Compania “Ron Bacardi” S. A. v. Ronrico Corporation, 83 U. S. P. Q. 
473; Ex parte Horn & Hardart Baking Company, 624 O. G. 1257, 88 U. S. P. Q. 
27. The reversal by the Court of the decision of the Commissioner in the American 
Enka Corporation case is considered not controlling in the present appeal since 
the marks involved are entirely different. Each case must rest upon its own merits. 

The petition is denied. 


EX PARTE SOCIETE HORLOGERE DE PORRENTRUY, 
PHENIX WATCH CoO. S.A. 


Commissioner of Patents—jJanuary 14, 1952 


TrapE-MarKs—COonFUSING SIMILARITY—PARTICULAR INSTANCES 
“Phenix” held confusingly similar to “Phoenix,” used on similar goods, under 
1946 Act. 
TrapE-Marxs—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Clocks, watches and parts of watches held generally similar goods to necklaces, 
bracelets, rings, clips, brooches, etc., all falling within the category of jewelry. 























268 TRADE-MARK REPORTER 


TRADE-Marks—REGISTRABILITY—EFFECT OF CONSENTS 

While letters of consent are entitled to consideration, in view of practical indentity of 
marks and similarity of goods held that letter of consent is not sufficient to remove likeli- 
hood of confusion. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Societe Horlogere de Porrentruy, 
Phenix Watch Co. S. A. Applicant appeals from refusal of registration, under 1946 
Act. Affirmed. 

Richards & Geier, of New York, N. Y., for applicant. 


K.uncE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration on the Principal Register in accordance with the Act of July 5, 1946, 
of the mark “Phenix” for “clocks, watches, parts of watches,” application, Serial No. 
583,006, filed August 4, 1949. 

Registration was refused for the reason that the applicant’s mark “Phenix” is 
so similar to the registered mark “Phoenix” and the goods of the applicant so similar 
to that to which the registered mark is applied in registration No. 433,096, registered 
September 23, 1947, that registration to the applicant is prohibited under section 
2(d) of the Act of 1946. 

There can be no doubt but that the two marks are identical in sound and are 
substantially identical in appearance. The omission of the letter “o” in the mark 
of the applicant, which appears in the registrant’s mark, is insufficient, in my opinion 
to distinguish the two so as to avoid confusion in trade, if the two marks are used 
on similar goods. 

Applicant’s mark as above stated is used for “clocks, watches, parts of watches,” 
whereas the registered mark is used on “necklaces, bracelets, finger rings, jewelry 
clips, brooches and earrings,” all of which fall within the category of jewelry. 

The examiner called attention to cancellations Nos. 3280 and 3282, decided 
February 24, 1939, entitled Hamilton Watch Company v. Young’s, Inc., 500 O.G. 
773, 40 U. S. P. Q. 568, wherein it was held that watches, watch cases, wrist watch 
straps and wrist watch bracelets are goods of the same descriptive properties as each 
other and that they are also goods of the same descriptive properties as Waldemar 
chains, vest chains, Dickens chains, bracelet attachments, neck chains and neck 
ornaments as well as watch chains, bracelets and wrist watch straps. 

It is clear to me that in view of the substantial identity between the marks and 
the general similarity of the goods involved there would be likelihood of confusion 
as to the source of origin of the applicant’s goods. Subsequent to the filing of the 
appeal the applicant filed a letter of consent executed by the owners of the registra- 
tion No. 433,096, relied upon by the examiner, granting permission to the applicant 
to use and register the trade-mark “Phenix” for watches and parts of watches only. 
In view of this letter of consent the applicant submits that the situation existing at 
the time of final rejection has been radically changed, and that the rejection should 
be withdrawn and the application passed to publication. While letters of consent 
are entitled to consideration, it is my view that registration should be refused in this 
case, since the marks are for all intents and purposes identical and the goods are so 
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similar in nature that the letter of consent filed by the applicant is not sufficient to 
remove the likelihood of confusion among purchasers of the goods of the respective 
parties, which is the question to be here decided. Kaylon, Incorporated v. Joseph 
P. Rosenberg, 613 O. G. 1101, 78 U. S. P. Q. 208; In re Laskin Brothers, Inc., 32 
C. C. P. A. 820, 146 F. 2d 308, 64 U.S. P. Q. 225. 


The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE HILLERICH & BRADSBY CO. 


Commissioner of Patents—January 28, 1952 


Trape-Marks—REGISTRABILITY—GENERAL 
Use of mark as presented is prerequisite to registration. 
On facts of record, held that none of the specimens filed shows use of oval design in 
and of itself as badge of origin on baseball bats. 


TraDE-Marks—Proor or Use—GegNERAL 
Testimony taken by applicant in prior opposition considered, but held not to show 
distinctiveness of oval design as distinguished from names appearing within ovals on bats. 


Trape-Marks—AcgulisiTION OF RiGHTS—GENERAL 
Oval design as used on baseball bats of applicant and its customers held to be only 
a framing for trade-mark and company name. 
Existence of other registrations of oval, as used by applicant, which were assigned 
to applicant subsequent to filing of this application, held to rebut applicant’s allegation 
of five years of exclusive use prior to filing application. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Hillerich & Bradsby Co. Applli- 
cant appeals from refusal of registration, under 1946 Act. Affirmed. 

Arthur F. Robert, of Louisville, Ky., for Applicant. 
Kunce, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration, on the Principal Register of the Act of 1946 under section 2(f) 
thereof, of the geometrical configuration consisting of an oval, applied to baseball 
bats. 

The refusal to register the mark is predicated upon the proposition that the 
thin line oval shown on the applicant’s drawing is nothing more than a “framing” 
and constitutes a mutilation of the mark actually used by the applicant as disclosed 
in the specimens filed in the case. 

The grounds upon which the examiner’s refusal is based are that there are 
no specimens of record which support even an attempt to use the oval design, in 
and of itself, as a badge of origin for applicant’s goods; there is evidence of record 
in the form of additional specimens showing that applicant has permitted other 
parties with whom it has no connection to use the oval design as a frame for their 
own individual marks; the evidence and affidavits of record purporting to estab- 
lish acceptance of the oval design by the public as indicating origin of such goods 
in the applicant are from persons who may be characterized as “interested wit- 
nesses,” who are former and present employes of the applicant, as well as from 
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those engaged in the selling of applicant’s goods; and finally, the existence of five 
registrations cited by the examiner to controvert applicant’s claim to substantially 
continuous and exclusive use of the mark for the five years next preceding the filing 
of this application. 

In regard to the use of the oval alone without other features to designate 
origin of the goods in applicant, it is admitted in the brief for the applicant that 
all bats made by it either bear the name of the applicant or are private brand 
bats which, in addition to the oval, bear at least one other trade-mark within the 
oval, such as, “Louisville Slugger,” “Cracker Jack,” “Leader,” etc. Applicant 
further concedes that if the oval is a mere border outline or frame for other trade- 
marks, it cannot itself be registered as a separate trade-mark. On the other hand, 
if it has acquired trade-mark significance, it no longer remains a mere border 
outline or frame, but becomes a technical trade-mark which may separately be 
registered. That statement expresses concisely the issue here presented. 


The first point upon which the examiner’s refusal to register is based, namely, 
that there are no specimens of record which support any use of the oval design in 
and of itself as a badge of origin for the applicant’s goods, is conceded by the 
applicant. Use of the mark as presented is prerequisite to registration, Ex parte 


Fruit Dispatch Company, 589 O. G. 501, 70 U. S. P. Q. 41. 


The evidence of public acceptance of the mark, in the form of testimony 
taken by the applicant in an opposition filed in 1945, has been carefully considered. 


While it is true, as the applicant contends, that it has had long use of its mark in 
connection with large sales of its goods and has engaged in extensive advertising, 
I am unable to find in the testimony here relied upon that there has ever been 
such use of the oval as would warrant a holding that it has become distinctive of 
the applicant’s goods so as to indicate origin in the applicant. It appears from the 
testimony of the witnesses that in every instance in which the oval is referred to, 
it is in connection with a name by which a customer would ask for one of the 
applicant’s bats, such as, “Louisville Slugger,” or ask for one of applicant’s cus- 
tomer’s bats, such as the “J. C. Higgins” bat. This fact indicates to me that 
applicant’s bats are called for by name and not background or framing, Ex parte 
G. Fava Fruit Co., Inc., 159 M. S. D. 545, 28 U. S. P. Q. 112. The advertising 
matter to which the brief calls attention has not been found in the opposition 
file and is not in the present application. It has not, therefore, been considered. 


Applicant states that the examiner’s complaint that the applicant never used 
the oval alone, but has always used it as a frame around one or more other 
trade-marks may be true, but it overlooks two things, (1) that it is common 
practice to use one or more trade-marks on an article, the use of the one in no 
way, prejudicing the trade-mark value of the other on the same article, and (2) 
the real question being whether or not the evidence proves that the oval has 
acquired trade-mark significance. In the first place, those interested in buying 
bats have apparently never seen one of the applicant’s bats with only the oval 
thereon, and it is doubted, in view of the use by others of the oval in the same 
way in which the applicant uses it, that they would know whether such a bat came 
from Sears, Roebuck and Company or from the applicant itself. This is of 
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importance because the purchasers of a bat from Sears, Roebuck and Company 
cannot be presumed to know that the bat was made by applicant or that applicant 
placed the oval thereon. Furthermore, it is doubtful, and the evidence does not 
so establish, that the average purchaser would distinguish the oval from the name 
wich is either witin or around the oval and thus recognize the oval as the trade- 
mark of the applicant. The parts of the composite mark are too closely associated 
to warrant any such assumption. It is my conclusion that the evidence submitted 
in this application does not establish distinctiveness in the oval as the trade-mark 
of this applicant and that, as used, it amounts to nothing more than what the 
examiner held it to be, a framing for a trade-mark as well as the name of the 
company selling the goods and the average purchaser would regard the oval as 
little if anything more than just that. 

As to the five registrations cited by the examiner it appears that registration 
No. 193,607, issued to A. H. Leather, January 6, 1925, expired on January 6, 1945, 
the date of expiration of this registration being subsequent to the beginning of 
the five-year period before the filing of the present application. The three regis- 
trations to Zinn Beck Bat Company, Nos. 197,445, 199,110 and 199,112, all showing 
the oval as used by the applicant, are claimed to be owned by the applicant here 
and for that reason cannot be relied upon by the examiner. It appears from the 
records of this Office, however, that the assignment of these registrations to the 
applicant was made on July 12, 1949, some three years after the present application 
was originally filed and subsequent to the date on which the application was con- 
verted to the Act of 1946, and it is therefore not seen how the applicant can claim 
five years exclusive use of the mark prior to the filing of its application. The final 
registration to be considered is No. 388,815, registered July 8, 1941, to Marshall- 
Wells Company under the Act of March 19, 1920 on an application filed March 15, 
1941. As to this registration applicant submits that the registrant is a customer of 
the applicant, using the trade-mark shown in the registration on private brand 
bats which the applicant made. The fact that the applicant made the bats bearing 
the Marshall-Wells Company’s trade-mark, is not sufficient to overcome the effect of 
the use made by the registrant of its mark during the five-year period preceding 
the filing of the applicant’s application under the provisions of section 2(f) of the 
Act of 1946. It is considered that this registration, as well as the Zinn Beck Bat 
Company’s registrations discussed above and which the applicant here now owns, 
rebut the applicant’s allegation of five years exclusive use of its mark prior to 
the filing of this application. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE EMPIRE STATE THERMOMETER CO., INC. 


Commissioner of Patents—February 5, 1952 


TraDE-Marks—LIKELIHOOD oF ConFUSION—GENERAL 
In determining question of likelihood of confusion arising out of use of identical 
marks, test is whether ordinary purchasers would be likely to believe that the goods 
emanated from the same source. 
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Trape-Marxs—Goops oF THE SAME CLASS—PaRTICULAR INSTANCES 
Confusion as to source held likely to result from use of mark “Ideal” on clinical 
thermometers and thermometers generally. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Empire State Thermometer Co., 
Inc. Applicant appeals from refusal of registration under 1946 Act. Affirmed. 
Alfred E. Page and Philip G. Hilbert, of New York, N. Y., for Applicant. 

K.u1ncE, Assistant Commissioner: 

The applicant, Empire State Thermometer Co., Inc., appeals from the decision 
of the Examiner of Trade-Marks refusing registration of the term “Ideal” for 
“clinical thermometers” on the Principal Register under the 1946 Act. 

Registration was refused in view of prior registration No. 147,905, issued to 
the American Radiator Company and renewed on November 8, 1941 to the 
American Radiator & Standard Sanitary Corporation. The registered mark is 
identical with that here sought to be registered and is used upon “thermometers 
and steam pressure and altitude gages.” 

As above stated the goods of the applicant comprise clinical thermometers, 
whereas the goods of the registrant include thermometers broadly. In view of the 
identity of the two marks, the only question to be here determined is whether 
applicant’s goods are sufficiently different from those of the registrant to warrant 
registration of the trade-mark “Ideal” to the applicant here. 

Applicant contends that the distinctions in appearance, construction and use 
between clinical thermometers and all other thermometers are not only immediately 
apparent, but are such as to prevent likelihood of confusion. It is contended that 
industrial thermometers are sold through industrial supply houses and hardware 
stores and that purchasers of such goods are engineers or purchasing agents acting 
on engineering specifications. Household thermometers are sold in various types of 
stores to the general public. Clinical thermometers, on the other hand, are sold 
to doctors and nurses as well as to the public at large through drug stores, usually, 
and through medical supply houses. Applicant submits that a buyer of such a 
thermometer would not think of going to a hardware store or similar place where 
other types of thermometers are sold, but would ordinarily go to a drug store 
for such a purpose. It may be added that clinical thermometers are also sold to the 
general public as are household thermometers. 

The question here presented is not whether the purchaser, be he a member of 
the general public or a purchasing agent, would be misled into buying one type of 
thermometer instead of the other, but whether an ordinary purchaser familiar with 
the registrant’s mark “Ideal” would be likely to be deceived into thinking that 
applicant’s clinical thermometer sold with the mark “Ideal” thereon or in connection 
therewith, originated with the registrant. With this view of the matter it is my 
conclusion that confusion in trade would be likely as to the source of origin of the 
applicant’s goods. 

The decision of the Examiner of Trade-Marks is affirmed. 
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